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REPORT ON RECENT AUSTRIAN DECISIONS ON 
TRADEMARKS, TRADE NAMES AND 
UNFAIR COMPETITION 


By Dr. Fritz Schénherr* 


In the following contribution a report is furnished of decisions 
by the Austrian Courts and the Austrian Patent Office, published 
in 1955 and 1956, that are believed to be of interest to the readers 
of the Trademark Reporter. 


Trademarks 


§ 1 MSchG.* defines “trademarks” as “the particular symbols 
that serve to distinguish the products and merchandise intended 
for use in commerce from other similar products and merchandise.” 
With regard to this definition, registration was denied for a trade- 
mark for “Chartered trains, chartered busses, tickets and seat 
reservations, advertising material, posters, and labels,” applied for 
by a traveling agency (BA. 3/29/56, PBI. 1956, p. 105; GRURAusl. 
1956, p. 371). The opinion points out: What the applicant really 
asks for, is trademark protection not for goods but for services. 
According to the prevailing view of the courts and leading writers 
in both Austria and Germany, the existing statutes do not allow 
for the registration of service marks. The Paris Convention, 
covering only “factory or commerce marks,” also fails to furnish 
a legal basis for the protection of service marks. 

§312MSchG. precludes those signs from registration as trade- 
marks which consist of descriptive elements only (cf. Art. 6B(1) 
2° of the Paris Convention), unless the public recognizes that 
the goods originate from the applicant (so-called secondary mean- 
ing). 

The following marks were regarded as descriptive, and regis- 
trable only if secondary meaning can be shown: 


* Member of the Vienna Bar; Lecturer on Industrial Property at the Vienna 
University; editor of the Oesterreichische Blatter (Austrian Gazette for the Protection 
of Industrial Property and Copyright). 

1. The “List of Abbreviations” is printed at the end of this article, p. 571. 
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cHic for woven goods, gloves, notions, zippers, as well as for 
ornamental and decorative pins (BA. 12/13/1954, PBI. 1955, p. 7). 


METALOK for metal goods, such as brads and wrenches used for 
the repair of mechanical items, since descriptive terms cannot 
become registrable through misspelling or abbreviation (METALOK 
instead of metratock) (BA. 11/15/1955, PBI. 1956, p. 55). 


mix for non-alcoholic beverages, because the public would get 
the impression that this was a mixed drink or one that is sup- 
posed to be mixed with others (NA. 5/25/1955, PBI., 1955, p. 128). 


nowa for polishing and cleaning cloths, since this term, being 
pronounced just like the Latin word “nova,” purports to signify 
new or original merchandise, the first of its kind to appear on 
the market (BA. 3/8/1955, PBI. 1955, p. 138). 


oxay (BA. 11/9/1955, PBI. 1956, p. 53). 


OPALINE for woven and knit goods of all kinds, particularly 
underwear, on the ground that descriptive terms derived from 
a foreign language—especially if it is a living one—have no 
different standing than their German counterparts with regard 
to trademark protection (BA. 5/24/1956, PBI. 1956, p. 148). 


PETITS GERVAIS for dairy products, especially cheese (BA. 11/5/ 
1955, PBI. 1955, p. 165). This decision follows the earlier prac- 
tice of the trademark authorities which considers the proper name 
GERVAIS to be generic for cheese and denies it trademark protec- 
tion in Austria (PBI. 1914, p. 253; 1916, p. 140; 1929, p. 274). 


PHC DAS PHILHARMONISCHE KONZERT for records (BA. 2/28/ 
1956, PBl. 1956, p. 155). 


SEAMLESS for hot water bags and bottles made of rubber (BA. 
3/14/1955, PBl. 1955, p. 86). 


SsPHAERO-GUss for preliminary alloys used in the improvement 
of cast iron and goods made out of cast iron; protection must be 
denied despite the fact that this new material is exclusively pro- 
duced by seven firms under patent licenses and is sold under this 
name. This fact is unknown to the public, which, therefore, is 
not in a position to infer from the word that the material emanates 
from a particular enterprise. Instead, the public believes the 
word to be the generic name of a new material. The fact that the 
applicant coined the name is held to be immaterial (BA. 7/17/ 
1956, PBl. 1956, p. 161). 


ay ARE 
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ULTRAFIL for surgical sewing material, catgut, strings for mu- 
sical instruments, and animal membranes for surgical purposes 
(BA. 6/18/1956, PBI. 1956, p. 158). 


WESTFALIA. This decision handed down by the Patent Office 
(2/4/1955, PBl. 1955, p. 90), follows the previous practice of deny- 
ing protection to latinized names of towns and countries (GALIZIA 
PBI. 1902, p. 634; aLtvaTer stLesta PBI. 1906, p. 745; earicia PBI. 
1907, p. 120; NEERLANDIA PBI. 1907, p. 691; ausatia PBI. 1909, p. 
761; ryrouia PBI. 1911, p. 586; HELvetIa PBI. 1928, p. 163). 


wo.ea for silk, yarn, and knitting wool; on the ground that the 
public would understand that word to connote origin and believe 
these goods to come from the Wolga area. In its decision (5/28/ 
1956, PBl. 1956, p. 136), the Cancellation Division of the Patent 
Office cites the following marks, registration of which was de- 
nied: arosaA for yarn (PBI. 1931, p. 161), KarpatHEeN for woven 
goods (PBI. 1910, p. 1190), narenrva for wine (PBI. 1909, p. 673), 
NorFOLK for woven goods (PBI. 1930, p. 35), razor for clocks (PBI. 
1927, p. 57), rarra for horseshoe nails and calks (PBI. 1931, p. 
163), uraL for rubber boots and other rubber goods (PBI. 1905, 
p. 303). The Cancellation Division further points out that as long 
as the listed goods do not come from the Wolga area, the mark 
is of a nature to deceive the public and registration should be 
denied. The opinion states also that the mere possibility of 
deception of the public is sufficient to deny registration of a mark. 


The Appellate Division of the Patent Office has repeatedly 
held the reaction of the domestic market to be controlling as to 
whether or not a mark consisting of foreign language elements is 
descriptive and consequently barred from trademark protection. 
Under this test, the following marks were held to be entitled to pro- 
tection without any showing of secondary meaning: 


cALMocor for medicinal preparations; the fact that the word 
consists of two parts derived from different languages (“calmo” — 
“T calm down” (Italian) ; “cor” = “the heart” (Latin)) does not 
bar registration, since this word is doubtless a neologism reveal- 
ing the purpose of the goods so marked only after some reflection. 
Words containing an existing, though by no means obvious, in- 
dication of purpose or quality are said to be especially appro- 
priate as trademarks. This is particularly true for the chemical 
and pharmaceutical fields, where the continuously broadening 
scope might be even beyond the grasp of the expert were it not 
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for such practical hints and indications (BA. 6/7/1956, PBI. 1956, 
p. 157). 


METALLUM-MAKROWATT for primary batteries, dry cells, dry 
batteries, and anode batteries. The fact that the elements of the 
mark METALLUM (Latin) and makro (Greek) are derived from 
dead languages, and consequently are not a part of the vocabulary 
of the general public is held to be controlling (BA. 8/21/1956, PBI. 
1956, p. 193). 


STABILOR for crude and refined metal, both precious and non- 
precious, as well as for their alloys, for goods made out of precious 
metals and their alloys, on the ground that it is the very combina- 
tion of two words derived from two different languages that 
often gives a mark its characteristic feature (BA. 7/17/1956, 
PBI. 1956, p. 160). 


WHIRLPOOL for electric dishwashers and household washing ap- 
pliances, in particular for washing machines and laundry dryers. 
The opinion points out that this English term is not very common 
and is known only to a very limited group of customers in Austria. 
Furthermore, it goes on to state that the word contains but a 
vague indication of some kind of a rotary agitation of the machine 
without giving any accurate information about its working method 
(BA. 9/18/1956, PBI. 1956, p. 195). 


The following marks were regarded as confusingly similar: 


ACIDOL and acipocen (PGH. 1/27/1955, OBI. 1955, p. 29, PBI. 
1955, p. 84). The Patent Court held that the first part of the 
marks, “acid,” being descriptive of the quality of the merchandise 
(sour, containing acetic acid) would of itself not be registrable; 
nor would the endings “-ol” and “-ogen,” since they are very com- 
mon in the pharmaceutical industry and lack a distinctive char- 
acter. Therefore, a customer might recall only the fact that one 
of the usual endings was used without being able to remember 
which one it was. In other words, it may easily happen that a 
customer who intends to buy the preparation AcipoL, but who has 
forgotten its name, is misled by the pharmacist’s question as to 
whether he means acmpocen and buys that preparation. 


The reasoning of this decision gives rise to doubt. The only 
mutual feature of both marks is the combination of the word 
“acid,” which is not registrable, with one of the usual common 
pharmaceutical endings. The reasoning of the Patent Court leads 


Vol. 47 T.M.R. RECENT AUSTRIAN DECISIONS 559 


to the absurd result of granting broader protection to a weak 
trademark than to one which is strongly distinctive. 


CITOCOL, TIPO, and TIpocoL (NA. 3/6/1956, PBI. 1956, p. 190; 
NA. 3/6/1956, PBl. 1956, p. 191). The latter opinion involves a 
ease in which the defendant’s mark contains the plaintiff’s mark 
in its entirety. It holds that these marks are confusingly similar, 
unless the additional elements of defendant’s mark contribute 
decisively to the impression created by the entire mark. 


ELECTROLA and ELEcTONA (NA. 8/25/1955, PBI. 1956, p. 57). 


GLYKOLANAT and cyToLANnaT (NA. 12/15/1955, PBI. 1955, p. 153). 
Following the already existing practice (PGH. 1/27/1955, PBI. 
1955, p. 84; NA. 1/28/1937, PBI. 1938, p. 44), the opinion deems 
as immaterial the fact that the law prohibits the sale of such 
preparations without prescriptions because these regulations may 
change and, as practical experience shows, are not always observed. 
Moreover, the trademark is not deposited only for one particular 
preparation, but for pharmaceutical preparations generally, so 
that nothing would prevent the firm from using the mark for 
other preparations which are not subject to such regulations. 


MAIZENA and maisin. The defendant’s argument that proper 
pronunciation of the plaintiff’s mark would bar confusion did not 
meet with the approval of the Cancellation Division (1/23/1956, 
PBI. 1956, p. 202). According to its view, the actual pronunciation 
of the mark in Austria is controlling, even if it is incorrect. 


NITACON, NIDATON and wnirason (NA. 5/4/1955, PBI. 1955, p. 
135). 


PERLON and PELLON (NA. 3/26/1956, PBI. 1956, p. 175). 
The following marks were found to be not confusingly similar : 


Esso and synTHESO (PHG. 1/13/1955, OBI. 1955, p. 52; PBI. 
1955, p. 82). 


The notorious word and picture mark HIS MASTER’s VOICE and 
the word mark master (NA. 2/7/1956, PBI. 1956, p. 198). 

According to Austrian law, the protection of a mark extends 
only to those goods for which the mark was deposited and to goods 
of substantially the same descriptive properties. 

In order to determine whether or not goods have the same 
descriptive properties, the test applied is whether the customers 
are led to believe such goods to emanate from one particular enter- 
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prise if they are marked with identical or confusingly similar 
trademarks. No clear-cut rules exist for the application of this 
test. Everything depends on the facts of the individual case 
(PGH. 7/7/1952, PBI. 1955, p. 20). For the purposes of the trade- 
mark law, goods have the same descriptive properties if they are 
regarded as belonging together because of their probable produc- 
tion and distribution by one enterprise, as well as identical or 
similar use (NA. 12/14/1954, PBI. 1955, p. 72). 

In its decision dated 11/16/1955 (OBI. 1956, p. 14), the high- 
est Austrian court applied the following test to determine if goods 
have the same descriptive properties: Where the goods are of- 
fered for sale in stores of substantially the same kind and are, 
therefore, purchased by essentially the same groups of customers, 
or where the goods at least are so closely related with regard to 
origin, use, place of production or distribution, that the average 
customer may assume that the goods emanate from one manufac- 
turer or dealer. This test is said to have no application if the 
customers are experts having detailed technical information about 
the differences in origin and use of the goods. 

The following goods were considered to have the same or 
similar descriptive properties : 


steel and steel alloys; and aluminum alloys and other non- 
ferrous metals (NA. 2/18/1955, PBI. 1955, p. 102) ; 

stationery, glues and starches; and toilet paper (OGH. 
11/16/1955, OBI. 1956, p. 15) ; 

hosiery and knit goods; and knit products made of wool 
with a mixture of mirLon (NA. 9/20/1955, PBI. 1956, p. 187) ; 

insecticides and fungicides; and pharmaceutical products 
(NA. 4/6/1956, PBI. 1956, p. 191). 


The following goods were considered not to have the same or 
similar descriptwe properties: 


adhesive sealing tape and papers for technical purposes; 
and printed papers, boxes, blotters and stationery used ex- 
clusivelvy for writing and drawing purposes (NA. 12/14/1954, 
PBI. 1955, p. 72); 


DARMOL, a pill used as a laxative which is distributed only 
by pharmacies; and UNDERBERG liqueur, a bitters occasionally 
described as a “household medicine” (OGH. 11/23/1955, OBI. 
1956, p. 17; criticized by Dr. Hunna in his accompanying 
comments). 


Vol. 47 T. M.R. RECENT AUSTRIAN DECISIONS 561 


In this opinion the OGH. also deals with the protection of 
“notorious marks,” holding that the use of a trademark belonging 
to somebody else in a different branch of industry is generally 
permitted, provided that there is no danger of confusion. How- 
ever, under certain circumstances, like ridicule or disparagement 
of the notorious mark, the courts will find the use of the mark to be 
contra bonos mores. Apart from this qualification, no one, for 
example, is prevented from marking the stockings he produces 
with the notorious trademark owned by a car manufacturer. The 
reason for this is the lack of general protection of these marks 
beyond the scope of the Paris Convention and the fact that there 
is no protection, unless likelihood of confusion exists. This part 
of the opinion is also rejected by Hunna, and rightly so. 

In Austria, the right to the exclusive use of a trademark 
depends on its registration ($19, Subs. 2, MSchG.). However, 
cancellation of the registered mark may be obtained if plain- 
tiff can establish prior use of an unregistered mark identical 
with or similar to the registered one for the same goods or goods 
having the same descriptive properties and must show secondary 
meaning in the market at the time the defendant’s mark was reg- 
istered (4 22a, MSchG.). The Austrian statute contains no provi- 
sion determining a businessman’s rights if all he can prove is prior 
use without establishing secondary meaning. Contrary to the 
practice of the German courts, the OGH. in two decisions (10/6/ 
1954, OBI. 1955, p. 10; PBI. 1955, p. 74; 2/8/56, OBI. 1956, p. 30) 
recognizes the right of prior use as against a registered mark. The 
registered mark is afforded no protection against somebody who 
has been using an identical or a similar mark prior to the regis- 
tration. 


Trade Names 


The owner of a garage which is not an authorized “Steyr- 
Fiat” service station advertised in daily newspapers. The text 
of his advertisements contained the following language: “Cash 
paid for the following new Steyr-Fiat spare parts presently not 
in stock at Steyr-Fiat, Vienna III, Rennweg: ... We hire Fiat 
expert mechanics at highest wages.” The OGH (8/3/1955, OBI. 
1955, p. 53) regards the first part of this advertisement as im- 
proper use of the word “Steyr-Fiat,” despite the fact that this 
term is predominantly used as a trade name for the respective 
ears and does not signify to the average reader the enterprise 
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producing and distributing these cars. The opinion points out 
that in the case under consideration the words “Steyr-Fiat” were 
not used in the usual manner. They were employed in such a way 
and context that the unwary reader might easily gather that the 
advertiser belongs to the group of the Steyr-Fiat enterprises or 
that he runs a garage authorized by them. The defendant is said 
to use the trade name of another not only in order to designate 
correctly the spare parts he wants but also for advertising pur- 
poses in an unlawful manner. 

The sentence “We hire Fiat expert mechanics at highest 
wages,” however, is not deemed to be in violation of the law, 
because every mechanic, whether he be employer or employee, 
should be at liberty to specialize in the repair of certain cars and 
to indicate his particular skill publicly. This may not create in the 
public the idea of an authorized mechanic, since someone who is 
authorized would certainly stress this fact expressly. 

In its decision dated 6/23/1954 (OBI. 1955, p. 9), the OGH. 
states that X. Schroth (whose great-granduncle had, in 1829, 
created the treatment which later became known under the name 
SOHROTH cure), proprietor of a scHroTH health resort, cannot 
enjoin a hotel from indicating that its guests would be able to 
avail themselves of the LINDEWIESENER SCHROTH-KUR, 





























Unfair Competition 


The Austrian law against unfair competition (UWG) con- 
tains a general clause (§ 1) which states the following: “He who 
commits such acts for the purpose of competition, that are contra 
bonos mores, can be held liable for damages and subjected to an 
injunction.” (Compare Art. 10% 2 Paris Convention.) Other 
provisions of the statute prohibit certain acts of unfair competi- 
tion, and establish criminal liability where that is feasible. Ex- 
amples of such acts are: false advertising, disparagement of a 
competitor (compare Art. 10° 3(2) Paris Convention), or the 
violation of trade secrets. The following examples are selected out 
of an abundance of decisions handed down in the last two years. 















A. The General Clause. 


The courts found a violation of 41 UWG. in the following 
cases: 

The plaintiff, a merchant in a small town of 3,000 inhabitants, 
was owner of the house in which both parties maintained their 
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shops. The plaintiff had given the defendant, a tailor, notice to 
leave on the ground that he needed the premises himself, but 
placing another shop at the disposal of the defendant. Since the 
defendant did not leave the premises voluntarily, he had to be 
evicted by court action. A locksmith had to be called in the process 
because the defendant had locked the shop with a chain and a 
lock. Thereupon the defendant caused 1,200 circulars to be dis- 
tributed through the mail. These circulars contained the following 
language: “On the 12th of August, 1954, I was evicted by use 
of force upon the initiative of V.D.” The defendant also put up 
posters with a similar text in several restaurants, as well as in 
his new shop for a period of four weeks. Despite the fact that 
the allegations were, strictly speaking, not false, the court finds 
them to be objectionable because of defendant’s motive, which 
was to disparage the plaintiff (OGH. 5/2/1956, OBI. 1956, p. 40). 

There are eight bookmakers in Vienna; two of them were 
eo-plaintiffs and six co-defendants in a lawsuit (OGH. 5/9/1956, 
OBI. 1956, p. 56). For three years the parties had jointly caused 
an advertisement to be inserted in the magazine “Sport,” which 
has a wide circulation among horseracing fans. This advertise- 
ment listed the names of all eight bookmakers under the head- 
ing “Viennese bookmakers.” On July 29, 1955, an advertisement 
was published for the first time which resembled the previous 
ones in its typographical makeup; it only differed from them in 
that plaintiffs’ names were omitted and that it contained the 
subtitle “Organized in the Association of the Officially Licensed 
Bookmakers in Austria.” The decision holds the subtitle to be 
in violation of §1 UWG., although this statement is correct, since 
the plaintiffs do not belong to this association, but the casual 
reader would get the impression that the advertisement contained 
a complete list of all Viennese bookmakers and that the plaintiffs 
had gone out of business. 

The defendant distributed circular letters saying that it had 
employed as manager E. K. “previously employed by firm X.” The 
letters further stated: “We, therefore, ask you to continue your 
confidence in our new staff member and thereby extend it to our 
firm.” This was held to be contra bonos mores, since it represents 
a blunt invitation addressed to the customers of the firm X 
to change to defendant’s firm.” (OLG. Vienna 3/10/1955, OBI. 
1955, p. 42). 
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The defendant, a newspaper publisher, obtained access to the 
customers of a competitor by addressing circulars to those adver- 
tising with a box number in plaintiff’s paper, inviting them to place 
advertisements in his own paper. (OLG. Vienna 1/28/1955, OBI. 
1955, p. 6). 

A newspaper announced that there would be “good-luck mes- 
sengers” in Vienna the following Saturday who would distribute 50 
shilling bills to those readers carrying the newspaper in such a 
manner that at least part of the headline would be visible (OGH. 
2/16/1955, OBI. 1955, p. 30). This was held to be contra bonos 
mores because it would induce at least a certain number of people 
to buy the newspaper solely on account of the possibility of making 
50 shillings. 

Generally speaking, discriminating measures against custom- 
ers are not prohibited by the Austrian law. In special cases, how- 
ever, like the following, it may be found to be contra bonos mores: 


Pursuant to a special statute regulating the distribution of 
milk in Austria, defendant, a wholesale dealer, had been assigned a 
certain district. Although the plaintiff is duly licensed for the 
resale of milk, and although his grocery store is equipped with all 
the installations necessary under the sanitary regulations, the 
defendant refuses to supply the plaintiff with unbottled milk. 
The defendant bases its refusal on a decree issued by the Federal 
Department of Agriculture and Forestry which takes the view 
that a wholesaler is under no obligation to supply those retailers 
who are not included in the “dairy lists.” The plaintiff had been 
denied registration in this list on the ground that the population 
living in plaintiff’s neighborhood was already sufficiently supplied 
with milk. 

With regard to these circumstances, both lower courts had dis- 
missed plaintiff’s action, which prayed for a decree ordering de- 
fendant to supply plaintiff regularly with unbottled milk accord- 
ing to plaintiff’s orders and subject to the usual conditions imposed 
by the law or the customs of the trade. The OGH reversed both 
judgments holding the owner of a statutory monopoly of distribu- 
tion to be under an obligation to supply all retailers equally, unless 
special circumstances justify the favoring of individual retailers. 
Any conduct violating the principles of equality is said to be objec- 
tionable. (2/29/1956, OBI. 1956, p. 41). 

On the other hand, an attempt to obtain an injunction against 
the Austrian state failed in the following case: In the course of 
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a campaign sponsored by the Austrian Department of Agriculture 
for the elimination of tuberculosis of cattle, the owners of clin- 
ically healthy cattle, but which reacted positively to the tubercu- 
lin test, are paid a certain subsidy by the state provided that they 
deliver these animals either to the so-called “Livestock Associa- 
tion” or to one of the three cattle dealers authorized in each state. 

The plaintiffs, all cattle dealers, claim that this practice con- 
stitutes an unlawful encroachment upon free competition, since 
it favors the dealers authorized by the Department over the others. 
In its opinion, dated April 25, 1956 (OBI. 1956, p. 63), the OGH 
disagrees with this reasoning. It points out that the Department 
does not take these measures in order to improve conditions of 
the favored dealers, but that they are taken for medical reasons 
in the interest of the public. Therefore, it cannot be said that the 
Republic has abused her power in order to infringe upon freedom 
of competition, even if the dealers who happen to be favored actu- 
ally obtain an advantage over the others. 

As part of a big advertising campaign for the introduction of 
a new soap powder omo, the defendant among other things had 
sent one million circular letters to Austrian householders, each 
of which included a coupon for a regular package of omo (5.5 oz.) 
redeemable at any retailer. 

The retail price for a regular package of omo, 5.5 oz., which 
is sufficient for washing six pounds of laundry, is 3.50 shillings. 
The OGH. (8/1/1956, OB]. 1956, p. 54) holds this to be no viola- 
tion of Section 1 UWG.; one regular package of omo is to be re- 
garded as a sample only, because it does not substantially satisfy 
the requirements of a customer and does not cause an over-supply 
on the market (which is what would happen if, e.g., the manufac- 
turer of pressure-cookers would gratuitously dispose of a large 
amount of his product). 

Several decisions deal with slavish imitation. In the decision 
dated January 19, 1955 (OBI. 1955, p. 43), the OGH holds that, 
generally speaking, items which enjoy neither patent nor design 
patent nor copyright protection can be imitated with impunity, 
even if this is done continuously and intentionally. In the absence 
of special concomitant circumstances, this is not contra bonos 
mores. 

The imitation of certain fashionable articles produced in 
cheaper quality lessen the value of those articles and is, therefore, 
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deemed to be contra bonos mores (OGH. 12/29/1954, OBI. 1955, 
p. 5; 3/2/1955, OBI. 1955, p. 5). 

The violation of §1 UWG. can also be seen in the intention of 
the defendant to cause confusion or in the manner in which he 
obtained possession of the article which he imitated (OGH. 
11/24/1954, OBI. 1955, p. 15). 

According to the recent practice of the OBH. (7/14/1954, OBI. 
1954, p. 43; 4/7/1954, OBI. 1954, p. 29; PBl. 1954, p. 147; 
3/21/1951, PBI. 1951, p. 70), critical systematic comparison’ is 
generally permitted, unless it points out the inferiority of the prod- 
ucts emanating from a firm which is either referred to by name or 
otherwise clearly identified. 

According to the well-established practice of the OGH per- 
taining to comparative advertisements, the principle of fair com- 
petition does not prohibit a competitor from comparing his own 
articles with others of a like nature on the market by pointing out 
the particular advantages of his own goods (e.g.: 4/28/1954, OBI. 
1954, p. 43), unless he disparages and describes as inferior the 
goods of others rather than emphasizes the advantages of the goods 
advertised (7/14/1954, OBI. 1954, p. 65; 3/21/1951, SZ. XXIV 79; 
PBI. 1951, p. 70). On this ground, the OGH., confirming the de- 
cisions of the two lower courts (4/18/1956, OBI. 1956, p. 54), 
granted an injunction in the following case without admitting the 
defendant to prove the truthfulness of his contentions: At the 
Viennese industrial fair, a prospective customer had told an em- 
ployee of the defendant that he owned a mimeograph machine 
manufactured by firm X. Thereupon the employee had shown said 
customer such a mimeograph machine, the container of which had 
been opened on the crank side, and had made derogatory remarks 
about it. The employee had said that the machine contained all 
kinds of unnecessary levers, was made of tin, had no ball bearings, 
that the mechanism was much too complicated, and that for all 
these reasons it could not last very long. 

On the other hand, the OLG. Vienna (4/26/1954, OBI. 1956, p. 
39) stated that it was admissible advertising to distribute a 
scientific treatise about a medical preparation which truthfully 
reported this preparation to be less expensive than a particular 
foreign product, which was mentioned by name. 


2. Comparison of the working methods of goods without elaboration on their 
respective qualities. 
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It was not quite compatible with this principle when another 
decision of the OLG. Vienna (10/7/1955, GBI. 1955, p. 65), en- 
joined the further use of the sentence GLANZHAERTER AS A FLOOR 
WAX IS FAR SUPERIOR TO THE SILICON OILS, printed on the packages, 
without regard to its truthfulness. 


B. False Advertising 


According to §2 UWG., false advertising which tends to 
create the impression of a particularly advantageous offer is pro- 
hibited. 

In the following cases an infringement of § 2 UWG. was found: 


“Leather pants from 40 shillings up,” on the ground that only 
leather pants for children were available at that price. An ad- 
vertisement is held to be false even if it tends to mislead only a 
minority of the prospective customers, as long as it is not an alto- 
gether insignificant minority (OGH. 10/26/1955, OBI. 1955, p. 1). 

“Original manufacturer’s price,” on the ground that in this 
particular case the manufacturer in calculating his price had not 
only taken into consideration those costs usually considered by 
manufacturers (costs of materials, wages, and other overhead 
expenses), but also the costs of his own warehouse. The fact that 
he did not charge middleman’s profits was held to be irrelevant. 

The defendant called himself “Volkswagen-Service” and 
“Volkswagen Garage” and used the advertisement “Your Volks- 
wagen Repair Service—Greasing by factory-approved expert Me- 
chanics,” although he was not authorized by the Volkswagenwerk 
(OGH. 9/21/1955, OBI. 1955, p. 65). The advertisement “Spare 
Parts for Volkswagen,” however, was held to be permitted. 

According to the decision of the OLG. Vienna dated January 
20, 1956 (OBI. 1956, p. 31), the only enterprise entitled to call 
itself “Car Exchange” is one having a large turnover and is, there- 
fore, in a position to offer its customers a great variety of cars 
as well as particularly good terms. The advertisement “Unique 
Prices,” however, is said to be an exaggeration incapable of creat- 
ing the impression of a particularly advantageous offer. 


Conflicts of Laws 


The Austrian State Treaty dated May 15, 1955, emphasizes 
in Article 22, which deals with the fate of the German assets in 
Austria, that, according to the Protocol of the Berlin Conference 
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of August 2, 1945, the four allied powers have the right to dispose 
of all former German assets in Austria. Pursuant to §6 and § 11 
of this Article, the allies transfer to Austria “all property, rights 
and interests held or claimed by or on behalf of any of them in 
Austria as former German assets or war booty.” 

The question whether this includes also the trademark rights 
of German enterprises with respect to those marks registered 
prior to August 3, 1945, is answered in the affirmative by a plenary 
decree of the OGH. dated June 25, 1956 (JBI. 1956, p. 555; OJZ. 
1956, p. 648), which relies mainly on Article 10 of Law No. 5 of 
the Control Council for Germany, promulgated for the imple- 
mentation of Article 3, sub-section 18, of the Potsdam Protocol. 
This articie expressly states that trademark rights form part of 
the German assets abroad which were vested in the Commission. 
On the basis of a thorough study of comparative law, the OGH 
concluded that the right acquired by the registration of a trade- 
mark in a foreign country is an independent one which is not 
ancillary to the trademark right existing domestically, and that 
the situs of such foreign trademark is the country of registration 
(principle of territoriality). 

Section 9, §1, MSchG., states that “the trademark right 
belongs to the enterprise owning the mark, that it ceases with 
the same, and that a transfer of the enterprise results in a transfer 
of the mark.” The application of this principle to marks which 
are registered for an enterprise located in Germany, so the OGH 
states, would have the consequence that these marks become ex- 
tinct in Austria and that anybody could have them registered. 
That would mean a rush for the German marks, which would 
hardly serve the public interest. This theory would also neces- 
sarily imply the loss of license rights granted to Austrians, a re- 
sult which would undoubtedly be contrary to the intention of the 
State Treaty, which certainly does not mean to destroy the Aus- 
trian rights. The OGH solves this dilemma by regarding Article 
22 of the State Treaty as a special provision superseding the pro- 
vision of $9, MSchG., with regard to all the factual situations 
covered in Article 22. Therefore, the “German” marks are deemed 
to have been transferred to the Austrian Republic, regardless 
as to whether they were deposited in Austria or became valid by 
virtue of international registration under the Madrid Convention. 
This is held to be applicable not only where these marks were 
registered for an Austrian subsidiary company of a German 
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enterprise, but also where they were registered either for the 
German company directly or for its Austrian branch. The do- 
mestie branch of a foreign enterprise, the courts point out, is not 
an independent juridical person but constitutes a legal entity to- 
gether with the foreign parent company. In case the domestic 
branch is sold, the domestically registered mark will have to be 
transferred to both enterprises, provided that it has been used for 
both the parent company and the branch, without regard as to 
whether the mark was registered for the parent company or for 
the branch. Therefore, the Austrian Republic, according to the 
court, has the right to transfer those marks “as such” to third 
persons or to grant licenses. However, in every single case it 
will have to be investigated whether or not this transfer might 
involve the possibility of unfair competition. The court further 
states that this danger does not usually exist, where only defen- 
sive marks are involved. The court feels that it would be admis- 
sible to grant a license to the former representative of a German 
firm for Austria. License rights derived from German marks are 
not affected, unless they are being transferred to Austria as 
German property rights, and the Austrian Republic is entitled 
to the royalty. 

~ Non-registered marks are also said to have been transferred 
to the Austrian Republic. However, they are being canceled if 
they are no longer used for a subsidiary company which has been 
simultaneously transferred to the Austrian Republic, (e.g., a dis- 
tributing company), since they have lost their trademark signifi- 
cance. The former owners, however, are unable to enjoin the con- 
tinued use of these marks by third persons, since, by virtue of 


u the State Treaty, they have lost the right to the exclusive use of 
: the trademark. 

j In concluding, the OGH stresses that through this opinion, 
‘ which is contrary to the previous practice of the lower courts’ 


no precedent shall be set for the adjudication of individual cases. 

Apart from the fact that the legal conclusions of the opinion 
give rise to doubt, it must be assumed that it will not attain great 
practical importance in view of the presently pending German- 
Austrian negotiations concerning the fate of the German trade- 
marks in Austria. The basic tendency of these negotiations is 
that the trademarks of German companies shall remain theirs. 





« 
* 


3. Cf. Sommerich, Austria: German Trademarks and the 1883 Paris Convention, 
46 TMR 1333 (1956), which includes a discussion of the eau de Cologne “4711” decision. 
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The decision dated February 2, 1955 (OBI. 1955, p. 28), in- 
volved an action for a declaratory judgment between a French 
firm and a nationalized Czech enterprise, neither of which has a 
branch in Austria, concerning the trademark KoH-1-Noor. The 
OGH held that the domestic courts have jurisdiction over actions 
which relate to either domestic marks or domestically valid inter- 
national marks. 

The owner of the mark nescaré protected in Austria is able 
by virtue of his trademark rights to enjoin in Austria the dis- 
tribution of goods which have been marked with the same trade- 
mark abroad by one of its affiliated companies, even if the use 
occurred with the consent of the foreign trademark owner, as 
long as the owner of the Austrian mark did not expressly consent 
to the import into Austria. The fact that the defendant-importer 
may have had no knowledge of plaintiff’s trademark rights, or 
that he thought the consent of the plaintiff to the use of the trade- 
mark nescaFré by the foreign firm would entitle him to sell the. 
imported goods, is immaterial and will not bar the issuance of an 
injunction (OLG. Vienna 7/29/1955, OBI. 1955, p. 67). (This case 
is very similar to the Lux case decided by the Swiss federal court 
dated February 12, 1952 (GRUR. Ausl. 1953, p. 42). 

According to § 40 of the UWG., citizens of foreign countries 
who do not have a main branch in Austria can, in the absence of 
international treaties, bring actions under the UWG. only where 
reciprocity exists between the two countries. 

The OLG in Vienna, in its decision dated January 13, 1956 
(OBI. p. 7), holds that no such reciprocity exists with the German 
Democratic Republic on the ground that this State is not a 
member of the Paris Convention and does not give it practical 
application in its territory.* In its reasoning the decision points 
to § 72 of the Patent Law of 1950 in connection with Article 24, 
subsection 4, of the Constitution of the German Democratic Re- 
public, according to which foreign business organizations and com- 
panies are not entitled to any patent protection. The OLG feels 
that these provisions are contrary to the basic principles of the 
Paris Convention and show that this treaty is not recognized. 

In the decision dated February 29, 1956 (OBI. 1956, p. 54), 
the OGH. declares that there is no reason to limit the effect of a 


4. Shortly after this decision was handed down, a memorandum was issued by the 
Council of Ministers of the German Democratic Republic taking the view that the 
promulgation of the Trademark Statute 1954 and of the Patent Statute 1950 makes 
the Paris Convention and the Madrid Arrangement applicable again. 
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decree enjoining unfair trade practices to Austria. There are 
said to be no territorial limitations to the fight against unfair 
competition. However, such injunctions should not prohibit some- 
thing done abroad which is legal according to the laws controlling 
in Austria. 
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Gewerblicher Rechtsschutz und Urheberrecht, International Section 
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TRADE MARKS AND THE COMMON MARKET 


By C. G. Immink 










During the sixteenth Congress of the International Chamber of Commerce which 
took place in Naples from May 6-10 and which was attended by a large group of 
deiegates from the United States, the common market plan of the Benelux countries 
was discussed extensively. 

It seems, therefore, especially appropriate to reprint at this time Mr. Immink’s 
paper which he read before The Institute of Trade Mark Agents on March 20, 1957 
in London. 

The Editorial Board gratefully acknowledges the reprint permission granted by the 
author and the Institute.—ED. 










Introduction 










The chances of a European Common Market actually coming 
into being now seems better than at any time previously though 
there is, of course, the failure of the European Defence Commu- 
nity some years ago as a warning that one should not be too con- 
fident before the treaty has actually been ratified by the Parlia- 
ments of the constituent members, i.e. of “Little Europe”: France, 
Germany, Italy, Belgium, Luxemburg and Holland. The favour- 
able development of the Common Market project is due in no small 
measure to the present policy of the British Government which 
has declared its willingness to enter into close cooperation with 
the common market. For this purpose, it is intended to set up a 
free trade area which would link the common market of the six 
countries with the United Kingdom, whilst probably some or all 
of the Scandinavian countries, and others such as Switzerland and 
Austria, would also join in. 

Now, whichever form these various projects may ultimately 
take, they all aim at an increase of the volume of trade within 
Western Europe through the gradual abolition of tariffs and 
other Existing obstacles. The more this aim is realised, the more 
will it be found that in one unified market uniform and generally 
applicable rules and practices must be adopted, and that national 
concepts will have to be merged into international ones. 

This has certainly been found to be the case in Benelux, i.e. 
the combination of Belgium, the Netherlands and Luxemburg. 
The course of developments in Benelux merits some studying 
because the problems which have there been tackled are the same 
ones that will come up during the development of the European 
common market and free trade area, and some of the solutions 
found may hold valuable lessons for this wider field. Before en- 
tering into a discussion of the Benelux uniform trade mark law, 
I should, perhaps, just briefly explain that in 1944, when the 
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Governments of Belgium and Holland, then in exile in London, 
conceived the idea of the economic integration of their countries, 
they formally recorded their decision to enter into a customs 
union, subsequently to be followed by full economic union. Al- 
though this project might not seem to be of any great moment, 
yet in world trade the combined Benelux countries take third 
place, coming immediately after the U.S.A. and U.K. 

After the war, the complicated work towards the goal of 
economic integration was started. A common tariff was worked 
out, whilst tariffs and quotas on internal traffic between the mem- 
ber countries were largely abolished. Likewise in the field of 
foreign exchange, barriers have gradually been removed. This 
work of adaptation and integration is still going on in many 
sectors of the economy. 

As the process of integration advanced, it was found that 
economic union was not enough, and that certain sectors of the 
law should be adapted to the new situation; one of these was the 
field of trade mark law. 

The Benelux draft is the result of the labours of a Committee 
set up by the A.I.P.P.1. in 1948 comprising representatives of the 
three Benelux countries. The draft was published at the end of 
1953, and submitted to the Governments concerned in April 1954. 
It is at present in the stage of being considered by the Govern- 
ments in consultation and it has therefore not received its final 
form. In view of the very thorough work of the Committee and 
the fact that interested parties have had ample opportunities for 
comment and criticism before the present draft was prepared, 
one may assume that the basic principles as worked out in the 
draft will not be modified. 


Broad System of the Draft Benelux Trade Mark Law 


When embarking on a brief consideration of the most im- 
portant provisions of the uniform law, it is perhaps best to look 
first at the provisions at the end, which deal with the transition 
from the present three national systems, to the unified Benelux 
system. 

The problem here is that trade marks at present existing in 
any one of the member countries cannot automatically be ex- 
tended to cover the territory of the other two as well; neither 
can existing trade mark rights be brushed aside for the sake of 
setting up a new and virgin Benelux register. 
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The system adopted by the uniform law is as follows: During 
a transition period of 3 years from the entry into force of the 
uniform law, all existing trade marks which it is desired to main- 
tain will have to be re-registered in special national registers. 
The trade marks so registered will continue to be subject to the 
provisions of their respective national trade mark laws, and they 
will continue to enjoy their original priorities. New trade marks, 
which it is desired to register during the 3 years’ transition 
period, will likewise have to be registered in the special national 
registers. If protection is desired for the whole Benelux territory, 
registrations will thus have to be taken out in all three national 
registers. 

At the end of the initial period the special national registers 
will be closed and a Benelux Register will be opened for new 
registrations which henceforth will cover the whole of the com- 
bined territory. Any trade mark which has been registered in all 
three territories in the special registers by the same owner will be 
capable of being registered in the Benelux Register and the regis- 
trations in the national registers can then be allowed to lapse. 
Such Benelux registrations based on prior registration in all 3 
countries will in each country retain their original priority rights. 
It is likely that in this way the national registers will lose a good 
deal of their importance: most trade marks of any significance 
have probably been registered in all three countries and will be 
transferred to the Benelux Register—a survey has shown that 
there are few trade marks which belong to different owners in 
the three countries concerned. Nevertheless, the national registers 
will continue in being and will continue to accept renewals of 
existing trade marks, but not new registrations. It is hoped that 
the requirement of registration during the transition period—al- 
though gratuitous in the case of renewals—will result in many 
dead marks which are now cluttering up the registers, dropping 
out, with the result that the registers would more accurately re- 
flect the actual situation on the market. 

What happens to trade marks not registered in the special 
registers? They will henceforth be subject to the provisions of 
the Benelux uniform law. In so far as they are not used, they will 
come under the provision that non-use over a period of five con- 
secutive years extinguishes the mark. In so far as they continue 
to be used they only enjoy the relatively weak position of non- 
registered trade marks. 
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Some Important Provisions, Art. 3 





So much for the period of transition. I would now like to 
refer to some of the basic provisions of the uniform law, namely 
article 3, dealing with the acquisition of the right to a trade mark, 
and article 8 dealing with the problem of prior search. Both are 
interesting in showing how a system has been found that is ac- 
ceptable to two opposing schools of trade mark law, a system 
moreover which, far from showing the weakness often inherent 
in a compromise may well be regarded as an advance on both of 
them. 

Concerning the creation of the right to a trade mark, two 
broad systems may be distinguished: 













1. the right to a trade mark is based on registration, or 





2. the right is based on actual use. 






Luxemburg was an adherent of the registration school. In Holland, 
first user was the criterion, with the proviso, however, that regis- 
tration created a presumption of first user. Belgium again held 
an intermediate position. Neither system is ideal. If registration 
is the sole criterion, then the possibility of mala fide registrations 
—by an agent stealing a march on his principal, by a producer 
who appropriates a mark that is beginning to become known 
abroad—is wide open. On the other hand, if first user is the sole 
criterion, then many trade marks may never be registered at all 
and the register will only give an incomplete picture, to the great 
inconvenience of the manufacturer or merchant who attempts to 
find and register a new trade mark. 






















4 The Benelux Committee, in view of these considerations, has 
; devised the following system: the exclusive right to a trade mark 
* is acquired by registration, with the important proviso that such 
4 registration be made bona fide. In order to define more clearly 
what the latter requirement is to mean in this context, a non- 
‘a exhaustive list is given of registrations which shall not be regarded 
; as having been made bona fide; thus a registration made despite 
' the knowledge (or inexcusable ignorance) of a prior use made 
b 3 within Benelux of the same or a similar trade mark by a third 
: person is in relation to similar goods considered to have been 





made mala fide. The result is that actual user without registra- 
tion continues to be relevant, but only to a limited extent, viz. to 
the extent that it is generally known in Benelux; the trade mark 
applicant will have to make reasonable enquiries, both into the 
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register and into the factual situation in the market, before pro- 
ceeding with a registration. 

Another situation which comes within the meaning of mala 
fide applications is the registration of a trade mark by a third 
party within 3 years after its non-renewal. Here the purpose is 
to prevent a competitor capturing the goodwill still attaching to 
a trade mark which has been abandoned by the original owner. 
The latter, of course, is entitled at any time during the 3-year 
period to revive his trade mark by taking out a fresh registration. 

Finally, any registration which would contravene article 6 
bis of the Paris Convention, i.e. which would conflict with a ‘“‘well- 
known” trade mark established abroad, is branded as mala fide. 

The system proposed by the uniform law as regards the ac- 
quisition of trade mark rights may, therefore, be summarised as 
follows: 

In principle, priority of registration is decisive. Priority of 
actual user is limited in its effect—only in as far as it is a user 
generally known throughout Benelux will it prevent bona fide 
registration by third parties. 


Reliability of Benelux Register 


One consequence of the system—and one at which the authors 
of the law have deliberately aimed—is that the Benelux Register 
will give a more reliable and comprehensive picture of all existing 
trade marks than would have been the case if more importance 
had been attached to the fact of first user, independent of regis- 
tration. 

We have already seen this same object operating in relation 
to the transition period. There are some other provisions all re- 
inforeing the same aim: reliability and exhaustiveness of the Bene- 
lux register; thus no action or defence can be based on the right 
to a trade mark unless such trade mark has been duly registered 
(clause 5). For the same reason, periods of registration are short, 
viz. 10 or 5 years, at the choice of the applicant—an appreciable 
shortening compared with the present period of 20 years in Hol- 
land. The intention is again to clear the register of a number of 
trade marks which often have only a brief active life. 


Article 8 


Seeing the efforts made to get a really representative register, 
the next question is: What use is going to be made of this regis- 
ter, and particularly, what of prior search? Here again, Dutch 
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and Belgian trade mark law are exact opposites; in Holland prior 
search and authority for the registrar to refuse registration, sub- 
ject to recourse to the Courts. In Belgium, no prior search. It 
is, perhaps not too far-fetched to see in the different systems a 
reflection of certain differences in national characteristics. Hol- 
land, largely law-abiding and willing to submit to administrative 
decisions, Belgium less trustful of authority and—with reluctance 
—submitting only to judgments of its Courts. Anyway, in the 
result the system of prior search has been adopted but, on the 
other hand, the part of the registrar has become a purely passive 
one. He has no power to refuse an application as long as the requi- 
site formalities have been duly performed. If an applicant, despite 
the fact that prior search has revealed the existence on the register 
of conflicting trade marks elects nevertheless to proceed with his 
application, the registrar is bound to register the trade mark and 
it is left to the interested parties to sort out their differences in 
Court. Inasmuch as a refusal to register by the Registrar in Hol- 
land could always be challenged in the Courts, the modification is 
a comparatively minor one on the Dutch side but the introduction 
of prior search is from the Belgian and Luxemburg point of view 
a major innovation. 


Free Assignment 


Apart from the important provisions with which I have so 
far dealt, there are some others which it may be of interest to 
mention briefly. One of these is article 11, which introduces the 
system of free assignment and permitted user, or licensing. Free 
assignment is an innovation for all three countries concerned. 
Both Dutch and Belgian trade mark law hitherto adhered to the 
old-established requirement that the assignment of a trade mark 
is valid only if accompanied by a transfer of the business to which 
the trade mark was attached, and the interpretation of this rule 
by the Courts in Holland was particularly strict. 

In this respect the uniform law is following the modern trend 
in trade mark doctrine. It is a curious fact incidentally that the 
opposition to free assignment and permitted user has been able 
to keep up its resistance so long. For this opposition was largely 
based on the misconception that a trade mark represented some 
kind of guarantee of quality which would be jeopardised if free 
transfer were allowed. Whatever the commercial view may be 
regarding this guarantee aspect of a trade mark, in law nothing 
prevents the trade mark owner from lowering the quality of his 
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product. It is obviously illogical to try to ensure maintenance of 
quality from his successor whilst leaving the original owner free 
to manipulate the quality at will. 

It is interesting to note that in this respect the uniform law 
marks an advance on the Draft Uniform Law evolved by the Inter- 
national Law Association in 1952, which stipulates that the trans- 
fer of a trade mark shall only be valid if accompanied by the 
simultaneous transfer of “the business in the goods or services” 
for which it was used. 

On the other hand the Benelux Committee has here—as in 
some other respects—adopted the suggestions put forward by the 
International Chamber of Commerce at their Congress in Quebec 
in 1949. Free assignment was likewise proposed by the A.I.P.P.1. 
held in 1950. 


Unfair Competition — Price Maintenance 


Article 14 is another provision which merits some attention. 
It prohibits in very wide terms any infringement by third parties 
of the rights of the trade mark owner, not only infringement 
through using the same or a confusingly similar trade mark in 
connection with similar goods or services but also such commer- 
cially harmful and unfair practices as e.g. slighting references to 
a branded product in order to boost one’s own, or the use of a 
well-known trade mark for very different products, with the ob- 
ject of borrowing some of its renown for one’s own purposes. In- 
stead of having to seek the application of certain not always well- 
defined principles of civil law in order to stop such practices, the 
trade mark owner is here given a specific weapon of his own. Nor 
does the trade mark owner need to produce evidence that he has 
actually suffered a loss or damage through the objectionable prac- 
tices of his competitor; it is sufficient if he shows that such prac- 
tices are of a nature to cause him prejudice. 

Although the protection thus afforded to the trade mark 
owner would seem already to be sufficiently wide, one particular 
situation is expressly provided for: price maintenance. General 
conditions of sale, either relating to the retail price or otherwise, 
if shown on the pack or indicated by any other adequate means of 
publicity, are binding on any third parties. In essence, this pro- 
vision is very similar to that of Section 25 of the Restrictive 
Trade Practices Act. Its context is, however, very different and 
it would not be surprising if it were accorded a wider validity 
than the one recently accorded to Section 25 in a British Court. 
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Moreover, the Uniform Law does no more in this field than con- 
solidate a system which had already found recognition in the 
Courts of each of the Benelux countries. 

A second chapter of the law deals with collective marks. They 
are described as signs which public authorities or private cor- 
porations may use in order to distinguish their activities of a pro- 
fessional, intellectual, social, scientific, artistic, sporting, or tourist 
nature from similar activities of others. They differ so substan- 
tially from trade marks in the ordinary commercial sense that I 
do not propose to do more than mention them. 


Problem of Contradictory Judgments 


Before ending my brief survey, there is one other interesting 
feature which I should like to mention. Although we will have in 
due course a uniform law, this law will have to be applied in three 
different countries, each with their own judiciary. An ideal solu- 
tion would no doubt have been to entrust all trade mark cases to 
the Courts of only one of the three member countries, say the 
Courts of the country where the Benelux Register is going to be 
kept—which will probably be Belgium. From a practical point 
of view, such a solution would not, however, be attractive. It 
would mean, for instance, that litigation between two Dutchmen 
over a trade mark would have to be brought before the Belgian 
Courts with all the extra expense and waste of time that this would 
entail. 

If unification is not carried thus far, the three independent 
judiciaries may well come to different interpretations of the text 
of the uniform law. Particularly on such subjects as what does, or 
does not, constitute bona fide registration, or unfair competition, 
where the content of the rule has to be determined to a large extent 
by the Courts, the likelihood of divergencies arising is obvious. 
In order to minimise this difficulty, it is provided that if a trade 
mark case is submitted to the Courts of one country whilst a case 
involving the same trade mark is pending in one of the other 
countries, the second case will be joined to the first. Furthermore, 
any judgment given in one country will be capable of execution in 
the other two with only a minimum of formalities. 


Conclusion 


If you have been wondering why you should be bothered with 
the special and local problems of the unification of trade mark 
law in the Benelux countries, may I suggest that the answer is 
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that they are not really special nor local. The same problems are 
bound to come up within the wider context of the European Com- 
mon Market and in the even wider one of the Free Trade Area 
of which the U.K. is proposing to be a member, and sooner or 
later producers and merchants in this country and their trade mark 
advisers will be faced with the same problems. And even if the 
answers to these problems are not going to be the same as given 
in the Benelux Uniform Law, it will be impossible to ignore the 
latter which at the very least will serve as a very valuable pre- 
paratory exercise. 
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NOTES FROM THE PATENT OFFICE 


By Katharine |. Hancock* 


Certification Mark Applications 


The form of application for registration of a certification 
mark differs in many respects from the form of application for 
registration of a trademark. Particular attention by applicants to 
making the certification mark application accurate and complete 
will reduce examination time and enable applicants to secure 
registration in the minimum of time. To assist in this purpose, 
the general format of a certification mark application is repro- 
duced below,’ followed by comments regarding certain points. 


Mark: 
Class No. : 


To the Commissioner of Patents: 
(Identification of applicant by name, type of business entity, and 
address; and state of incorporation, or citizenship of individuals) 


The above identified applicant has adopted and is exercising 
legitimate control over the use of the certification mark shown in the 
accompanying drawing for 


(Insert identification of the goods or services) 


and requests that said mark be registered in the United States 
Patent Office on the 


(Insert either Principal Register or Supplemental Register) 
established by the Act of July 5, 1946. 


The certification mark is used by persons authorized by applicant 
to certify 

(Identify clearly, fully, and accurately what the mark certifies 

when it is affixed) 


Said mark was first used under the authority of applicant on (Give 
the date) ; was first used in (Identify the type of commerce) on (Give 
the date); and is now in use in such commerce. 


The mark is used by applying it to 
(Identify the manner in which the mark is affixed) 


and five specimens showing the mark as actually used are presented 
herewith. 


* Trademark Examiner, U.S. Patent Office; Member, District of Columbia Bar. 
1. Trademark Form 4.9 (August 15, 1955). 
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Applicant is not engaged in the production or marketing of any 
goods or services to which the mark is applied. 


(Verification) 


The certifier is the party who owns the certification mark— 
that is, the party on whom rests the responsibility for the certifica- 
tion owns the mark which represents that certification. An au- 
thorized party who affixes the mark to the goods or uses the mark 
in association with services is not the owner of the certification 
mark, nor is any party who may perform acts as an agent acting 
under the certifier’s instructions. The certifier, as owner, is the 
party who may register the mark. 

Certification marks are no longer classified in the familiar 
trademark classes (numbered 1 through 52) and service mark 
classes (numbered 100 through 107). When the trademark rules 
were amended August 15, 1955, new classes were established for 
certification marks. Certification marks which are used in con- 
nection with goods are classified in Class A, Goods, and all goods 
on which the mark is used may be included in one application. 
Certification marks which are used in connection with services 
are classified in Class B, Services, and all services with which the 
mark is used may be included in one application. Both goods and 
services may not be included in a single application. 

The goods, or the services, with which a certification mark 
is used, may be named very broadly. The emphasis in connection 
with a certification mark is, unlike trademarks on the mark rather 
than on the goods. Also, a certification mark is often used on 
many and diverse items, and listing them individually would be 
undesirable and burdensome. It zs desirable, however, that regis- 
trations show enough identification so that the registration copies, 
which constitute public records, will inform the public of the gen- 
eral nature of the goods or the services which are certified. An 
identification using broad terms such as food, clothing, electrical 
goods, glass articles, or one using more narrow terms such as 
shoes, fruit, livestock, will vary depending upon the circumstances 
in each particular situation. 

Specimens in certification mark applications, as in trademark 
applications, must consist of a type of material which will show the 
mark in actual use. Labels, tags or similar materials which bear 
the mark might be furnished by the certifier to the authorized 
parties who use and affix the mark, or the users themselves may 
develop labels under the certifier’s authorization; but in either 
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event, material which is actually used must be presented as speci- 
mens. Facsimiles may be presented when they are in the nature 
of photographs or the equivalent which show the mark in actual use. 

It is often necessary to include on the drawing of a certifica- 
tion mark more matter than would be required in connection with 
a trademark. The drawing in a certification mark application 
should show all the matter which in use conveys to purchasers the 
impression that the function of the mark is to certify. This fre- 
quently means the inclusion on the drawing of design elements 
which would ordinarily seem to be mere background, or of wording 
(such as approved, inspected, seal of quality, tested quality, union 
made, union label, conforming to, manufactured in accordance 
with) which might otherwise appear to be merely descriptive or 
informational language. 

Since in a certification mark it is often desirable, and even 
sometimes necessary, in order to convey the meaning of certifica- 
tion, to use words which describe the goods or services or which 
describe the certification aspects of the mark, such wording forms 
an essential part of a composite certification mark and for that 
reason need not be disclaimed, In connection with certification 
marks, disclaimer is usually limited to the name of the goods or the 
services. It will be noted that the Trademark Act of 1946, in See. 
2(e)(2), specifically exempts certification marks which are indica- 
tions of regional origin from the disability of being geographically 
descriptive. 

Some certification mark registrations contain a statement 
to the effect that the registrant is also the owner of certain prior 
registrations. This apparently has caused some perplexity when 
a prior registration is a trademark registration, in view of the 
fact that trademarks and certification marks serve functions which 
are mutually exclusive of each other. However, claim of owner- 
ship of prior trademark registrations is not necessarily contra- 
dictory. The prior trademark registration might be one issued 
under the 1938 (Collective Mark) Amendment of the 1905 Trade- 
mark Act for a mark which would be registered as a certification 
mark under the present Trademark Act; or, ownership of a prior 
registration might be claimed because the mark in that registration 
is incorporated in the certification mark. A trademark may be 
used as a part of a certification mark so long as the trademark 
is used informationally, and so long as the composite certification 
mark is designed and used in such a way that the mark as a whole 
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only conveys the impression that its purpose is to certify. Illustra- 
tions of such legitimate use of a trademark in a composite certifica- 
tion mark are found in certification mark registration 643,078 which 
includes the registered trademark BonpErRITE, and certification 
mark registration 645,241 which includes the registered trademark 
FILPER. It should be noted that the trademark and the certifica- 
tion mark are not identical. 

Before Class 200 was established for collective membership 
marks, some membership marks were registered as certification 
marks. In any instance where a past registration was issued in- 
correctly or inadvisedly as another type when the mark was in fact 
functioning as a certification mark, claiming ownership of the 
prior registration does give the appearance of a contradiction. 
Inconsistency resulting from such past registrations cannot well 
be eliminated, since the Trademark Office does not initiate any 
correction after a registration is issued. Such registrations, which 
are small in number, will have to be considered in the light of the 
surrounding circumstances, rather than as illustrations of Trade- 
mark Office policy. 

A practice sometimes resorted to by applicants of pointing to 
prior certification mark registrations as analogies or precedents to 
support their own contentions, will serve no useful purpose un- 
less the record in the registered file is examined and evaluated 
earefully. First, there must be sufficient information in the file to 
show that the fact situation in the prior registration is comparable 
in order for it to serve as a precedent. Second, the facts must 
show that the registered mark was functioning as a certification 
mark. The files of some of the early certification mark registra- 
tions reveal that the registrations are not based upon as complete 
factual examination, or as sound appraisal, as is desirable and as 
is presently required. This is perhaps due to several circumstances 
—registration of certification marks as such was new with the 
Trademark Act of 1946, the number of applications was not large 
enough to provide an opportunity for extensive comparison and 
study, and the applications were placed in the regular trademark 
and service mark classes so that they were spread thinly through- 
out the examining staff. Under the trademark rules as amended 
August 15, 1955, all certification mark applications relating to 
goods are assigned for examination to one examiner, and all cer- 
tification mark applications relating to services are assigned for 
examination to another examiner. This method, as well as the 
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larger number of certification mark applications which now exist, 
affords greater opportunity for familiarity with the subject and 
for thorough examination of applications. 

A particular situation which has bred inconsistency and which 
seems to justify comment, is the use of a mark on goods manu- 
factured under a patent license where the owner of the patent 
asserts ownership of the mark. Some of these marks have been 
registered as trademarks on the basis of the related company pro- 
vision of the Trademark Act of 1946, and this would seem to be the 
proper procedure. Some of them, however, have been registered 
as certification marks. Generally the purpose of adopting a mark 
in such a situation is to identify and distinguish the goods rather 
than to certify, and the patent owner is responsible for the quality 
of the goods; if that is the case, the mark cannot qualify for regis- 
tration as a certification mark. Where applications involve this 
situation, the facts are scrutinized and evaluated very carefully 
to determine the function that the mark performs; then the mark 
will be registered only as that type of mark which the facts dis- 
close that it actually is. 

The patent licensing situation serves as one illustration of the 
fact that in all situations involving a certification mark, it is a 
prerequisite of proper examination that the Trademark Office be 
given all the pertinent facts relative to applicant’s conduct of those 
activities with which the mark is associated and to applicant’s 
responsibility in relation to the goods or services. When this in- 
formation is not self-evident in the application paper or in the 
specimens, it must be supplied separately. If the applicant does 
not volunteer sufficient information to provide proper basis for 
evaluating the function and merits of the mark, the Office will 
require it. It may be furnished by way of explanation, affidavit, 
explanatory or illustrative literature, advertising, or other similar 
material as may be suitable under the particular circumstances. 

The criterion used in judging whether a mark presented for 
registration is a certification mark is the definition of a certifica- 
tion mark found in Sec. 45 of the Trademark Act of 1946. A mark 
is considered to be a certification mark if the facts show that it 
is used upon or in connection with the products or services of 
one or more persons other than the owner of the mark to certify 
regional or other origin, material, mode of manufacture, quality, 
accuracy or other characteristics of such goods or services or that 
the work or labor on the goods or services was performed by 
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members of a union or other organization. The term “used upon 
or in connection with the products or services of one or more 
persons other than the owner of the mark” means use of the mark 
only by one or more persons other than the owner; it does not mean 
use by one or more other persons in addition to the owner. 

On some occasions there has been evident a hesitancy to apply 


to register certification marks, apparently because of a vague 


belief that certification mark registrations do not enjoy the same 
degree of protection as do trademark registrations. The basis 
for this feeling is not clear, since the Trademark Act of 194€ 
extends the same benefits, advantages, and legal presumptions 
to all types of marks which are registered under the Act. These 
benefits, advantages and presumptions vary between registrations 
on the Principal Register and registrations on the Supplemental 
Register; they do not vary between types of marks registered on 
the same register. In connection with certification marks, as with 
other types of marks, the statute enumerates circumstances which 
may be the basis for a petition to cancel a registration. These 
are enumerated in Sec. 14(d) of the Act of 1946. These are not 
criteria for registration, but are conditions with which a party must 
concern himself, regardless of whether his certification mark is 
or is not registered, to guard against loss of rights. Irrespective 
of whether a party may feel that one type of registration is more 
desirable than another, a mark may be registered only for what 
it is, and the Office is bound by the statute. 


The owner of a certification mark often is a company whose 
sole business is its certifying activities, but companies or organiza- 
tions which conduct other activities besides certifying may also 
own certification marks which are used in connection only with 
their certifying activities. For example, Parents’ Magazine, Mc- 
Call’s Magazine, and Good Housekeeping Magazine conduct cer- 
tain testing and certifying activities with which a certification 
mark is used. Other marks are used as trademarks in connection 
with their other activities which are concerned with the selling of 
their products, namely magazines. Trade associations and other 
organized groups perform various kinds of promotional and sales 
activities, but may also test, inspect, examine, or otherwise check 
according to each one’s particular methods to determine whether or 
not its promulgated standards have been met, and if so, authorize 
use of a certification mark in connection with the approved goods 
or services. 
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If an application is filed to register a mark as a certification 
mark when the mark actually is another type, or if an application 
is filed to register a mark as another type when it is actually a cer- 
tification mark, the application may be amended to request regis- 
tration as the proper type of mark. No “new” application is neces- 
sary, and no additional filing fee is required. It will be more 
practical, however, to retype the application papers, since the 
amendments may be numerous. Also, it is usually necessary to 
have the application papers re-executed because the allegations 
required to be made by an applicant differ with different types 
of marks. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Austria 
Registrability of Slogans 

On the basis that slogans are registrable as trademarks only if 
they have the capacity to distinguish, the Appeals Section of 
the Austrian Patent Office affirmed a decision refusing to regis- 
ter the slogan “Gut eingeweicht ist halb gewaschen” (A good soak- 
ing is half the wash). This slogan, said the Appeals Section, 
merely stated a fact well-known to housewives and could there- 
fore have been registered only upon proof of acquired distinctive- 
ness, which proof was not furnished. 

In the course of its decision, the Appeals Section pointed 
out that, in the past, such slogans as “Am besten kauft, wer das 
Beste kauft” (he buys best who buys the best) and “Aus dem 
Korn kommt die Kraft” (The grain is the source of strength) 
and “Kocht ihn richtig—das ist wichtig” (It’s important to cook 
it right) had been refused registration as lacking the power to 
distinguish, while such slogans as “Das Geheimnis des osterreich- 
ischen Kaffees” (The secret of Austrian coffee) and “Der Schliis- 
sel zum Geheimnis des osterreichischen Kaffees” (The key to the 
secret of Austrian coffee) had been registered as possessing suffi- 
cient fanciful character. Appeals Section of the Austrian Patent 
Office, Decision of December 17, 1956. 


Canada 
Opposition Proceedings 


In 1935 a retailer and a manufacturer of linens entered into 
an agreement under the terms of which the manufacturer was to 
make certain goods under the trademark Horr cHEst which goods 
were to be sold exclusively by the retailer. However, the parties 
did not specify in the agreement who was to be the owner of this 
trademark. From 1935 to September 1954 all goods on which the 
trademark HOPE CHEST was used were made by the manufacturer 
and sold only to the retailer. In October 1954 the retailer ap- 
plied to register HOPE cHEST in respect of “bed sheets, pillow 
slips, blankets, coverlets, towels and wash clothes,” claiming 
use since August 1, 1935. The manufacturer opposed this applica- 
tion and filed its own application for Hope cHEsT in respect of 
“bed sheets and pillow slips,” claiming use since March 31, 1953. 
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After examining evidence of the use of Hope cHEsT prior to 
1953, the Registrar stated that “all the evidence submitted is 
equally consistent with it being a trademark of the opponent 
as it is with being a trademark of the applicant.” The Registrar 
then decided the opposition on the following grounds: 


“In 1940 the use of the trademark was discontinued because 
the opponent was not prepared to continue special branding 
and use was not resumed until the opponent was prepared 
to resume special branding in 1953. This conduct of the 
parties indicates the opponent was the party with ownership 
in the trade mark. 


After resumption of the use of Hope cHEsT in 1953, the label 
on the packages, included not only Horr cHEsT but also another 
mark which was a mark of the opponent and the design of 
the label was according to the house design of the opponent. 
This also indicates that the opponent was the party with 
ownership in the trademark HOPE CHEST. 


On the evidence submitted, I hold that the applicant did not 
at least until September 1954 use the mark HOPE cHEsST to 
distinguish its wares from those of others and when it did 
do so in September 1954, Hope cHEST was a trademark that 
had been previously used by the opponent and, accordingly, 
the applicant is not the person entitled to registration and 
the application is refused.” 


The Registrar pointed out that this decision only affects the re- 
tailer’s application and does not mean that the manufacturer is 
entitled to registration of the mark under its co-pending applica- 
tion, which apparently will be decided separately. 26 Canadian 
Patent Reporter 67 (Sec. II). 


Opposition Proceedings 


An application to register Borgcat in respect of a self-pro- 
pelled mining machine was opposed by the owners of the trade- 
mark cat which had been registered in respect of such wares as 
internal combustion engines, power-supplying machinery for self- 
propelled vehicles, graders, bulldozers, plows, tractors for farming, 
road building, mining, etc., electric generators, and parts of the 
foregoing. The applicant contended that its mining machine is 
eustom built for the individual purchaser and that its sale will 
necessarily involve extended and close contact between the pur- 
chaser and the engineering department of the applicant. The 
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Registrar recognized that the products of both parties are expen- 
sive and not casually purchased. Nevertheless, the Registrar held 
that the products of both parties are such that the use of the same 
or similar trademark in association therewith would leave the 
purchasing public to infer that the products emanate from the same 
source. Furthermore, the Registrar held that the two marks were 
confusingly similar since the applicant’s mark differed from that 
of the opponent only by the addition of the descriptive prefix 
“Bore.” Accordingly, the application for BorEcaT was rejected. 26 
Canadian Patent Reporter 66 (Sec. IT). 


Colombia 
Descriptive Marks 

An application was filed to register the words ALL sIZE as a 
trademark in respect of fabrics and stockings. The Registrar 
objected to the application on the ground that the mark is descrip- 
tive. The applicant took an appeal to the Administrative Court 
and submitted in evidence an opinion of the Colombian Academy 
of the Spanish language to the effect that the expression ALL SIZE 
is not used in the Spanish language. The expert opinion was that 
ALL SIZE is an English idiom when translated literally into Spanish 
would not have the same meaning. The Court accepted the expert 
opinion and decided that atu size had the necessary novelty re- 
quired for registration and directed that the mark be registered. 
Decision of the Administrative Court of Colombia, March 5, 1957. 


Germany 
Inherent Registrability 

The German Patent Office rejected an application for the 
trademark DIREKTORIAL in respect of typewriters and other office 
machines on the basis that the word has a commonly used com- 
mercial term meaning “coming from a director, guiding, directing, 
ordering” and as such lacked the ability to distinguish the ap- 
plicant’s goods from those of other companies. 

Upon appeal, the Senate of Appeals reversed on the basis 
that the goods in question are not normally classified according 
to whether or not they were destined for use by persons in leading 
positions (directors); and that the goods are not normally oper- 
ated by such persons and that, contrary to the Examiner’s holding, 
the word “direktorial” is not a commonly used commercial term. 
Appeals Senate 2a, Decision of January 16, 1957. 
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NOTES FROM OTHER NATIONS 





Great Britain 
Opposition Proceedings 


An application was filed by a German Company to register 
the word MAGNETOPHON as a trademark in respect of “sound 
reproducing and sound recording apparatus.” Two oppositions 
were filed against this application by two different Companies 
involving separate issues of fact and law. The first opposition 
was filed by a British Company (the second opposition is re- 
ported below) on the basis of its prior registration for the trade- 
mark MAGNETA in respect of “sound amplifying apparatus, loud 
speakers, radio gramophones, microphones, thermionic ampli- 
fiers and thermionic-electric apparatus for generating signals”; 
and on the basis of its use of Macneta Speakerphone in respect 
of “a broadcasting telephone system”. In comparing the proposed 
MAGNETOPHON with the MaGneta registration, the Assistant-Comp- 
troller held that there is sufficient resemblance between the words 
as to lead to a possibility of confusion. It was stated that despite 
the resemblance of both marks to the generic word “magnet”, the 
marks had to be considered as wholes and the ending of MAGNET- 
OPHON was not sufficient to avoid the possibility of confusion. In 
considering the goods covered by the application and registration 
in question, consideration was given to (1) the nature of the 
goods; (2) the uses of the goods; and (3) the trade channels 
through which the goods are obtained. The applicant pointed 
out that its goods were actually known as tape recorders 
and offered to amend its specification to cover “sound recording 
apparatus, including apparatus capable of both recording and 
reproducing the sound recorded” in order to make it clear that 
sound reproducing apparatus per se was not being covered. The 
Assistant-Comptroller held that, although the opponents’ regis- 
tration did not specifically cover tape recorders, it was clear that 
there is a strong resemblance between the two classes of goods 
and that they are “sufficiently near to be regarded as of similar 
nature”. 


The Assistant-Comptroller also compared MAGNETOPHON with 
MAGNETA Speakerphone which latter description is used in rela- 
tion to loud speaker broadcasting systems used, for example, in 
factories. Here again the marks and goods were found to be 
confusingly similar. 

The applicant contended that it was nevertheless entitled to 
registration on the basis of honest concurrent user. This alle- 
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gation was based upon the circulation of reports by The British 
Intelligence Objective Sub-Committee in which the German Com- 
pany’s goods were described. However, since advertising alone 
does not constitute user of a word as a trademark, (although 
advertising may constitute infringement) and the sales, if any, 
of goods bearing the trademark MaGNETOPHON in Great Britain 
had been very limited, the applicant was not entitled to claim 
registration on the basis of honest concurrent user. 

The applicant appealed from the Assistant-Comptroller’s 
decision to the High Court and Mr. Justice Lloyd-Jacob affirmed 
the decision below in all respects with one reservation, as follows: 


“As it is unnecessary for the determination of this case and 
as I have not heard full argument on both sides it would be 
undesirable for me to express a concluded view which would 
bind me hereafter as to the scope of (the provision for regis- 
tration on the basis of honest concurrent user). Expressing 
solely a provisional view, the purpose of the exception .. . is 
intended, as I think, to provide for cases wherein experience 
may show that prima facie resemblances between marks and 
the goods in respect of which they are used may turn out in 
practice to be less likely to cause confusion and deception than 
their examination divorced from the background of trade cir- 
cumstances might appear to suggest. In its main application 
it would permit experience to be prayed in aid as a more 
satisfactory test of confusion and deception than the imagi- 
native excursion which characterises the discussion that takes 
the place of experience in most of these applications. I think 
it is sufficient if I say that I should desire to reserve for an 
opportunity when its determination necessarily arises a con- 
cluded view on the decision in Radford’s case.” 


1957 R.P.C. 120. 


The second opposition against the MAGNETOPHON application 
was filed by another British Company on the ground that the 
word has direct reference to the character of the goods, i.e., is 
descriptive. The opponent contended that the proposed mark 
was merely a misspelling of “Magnetophone” which is an abbre- 
viated form of the word “magneto-phonograph” which is defined 
as “a phonograph operated by magneto-electricity.” The appli- 
cant obtained seventeen trade declarations from persons listed in 
the Official Journal of the British Sound Recording Association 
and all of the declarants stated that they had never heard the word 
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“Magnetophone” or any substantially similar word used upon or 
in relation to any goods other than the applicants’ goods. The 
opponent submitted evidence of the use of “Magnetophone” and 
descriptions of the goods involved. The Assistant-Comptroller 
held that MAGNETOPHON is not inherently distinctive nor inherently 
eapable of distinguishing and, therefore, is not registrable either 
in Part A or Part B of the Register. The opposition was upheld 
and no appeal was taken. 1957 R.P.C. 127. 


Netherlands 
No Protection for Design Mark 


Plaintiffs produced and sold concentrated lemon juice in con- 
tainers shaped and colored like lemons. They brought an action 
for trademark and copyright infringement against the defendants, 
who had also begun to sell concentrated lemon juice in similarly 
colored lemon-shaped plastic containers. Plaintiffs sought to rely 
in part on their trademark registration covering a word, together 
with the representation of an artificial lemon and claiming the 
eolors yellow and green. 

The Court found for the defendants, on the grounds that, 
under Dutch law, registration of a two-dimensional trademark 
could not confer any protection with respect to the shape or color 
of goods, that there was no provision for the protection of designs 
as such and that the goods in question were not works of art and 
that the plaintiffs could therefore not lay claim to copyright 
protection. Arrondissements-Rechtbank te Arnhem, Decision of 
December 31, 1955. 


Switzerland 
Unfair Competition by Trademark Use of Indication of Origin 


Since 1935, plaintiffs had been selling mineral waters orig- 
inating in the town of Weissenburg (which means “White Castle”) 
under a device label featuring the word weisseENBuURGER. Defen- 
dants had been selling mineral waters originating in the county 
of Schwarzenburg (which means “Black Castle”) in natural and 
sweetened form since 1931 under various trademarks. In 1954, 
defendants adopted the trademark scHWARZENBURGER as a common 
mark for its various mineral water beverages and started selling 
these under labels displaying different devices, but all featuring 
the word SCHWARZENBURGER. 
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The Commercial Court of Berne agreed with plaintiffs that 
defendants’ act constituted unfair competition, awarded damages 
and enjoined defendants from the continued use of the labels on 
the basis that they were similar in their entirety to the plaintiffs’ 
labels. The Court refused, however, to enjoin defendants from 
continuing to use the designation sCHWARZENBURGER, in view of 
the fact that this was a true indication of origin. 

On appeal, the Swiss Supreme Court upheld the finding of 
unfair competition and the injunction with respect to the labels 
and went beyond the Commercial Court in holding that defen- 
dants were not entitled to use the designation scHWARZENBURGER in 
a trademark sense to identify their products. The Supreme Court 
found that the term wEISSENBURGER, although originally used as 
a designation of origin, had become distinctive of the plaintiffs’ 
goods and that the term scHWARZENBURGER was confusingly similar 
with WEISSENBURGER and had not become distinctive of the de- 
fendants’ goods. 

The Supreme Court conceded that, since defendants’ mineral 
waters actually came from the county of Schwarzenburg, they 
could continue to use this term as an indication of origin, but only 
so long as they did so in an inconspicuous manner and did not 
attempt to use this term for advertising purposes or to distinguish 
their goods from those of others. Swiss Supreme Court, Decision 
of June 26, 1956 (BGE 82 IT 346). 


Project of an International 
Trademark Search Center 


The April, 1957 issue of the international part of the German 
Industrial Property Journal GRUR (Gewerblicher Rechtsschutz 
Und Urheberrecht) contains an article by Dr. Bruno Richter, an 
official of the German Patent Office, dealing with plans for the 
establishment of an international trademark search center. Dr. 
Richter was one of five experts appointed last October by the 
Director of the Berne Bureau to examine the feasibility of such 
a project and to bring in concrete recommendations. 

The experts found that the establishment of such a center, 
which would keep an accurate, up-to-date record of all trademark 
registrations throughout the world and which could be used both 
for availability searches and to notify trademark owners of the 
granting of new registrations on marks similar or identical to their 
own, was both feasible and desirable. They estimated that such a 
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center would cost approximately $2,250,000 to establish and $150,- 
000 annually to maintain, that the present world stock of registered 
trademarks amounted to three million, of which roughly two- 
thirds were word marks and one-third device marks and that each 
year 200,000 new registrations or deposits could be expected to 
be effected, resulting in a net increase of 100,000 to 150,000 new 
registrations, allowing for non-renewals and cancellations. 

The article concludes with the suggestion that, if the estab- 
lishment of a world-wide search center does not prove immedi- 
ately practicable, a start might be made with a center serving 
the member countries of the new European common market 
arrangement. 
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PATENT OFFICE 


Statistics on Trademarks 







Number of Applications Filed 













1957 1956 
CII « sicctintickciscmmneniicdaiinain 1,627 1,851 
ET RE ee ee 1,700 1,798 
UTR 5 snspsnndicceiiniiatibinsceteiibitabictaticganaticiaescas 1,774 1,849 
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Number of Number of Number of 
Registrations Registrations Registrations 
1957 Issued Renewed (Sec. 9) Canceled (Sec. 8) 
5, Te 1,662 324 873 
IIE ccnsiictactiienssahinntins 1,346 171 702 
Maree ococccccosccccssesccneeeeonsee- 1,251 226 429 
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Corrections, 47 TMR 173 (February 1957) 











Number of Number of 
Registrations Registrations 
Renewed (Sec. 9) Canceled (Sec. 8) 
I STII sinicsihiniastuisiinsinaphceneaneaeinioneidias 431 803 
Total, October-December 1956 ............ 1,850 






INTERNATIONAL NON-PROPRIETARY NAMES FOR DRUGS 
PROPOSED BY W. H. O. 








An additional list of 26 drugs is now under consideration by 
The World Health Organization as proposed international non- 
proprietary names for certain pharmaceutical preparations. A 
listing of these names will be published in a forthcoming issue of 
the Chronicle of W. H. O. 

Comments or objections should be sent directly to the Director- 
General, World Health Organization, Palais des Nations, Geneva, 
Switzerland within four months following the publication of the 
list in the Chronicle. Clear identification of the party making the 
comments should be included, as well as an explanation of the 
specific interest in the drug and its name. 

Previous information on proposed international non-proprie- 
tary names was carried in: 46 TMR 179 and 289 with references 
to earlier notices on this subject. 
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LIST OF OTHER TRADEMARK ARTICLES 
AND LEGAL NOTES* 


ARTICLES 


Abramson, Milton E. 
Cows, Brands and Trademarks. (Journal of the Patent Office Society, v. 38, no. 12, 
December 1956, pp. 861-865.) 
Haiti. 

Trademarks. Amendment to Trademark Law dated July 17, 1954. (Patent and 
Trade Mark Review, v. 55, no. 6, March 1957, p. 167.) 
Ives, David O. 


Companies Try Color, Symbols to Achieve Public Personalities. (Wall Street 
Journal, v. 149, no. 67, April 5, 1957.) 


“Union Carbide” gets hexagon; J. L. Hudson adopts green; should “Little Joe” go? 
Philip Morris’ Latest Sales. (Tide, April 26, 1957, pp. 36-37.) 

Philip Morris traveling Country Music Show in which its living trademark “Johnny” 
is utilized. 

Trinidad and Tobago. 


Trademark Rules 1956 made pursuant to Trademark Ordinance, 1955, effective 
January 2, 1957. (Patent and Trade Mark Review, v. 55, nos. 5-6, February-March 
1957, pp. 119-126, 155-167.) 


LEGAL NOTES 


Maternally Yours v. Your Maternity Shop. 

Federal Courts — Trademarks — Unfair Competition. (Southwestern Law Journal, 
v. 11, no. 1, Winter 1957, pp. 93-96.) 

Vanity Fair Mills, Inc. v. The T. Eaton Co., Limited. 


Extraterritorial Application of the Lanham Act. (Syracuse Law Review, v. 8, no. 
1, Fall 1956, pp. 111-113.) 


RECENT PUBLICATION 


TRADEMARKS OF THE WoRLD. By Yusaku Kamekura. New York, George Witten- 
born, Inc., 1956. Pp. 164 (illustrations), 34 (text). $9.00. 


This book contains illustrations of 700 trademarks which were selected by the 
author from 3000 marks collected over a period of five years. They are well arranged 
according to design motifs emphasizing the importance of a well-designed trademark. 


Each trademark is identified in the accompanying text by the name of the designer, 
and the company or organization is listed for which the mark was designed. 


It is believed that this book will make a valuable addition to any trademark library. 


* Copies of these articles and legal notes are available for reference in the Association’s 
library. 
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AVEDIS ZILDJIAN CO. v. THE FRED GRETSCH 
MFG. CO. et al. 


No. 13728 — D. C. E. D., N. Y. — December 26, 1956 










REGISTRABILITY—IN GENERAL 
Importer has right as agent, to register trademark even though it does not 
manufacture goods, where it was commissioned to develop and expand business in 
United States and Canada of foreign producer, and where good will of business of 
latter was assigned to importer for purpose of effectuating its right to register 
trademark in question. 
REGISTRATION PROCEDURE—IN GENERAL 
REGISTRABILITY—TITLE 
Consent decree in earlier litigation fixed defendant as owner of registered marks, 
and is not open to question in this litigation; hence renewals of registrations which 
plaintiff seeks to cancel are not deemed issue which court should adjudicate apart 
from its function to review Patent Office proceedings. 




















Action by Avedis Zildjian Co. v. The Fred Gretsch Mfg. Co. (trade- 
mark Registration Nos. 245,846 and 247,623) and Buegeleisen & Jacobson, 
Inc., under 15 U.S.C. 1071 and for unfair competition. Complaint dis- 


missed. 
See 43 TMR 641. 


Harold E. Cole, of Boston, Massachusetts, for plaintiff. 
Leo C. Krazinski, of New York, N.Y., for defendants. 


Byers, District Judge. 

In this case the plaintiff seeks to review the action of the Commissioner 
of Patents in refusing to cancel two trademarks duly registered and owned 
by the defendant Gretsch, pursuant to Title 15 U.S.C. § 1071, wherein the 
practice is assimilated to the provisions of Title 35 U.S.C. §§ 145 and 146, 
having to do with patents. 

The complaint also alleges unfair competition on the part of the 
defendant in respect of matters which flow from the conflicting claims 
of the parties to the right to the use of the family name zILDJIAN in the 
cymbal business. 

The plaintiff is a Massachusetts corporation of Quincy, in that State, 
and the defendant Gretsch is a New York corporation having its principal 
office in this District; the co-defendant is likewise a New York corporation 
located in Manhattan, whose interest in the litigation has not been revealed. 

The real controversy is between the plaintiff and Gretsch, and is the 
current manifestation of litigation between the parties which started in 
1929. 
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Most of the material facts are set forth in a stipulation approved by 
the court on January 26, 1956. 

Both parties are engaged in the sale of cymbals; the plaintiff manu- 
factures and sells from its plant in Quincy, Massachusetts, while Gretsch 
imports them from Istanbul, formerly known as Constantinpole, in Turkey. 
The plaintiff’s business started in 1929, while Gretsch began importing 
these (K. Zildjian) Turkish cymbals in 1913-14; but its present status 
dates from 1928 when a contract in evidence was entered into between 
Gretsch and the K. Zildjian partnership of Constantinople. 

The bone of contention is the use of the family name ZILDJIAN, alone 
or with the respective initials “A” or “K”, or the given name Avedis 
(formerly Armand), and the essence of the dispute is the question of 
whether one Aram, the uncle of Avedis (who is the president of the 
plaintiff), possessed complete knowledge of the secret formula and process 
for making cymbals which had been practiced by the Zildjian family for 
a great many years (perhaps 300), and if he did, whether in 1928 his 
knowledge was imparted by him to Avedis, and is now practiced by the 
plaintiff corporation of which he is the head. 

The subject was gone into extensively on the trial of this case, and 
in the hearings in the Patent Office, but since a precise answer to the 
question depends upon what various persons say in 1956 concerning what 
was known in 1928 by persons now deceased, it must be obvious that more 
or less informed conjecture, rather than reasonable assurance, must govern 
the resolution of the controversy as herein undertaken. 

Nor does the trial testimony reveal any substantial contribution to 
the history of the registrations; as to the antecedent events however 
there is corroboration of what is stated in the respective decisions rendered 
in the Patent Office, which are exhibits attached to the complaint. 

No necessity is seen for rehearsing the factual recitals in those two 
opinions, nor is it believed that anything has been presented to the court 
on this trial which would justify a decision contrary to that announced 
by the Commissioner. 

This complaint was filed in July of 1953 within thirty days after the 
final decision of the Patent Office, and some twenty-four years after a prior 
litigation between the parties in the District Court of the United States 
for the District of Massachusetts, had resulted in a consent decree. Many 
of the provisions of that decree and its effect, narrow the present controversy 
more than the briefs here on file would suggest. 

In that case the partnership of which the corporate plaintiff is the 
successor, and its members individually, were the defendants, and Gretsch 
was the plaintiff. 

The principal argument of the plaintiff here is that since Gretsch is 
not a manufacturer of these cymbals but only the agent of the Turkish 
producer, the two trademarks which the Patent Office refused to cancel 
should now in effect be denied registration by action of this court; but as 
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pointed out in the opinion of the examiner, those renewal registrations 
were applied for nearly twenty years after the consent decree had been 
entered and the original registrations were granted. 

The first paragraph of the decree reads: 


“Ordered, Adjudged and Decreed that plaintiff (Gretsch) is the 
sole and exclusive owner of the certificate of registration of trademarks 
issued to plaintiff on the 17th day of June, 1927, No. 228,592; on the 
21st day of August, 1928, No. 245,846, and on the 2nd day of October, 
1928, No. 247,623 and of the trademarks therein and thereby regis- 
tered and each of them and of all the rights secured by the aforesaid 
certificates of registration.” 


Plaintiff seeks to avoid the Patent Office decision by referring to later 
Office holdings having to do with importers of trademark articles. Deci- 
sions are cited in its brief to the effect that an importer of goods bearing a 
trademark of a foreign manufacturer, is not the owner of the trademark 
and therefore not eligible to register it in the United States Patent Office. 

In other words, the decision in this case rendered in 1953 is said to 
have become obsolete in view of the later departmental holdings upon 
which the plaintiff relies. 

Here Gretsch was very much more than a mere importer, and as can 
be seen from a reference to its 1928 contract with K. Zildjian & Co., was 
commissioned to develop and expand business in the United States and 
Canada of the Turkish producer; the good will of the business of the latter 
in these two countries was assigned to Gretsch for the purpose of effectuat- 
ing its right to register the trademarks in question. 

The terms of the contract are discussed and explained in the Patent 
Office opinions, and nothing need here be said in elaboration of that branch 
of the case. 

This subject will be referred to below in a recapitulation of the legal 
questions to be embraced in this decision. 

The matters in controversy pro and con, concerning the mutual charg2s 
of unfair competition, will be briefly discussed in their proper order, to the 
extent deemed necessary. 

In an attempt at brevity, the contentions deemed important will be 
separately listed and commented upon: 


(1) Gretsch’s right to register the trademark as agent even though tt 
doesn’t manufacture the cymbals. It was in terms commissioned so to do 
by the K. Zildjian partnership in Turkey in connection with the assign- 
ment of the good will of K. Zildjian in the United States, for the evident 
purpose of building up the distribution in this country of their Turkish 
product. The law on this subject must be deemed to have been established 
in Scandinavia etc. v. Asbestoes etc., 257 F. 937 (9 TMR 136) ; see pages 
955 et seq. That case was cited with approval in Mumm v. Eastern Wine 
Corporation, 142 F.2d 499 at 502, 61 USPQ 337, 340 (34 TMR 196). 
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The Patent Office decisions, cited by plaintiff, which are later than that 
here sought to be reversed, have been examined and are not understood 
to change the law as declared in the Scandinavia case. It is reasonable 
to assume that if the plaintiff had deemed that such was their effect, some 
kind of application would have been timely made to the Commission for 
a rehearing of this petition, in light of the later holdings. No such attempt 
seems to have been made. 

The plaintiff contends that fraud was practiced by Gretsch in obtain- 
ing the original registrations. That question was presented to the Patent 
Office as appears from the opinions. and was resolved in favor of Gretsch, 
and thus becomes in effect a finding which this court accepts; see Esso etc. 
v. Sun etc., 229 F.2d 37, 108 USPQ 161 (46 TMR 444). 

The same comment applies to the plaintiff’s assertions concerning the 
alleged abandonment by Gretsch, in respect of a certain non-essential ele- 
ment of the drawing showing the trademark as registered. 

The consent decree has its place in connection with this branch of the 
ease. That decree is in full force and effect as against the plaintiff which 
is the corporate successor of the partnership composed of the defendants 
named in that case. The trademark status as between the parties was 
thereby fixed and therefore is not open to question in this litigation. 
This means that the renewals of the registration of the two respective 
marks which plaintiff here seeks to cancel, are not deemed to present an 
issue which this court should adjudicate, apart from its function to re- 
view the Patent Office proceedings. 

It is therefore concluded that this contention should be resolved in ac 
cord with the decision of the Patent Office and in favor of the defendant 
Gretsch, both on the questions of abandonment and alleged fraud. 


(2) Plaintiff argues that the secret formula and process practiced by 
Kerope Zildjian became the property of this plaintiff. 

Since the court is dealing with a secret, the details of which are 
closely guarded by both parties, nothing can be stated in connection with 
this argument by way of scientific testimony touching either the elements 
of the formula or the necessary steps in the process; this lack of testimony 
suggests the only approach to decision which is open to the court. 

The record is deemed to show that the source, for present purposes, of 
the formula and process for making the Zildjian cymbals in Turkey was 
Kerope Zildjian who was the survivor of two brothers who conducted the 
business (in Constantinople) following the death of their own father, under 
the style of A. Zildjian & Cie, which was the name used by him. This 
was in about 1866. 

Kerope changed the name to K. Zildjian & Cie and continued the busi- 
ness until his death in 1912. His two sons, Diran and Leon, succeeded him. 
using the same name, until about 1914 when World War I intervened and 
interrupted the business. It was resumed by Diran alone in 1918 because 
Leon had died during the war; Diran himself died in 1920. 
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The defendants’ testimony, being that of Mikail Zilean (who is a son of 
Akabi Zildjian, a daughter of Kerope Zildjian), is that the secret formula 
and process were imparted by Diran to his wife, Hripsime; also that 
Victoria, the elder daughter of Kerope, also knew both the formula and 
process. That he Mikail worked for them for many years, assiduously after 
1928, and thus finally came into possession of the entire formula and 
process. 

On this subject the argument for the plaintiff is that the secret could 
not have been so imparted to female relatives and descendants, because that 
would have been contrary to the family tradition which was that the eldest 
male relative alone should be entrusted therewith. 

Since this is merely argument, it is not deemed to rise to the level of 
testimony ; what Mikail relates on the subject is not to be discredited merely 
because he should be deemed to be an interested witness. The same of 
course is true of Avedis. 

It is not deemed that Mikail has been discredited as a witness, while 
his narrative is vindicated in that there has been no testimony offered to 
controvert what he says, namely that these two women did carry on the K. 
Zildjian business from 1920 to 1932, with other feminine members of the 
family; and thereafter until 1936. During all these years Gretsch was 
selling the cymbals so produced under the said trademarks, which is the 
practical answer to what the plaintiff says could not have happened. 

In 1936 Victoria revealed the formula and process in their entirety to 
Mikail Zilean and Vahan Zilcan, who now conduct the business as succes- 
sors to K. Zildjian, Vahan being the silent partner. 

It is not necessary to stop and debate the question of whether Zilcan 
had good reason to change his name from Zildjian and whether he accom- 
plished the process legally or not, for the fact is that he is doing business 
today under the name and style above stated, and there is no testimony to 
the effect that he lacks the legal right to do so. 

It is now necessary to revert to 1926, when Aram first appeared on this 
scene. He was then a man of about 65 years of age who had left Turkey 
many years prior to that time, and is not shown ever to have been engaged 
in the manufacture of cymbals. 

The evidence does not purport to show that in 1926 Aram knew how to 
make cymbals according to the Zildjian formula and process. It is true 
that in that year he formed a partnership with Mikail Zilean and the lat- 
ter’s brother-in-law, Vahe Indjidjian, in Bucharest, where they started to 
make cymbals and sell them under the name of A. Zildjian & Cie. Aram’s 
contribution to the partnership was the use of his name only; Indjidjian 
was to act as salesman, while Mikail was to make the cymbals. 

Whatever Aram gathered concerning the formula and process was the 
result of his watching Mikail, but since the latter did not then possess the 
complete secret, it follows that Aram’s grasp of the subject was limited by 

what he was able to understand of what Mikail then knew and practiced. 
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Mikail said that he had learned both the formula and process while 

in the employ of Victoria; but he also said that in 1936 when Victoria 
revealed the secrets to him in their entirety, there were certain details 
which he had not known and which she then imparted to him. 

The Bucharest venture was not a success. A purported sample was sent 
to Gretsch and resulted in an order for 100 pairs of cymbals, but the sample 
was not the product of the Bucharest partnership but was a K. Zildjian 
cymbal, the name upon which was mutilated for the purpose of obtaining 
the order; when delivery of the said 100 pairs of cymbals was made, they 
were found to be so inferior that no further orders could be obtained. It 
was in connection with the placing of that order that Gretsch entered into 
the contract which resulted in the registration of the trademark, No. 
228,592, which includes the name A. ZILDJIAN & CIE. The renewal of that 
mark was cancelled for the reason that when it was sought, Gretsch was not 
using the mark and had not for some years, although on the date of issue 
(June 17, 1927) it is plausible to suppose that the dissolution of the Bucha- 
rest partnership had not been effectuated. However that may be, the can- 
cellation of that renewal registration is not before the court, since Gretsch 
has taken no steps to review the determination of the examiner in that 
respect. 

In 1928 Aram came to the United States, having acquired the right to 
use the trademark, A. ZILDJIAN on the dissolution of the Roumanian part- 
nership, and visited his nephew Avedis who was then engaged in the con- 
fectionery business; the result was that the partnership which was the 
defendant in the action resulting in the said consent decree, was formed. 
Thus the plaintiff’s present enterprise was founded, and has since grown 
and developed. Its cymbals have come into broad distribution; perhaps 
through trial and error the product has come to be substantially like that 
of the K. Zildjian Turkish partnership, but since both use a secret formula 
and process, the question of their respective elements has not come to light. 

With regard to the trademark A. ZILDJIAN & CIE, originally registered 
in 1927 by Gretsch, bearing No. 228,592, reference should be had to the fol- 
lowing provision of the consent decree: 


“Tt is further ordered, adjudged and decreed that, in the event 
that any of the certificates or registration referred to in this decree, 
are at any time cancelled, then the defendants may use any of the 
names or designs so registered.” 


In view of the cancellation of that trademark by the Patent Office, it 
will be seen that this plaintiff, by virtue of the above, is free to use the 
name or design covered by that registration. Also it appears that under 
date of July 26, 1932 the plaintiff registered its trademark shown in Ex- 
hibit 3 attached to the complaint, which reads as to the words in the 
English language: 
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AVEDIS ZILDJIAN CO. 
GENUINE 
TURKISH CYMBALS 
MADE IN U. &. A. 


There is a clear distinction between the above quoted trademark and 
the subject-matter of registration No. 228,592 of Gretsch, A. ZILDJIAN & CIE 
on the one hand, and on the other, the enterprise as originally conducted 
by Kerope Zildjian under the name of A. Zildjian & Cie which he changed 
to K. Zildjian & Cie. This means that the use by the plaintiff of the title 
A. ZILDJIAN & CO. is derived from the Bucharest partnership of 1926, 
and is therefore not in succession to the trade name and style that Kerope 
adopted, which included the use of the initial “K” after he had taken over 
the business from his brother, whose name was Avedis. 

Based upon a consideration of all the testimony in the case as it is 
now before the court, it is found: 


1. That the defendant Gretsch is the legal owner of the trademarks 
covered by original and renewal registration numbers 245,846 and 247,623, 
_and has not abandoned either. 


2. That there is no showing either of fraud or abandonment on the 


part of Gretsch in connection with either the original registrations or the 
renewals thereof. 


3. The provisions of the consent decree dated September 19, 1929 
entered in the United States District Court, District of Massachusetts, in 
the cause in which the Fred Gretsch Manufacturing Co. was plaintiff, and 
Aram Zildjian, Armand Zildjian (now Avedis Zildjian) and P. Zildjian, 
co-partners, doing business under the name of A. Zildjian & Co., were 
defendants, remain in full force and effect. 


4. That the trademark registration obtained by the defendant Gretsch 
bearing the number 228,592 has been cancelled by action of the United 
States Patent Office, and by virtue of the provisions of the said decree this 
plaintiff has the right to use the trademark therein described. 


5. The name A. ZILDJIAN & CO. is not in fact or in legal effect the same 
designation as that originally employed by Kerope Zildjian when the first 
continued the business of his deceased brother, Avedis, but its use is justi- 
fied on the part of the plaintiff as the successor to the partnership of which 
Aram Zildjian was a member in 1926. 


6. The formula and process employed by the plaintiff in the manu- 
facture of cymbals is secret, and the elements of the formula and the steps 
in the process are secret. 


7. The formula and process employed by K. Zildjian & Co. of 
Istanbul, formerly Constantinople, Turkey, in the manufacture of cymbals 
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is secret, and the elements of the formula and the steps in the process are 
secret. 


8. The formula and process which Aram Zildjian brought to the 
United States in 1928 and caused to be practiced in Quincy, Massachusetts, 
in connection with his partners who are named in the consent decree, was 
something less and to that extent is different from the formula and process 
employed by Kerope Zildjian and his successors in the conduct of the en- 
terprise maintained by Kerope Zildjian and those who are in legal succes- 
sion to him, and who still manufacture cymbals in Istanbul, formerly Con- 
stantinople, in Turkey. 

The aspect of the controversy involving the Gretsch advertising in 
Canada is difficult to deal with in view of the statement made by plain- 
tiff’s counsel that he understands that the complained of advertising is 
not now being done, which this court understands to mean that the plaintiff 
concedes that there is no necessity for decision by the court in that con- 
nection. 

The answer of the defendant Gretsch contains two counterclaims ad- 
dressed to these propositions: 


(a) The use of zILDJIAN by plaintiff is an infringement of the Gretsch 
trademark registrations. 

As to this, if the plaintiff’s conduct is in violation of the consent decree, 
that is a fact which should be ealled to the attention of the court in which 
the decree was entered. 


(b) Complaint is made of the stamping on its product by the plaintiff 
of the words “Made in U.S.A.” as being insufficient to identify the product 
as of domestic origin. The same remark applies to the necessity for calling 
this alleged departure from the requirements of the consent decree, to the 
attention of the court in which it was entered. 


(c) The alleged use by the plaintiff prior to the cancellation of regis- 
tration of trademark A. ZILDJIAN No. 228,592, in contravention of the con- 
sent decree. The same comment applies. If the decree of the District Court 
in Massachusetts was flouted, redress should be sought in that tribunal. 


(b) The use of the words “Genuine Turkish cymbals” in more promi- 
nent type than the words “Made in U.S.A.” is misleading and constitutes “a 
fraud upon the public and plaintiff is coming into court with unclean 
hands.” The proof is not deemed to be adequate to sustain the foregoing 
assertion. 

The second counterclaim in effect seeks to secure a decree of this 
court cancelling the registration in Canada by the plaintiff of the trademark 
ZILDJIAN on April 29, 1946. That registration is said to have been in 
violation of the rights of the defendant Gretsch. 

The court is asked to enjoin on the part of the plaintiff the sale or ad- 
vertising of cymbals bearing the words ZILDJIAN or A. ZILDJIAN or any 
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imitation of the defendant, Gretsch’s trademarks “likely to be confusing” 
therewith and “from unfairly competing” with Gretsch. 

An accounting is sought in connection with the use of the words 
ZILDJIAN and A. ZILDJIAN so far as gains and profits have attended the un- 
lawful sale of the cymbals so marked. 

It is not deemed that sufficient has been shown in the testimony 
offered to this court, to justify affirmative relief in respect of the second 
counterclaim. 

Further Gretsch seeks a direction that the plaintiff be ordered to with- 
draw its Canadian registration above referred to. It is thought that this 
aspect of the controversy has been insufficiently litigated in this court, to 
enable it to frame a decree on the merits. 

With regard to unfair competition, it is to be remembered that (as 
pointed out in the Patent Office decisions), since both parties are legally 
justified in using the family name ZILDJIAN in the sale of cymbals, a cer- 
tain amount of confusion is inevitable on the part of the purchasing public. 
That is a condition which seems not to be remedial by legal fiat. There have 
been no instances brought to the attention of the court of the palming off 
by either Gretsch or the plaintiff of the product of the one for that of the 
other. 

It is urged for the plaintiff that the name zILDJIAN has come to repre- 
sent a certain grade of cymbals. This is understood to mean that in the 
minds of purchasers the name has come to identify a distinct type of prod- 
uct rather than a source of origin. 

There is no testimony in the record to justify such an assertion, and 
if a finding of a purely negative character were appropriate, it would be to 
that effect. 

There were reserved for decision plaintiff's motion to further amend 
the complaint. That is granted. 

Also the matter of certain letters passing between Avedis Zildjian and 
Makail Zilean was left open for disposition. The plaintiff’s objection is sus- 
tained, and the court states that it has not read the letters or considered 
them in any respect. 

If there is a pending question as to the answers to certain interroga- 
tories, and perhaps there is (see Record, p. 34), the objections are over- 
ruled. 

The result is that the defendant Gretsch is entitled to a decree on the 
merits as against the plaintiff, dismissing the cause as pleaded in the com- 
plaint, with costs, and that the counterclaims of the defendant Gretsch 
be dismissed for failure of proof as to the first counterclaim, and also as to 
the second, but without prejudice to the right of Gretsch to institute further 
appropriate litigation confined to that subject-matter, if it be so advised. 
Settle decree. 
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THE WARNER BROTHERS COMPANY v. JANTZEN INC. 
No. 102-79 — D. C., §. D. N. Y. — December 31, 1956 





REGISTRABILITY—DESCRIPTIVE TERMS 
Words ALLURE and A’LURE are not descriptive of brassieres but are arbitrary 
or fanciful. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CURVALLURE is not deceptively similar to A’LURE, whether or not marks are used 
in conjunction with other marks. 





Action by The Warner Brothers Company v. Jantzen Inc. for trade- 
mark infringement and unfair competition. Defendant counterclaims to 
eancel trademark registration. Complaint and counterclaim dismissed. 


Harry R. Pugh, Jr. (E. Cummings Sanborn of counsel) of New York, 
N. Y., for plaintiff. 

Levisohn, Niner & Cohen (Harry Cohen and Edwin Levisohn of counsel ) 
of New York, N. Y., for defendant. 


CasHIN, District Judge. 

This is an action based upon trademark infringement and unfair com- 
petition in which an injunction, accounting and attorneys’ fees are re- 
quested. The defendant has counterclaimed, requesting cancellation of the 
allegedly infringed trademark, and attorneys’ fees. 


FINDINGs oF Fact 






1. The plaintiff, a Connecticut corporation, has, since 1902 manu- 
factured and sold, among other products, women’s brassieres. Commencing 
in December 1932 and continuing to the present time, the plaintiff has 
used the mark a’LuRE to identify certain of its brassieres. On December 

30, 1932 the plaintiff applied for registration of the mark and on June 

j 6, 1933 Certificate of Registration No. 303,763 was issued. The registration 

was renewed on June 6, 1953. The plaintiff is, and at all times since June 

1933 has been the owner of the registration. During the entire period com- 

mencing December 30, 1932 until the present, the brassieres identified by 

the registered mark have been sold in interstate commerce. 


een 


2. The plaintiff has expended considerable sums of money in advertis- 
ing the product in conjunction with the registered mark. In the advertis- 
ing, and in the utilization of the mark in identifying the product, notice 
had been given that the mark was registered. As a result of the advertising 
and utilization of the mark for identification, the mark has become as- 
sociated with the product of the plaintiff or, in other words, has become 
distinctive. 


Set SARA BR tr ore Bett 





3. The defendant, a Nevada corporation and large manufacturer of 
women’s apparel, commenced the manufacture and sale of brassieres in 
1949. Previous thereto it had engaged in the sale of swim suits and all 
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furnishings in connection therewith. The word CURVALLURE was used by it 
in marketing its sale of swim suits and furnishings. In 1953 it began to 
utilize the mark CURVALLURE in connection with some of its brassieres. After 
receipt of a letter of protest from the plaintiff, but not necessarily because 
of such protest, the defendant discontinued the use of the mark. However, 
in April 1955 the defendant once again began to utilize the mark and has 
continued to do so. The present action was instituted on July 13, 1955. 
The defendant has also expended considerable sums of money in advertising 
the product associated with the mark CURVALLURE. 


4. The plaintiff has generally, but not exclusively, utilized the mark 
A’LURE in conjunction with another registered mark WARNER’s. The defen- 
dant’s mark CURVALLURE has never been used alone but always in conjune- 
tion with its registered and widely known trademark consisting of the 
name JANTZEN and a representation of a diving girl. 


5. The word “allure,” and a fortiori the mark a’LURE, is not descrip- 
tive of brassieres but rather is arbitrary and fanciful. 


6. The mark CURVALLURE is not deceptively similar to the registered 
mark a’LURE, that is to say, it is not likely to cause confusion in the mind 
of the average purchaser whether or not CURVALLURE is used in conjunction 
with the JANTZEN trademark and a’LURE is used in conjunction with the 
WARNER’s trademark. 


7. The word “allure” or coined words derived therefrom have, for a 
long period of years, been utilized as advertising for various types of 
feminine accoutrements such as girdles, bust pads, hosiery, swim suits, 
coats, sweaters, dresses, skirts, undergarments and the like, by both the 
defendant and other manufacturers. 


ConcLusions or Law 
I. The complaint is dismissed with costs to the defendant. 
II. The counterclaim is dismissed. 


III. Attorneys’ fees are not recoverable. 


The defendant contends that the words “lure” and “allure” embodied 
in or suggested by the plaintiff’s mark, are merely descriptive of the prod- 
uct sold and thus not capable of appropriation as a valid trademark. It 
is obvious, however, that the product in itself is not a “lure” nor is it 
“alluring.” While a “lure,” in the sense of a decoy, is a tangible product 
which can be purchased, it cannot seriously be contended that the product 
herein involved is included in category of “lures.” ALLURE, when used as a 
noun, is an intangible quality possessed by women in varying degrees, and 
thus is not a marketable commodity. While the product in issue, when skill- 
fully used, might result in an enhancement of the intangible quality of the 
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particular woman using it, the product by itself does not possess the quality 
and thus the word “allure” is not descriptive. Although there was abun- 
dant evidence at the trial showing that the women’s garment trade and its 
advertising agencies make extensive use of the literary device of metonymy 
to transfer to the product being purveyed the qualities which it is hoped 
will be engendered or improved in the wearer, utilization of this literary 
device cannot act to make descriptive a word which itself is not. 

The mark a’LuRE, adopted by the plaintiff to identify its product has, 
however, become distinctive, that is, it has become identified in the public 
mind with the product of the plaintiff. Therefore, since the mark is not 
descriptive but is distinctive and has been utilized by the plaintiff, it is 
valid as a trademark and the registration will not be cancelled. Hamilton- 
Brown Shoe Co. v. Wolf Brothers & Co., 240 U.S. 251 (6 TMR 169); 
Douglas Laboratories Corp. v. Copper Tan (2 Cir. 1954), 210 F.2d 453, 
100 USPQ 237 (44 TMR 657), cert. denied 347 U. S. 968, 101 USPQ 505; 
Hughes v. Alfred H. Smith Co. (S.D.N.Y. 1913), 205 F.302 (4 TMR 45). 

The question remains whether the valid trademark has been infringed 
by the defendant. Numerous cases have been cited by both plaintiff and 
defendant giving examples of pairs of somewhat similar marks which have 
been the subject of litigation. Considering only the reports of the cases 
apart from the record, it is impossible to harmonize the decisions. It is 
settled law, however, that in the long run “ * * * the decision must rest 
on the Court’s conviction as to possible confusion.” Miles Shoes v. R. H. 
Macy & Co. (2 Cir. 1952), 199 F.2d 602, 603, 95 USPQ 170, 171 (42 TMR 
911), cert. denied 345 U.S. 909, 96 USPQ 457. 

In adopting its mark originally, the plaintiff did not merely use the 
word “allure” as ordinarily used in the English language. Rather, it made 
substantial changes in the word by dropping one of the “l’s,” capitalizing 
the second and inserting between what remained as the first two letters an 
apostrophe. This alteration of the visual aspect of the word effected also 
an alteration of the phonetic aspect by broadening and hardening the 
pronunciation of the first syllable and shifting thereto the accent which is 
ordinarily on the second syllable. The defendant’s mark, on the other hand, 
utilizes the ordinary word “allure” in its unaltered form but prefixes 
thereto the letters curv to form a combination word. As a result of this 
combination the prefixed syllable becomes dominant, both visually and 
phonetically. Because of the material dissimilarity of the mark, both 
visually and phonetically, the possibility of confusion in the mind of the 
average purchaser is too remote to support a finding of infringement 
especially since the use of the word “allure,” or coined words derived there- 
from, is so widespread in the women’s garment industry that no ordinary 
purchaser could possibly infer that all garments so described derive from 
a single source. 

A decree, in accordance with the above, may be settled. 
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FANCEE FREE MFG. CO. v. FANCY FREE FASHIONS, INC. 
No. 104-225 — D. C., S. D. N. Y. — February 4, 1957 










CoMMON LAW TRADEMARKS—CONFUSINGLY SIMILAR MARKS—SCOPE OF PROTECTION 
Plaintiff sues for an injunction, accounting and counsel fees for infringe- 
ment of its trade name and trademark. Plaintiff does business under the name of 
FANCEE FREE MFG. CO. and uses the name FANCEE FREE for its products, consisting 
of ladies’ underwear. Defendant was organized in 1955 and has used FANCY FREE 
as its trademark for its ladies’ outerwear. Both parties have advertised their mer- 
chandise substantially and both have established substantial sales. While the record 
fails to show any actual customer confusion, the test is likelihood of confusion and 
the evidence shows that there was considerable confusion in the trade resulting 
from the trade names. FANCY FREE is confusingly similar to FANCEE FREE when 
used on related goods, and plaintiff is entitled to an injunction. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OF GOODS 
The evidence shows that the under and outerwear involved are often sold in 
the same department and purchasers of FANCEE FREE slips may conclude that a 
FANCY FREE lounge robe comes from the same source. While the items are not in 
actual competition they are sufficiently related to cause likelihood of confusion 
entitling plaintiff to relief. Misspelling of the word Fancy does not deprive plain- 
tiff to a right of recovery. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 
Plaintiff’s rights do not depend merely on competition if the acts of defendant 
dilute the distinctive quality of the trademark. Dilution is established by showing 
confusion in the trade which need not be limited to confusion among customers. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DESCRIPTIVE TERMS 
FANCEE FREF is not a descriptive term as applied to plaintiff’s merchandise. 
REMEDIES—ScoPE OF RELIEF—DAMAGES 
REMEDIES—SCOPE OF RELIEF—ATTORNEY’S FEES 
Plaintiff is entitled to its actual damages by reason of defendant’s acts which 
are to be determined by a master, but in the absence of fraud, plaintiff is not 
entitled to defendant’s profits nor to counsel fees. 





































Action by Fancee Free Mfg. Co. v. Fancy Free Fashions, Inc., for 
trademark infringement and unfair competition. Judgment for plaintiff. 


Harry Price, of New York, N.Y., for plaintiff. 
Emanuel R. Posnack, of New York, N.Y., for defendant. 







Dawson, District Judge. 
This is an action seeking an injunction, accounting and counsel fees, 


for alleged infringement by the defendant of the trade name and trademark 
of the plaintiff. Jurisdiction arises because of diversity of citizenship and 
also is claimed under section 39 of the Lanham Act. 15 U.S.C. 1121 (1952). 
The Court finds the following facts: 













1. The plaintiff is a Missouri corporation organized and doing busi- 
ness under the name of FANCEE FREE MFG. co. It uses the trade name 
FANCEE FREE on items of merchandise manufactured and sold by it. Plain- 
tiff corporation succeeded to the business of Miss Herma Wiedle, who started 
the business as a sole proprietorship under the trade name FANCEE FREE 
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MFG. co. The business was started by Miss Wiedle under that name in 
1947; she adopted the corporate form in August 1950. 


2. The plaintiff manufactures and sells articles of intimate apparel 
designed for women, including garter belts, brassieres, girdles, sanitary 
napkin attachments, slips, petticoats, pajamas, panties and foundation 
garments. Although plaintiff’s business in its earlier days was designed 
to provide articles primarily intended for maternity wear, it soon developed 
beyond that field and the articles manufactured and sold by it today are 
not limited to maternity wear. 


3. On December 19, 1947, the plaintiff applied for a United States 
trademark registration of FANCEE FREE and on November 13, 1954 plaintiff 
was issued United States Trademark Registration No. 550,616 on FANCEE 
FREE which specifically related to: “garter belts, convertible garter belts 
and sanitary napkin attachments for garter belts sold as units, brassieres 
and girdles.” 


4. The defendant is a New York corporation organized in March 1955 
by certain individuals who previously had been engaged in the underwear 
trade. It has a factory and also a salesroom in New York City. Defendant 
corporation, ever since its organization, has used the words FANCY FREE 
as its trademark on items of merchandise manufactured and sold by it. 


5. Defendant manufactures and sells lounging wear, such as brunch 
coats, dusters, housecoats, two-piece lounge suits, slacks, culottes and 
cover-alls. It does not manufacture or sell underwear or maternity gar- 
ments, or such items as garter belts, brassieres, girdles, slips, petticoats, 
pajamas, panties or foundation garments. 


6. The sales of both the plaintiff and defendant are principally to 
retail stores throughout the country. In many cases sales are made by both 
parties to the same stores. A substantial part of the sales of each party is 
made through central buying offices which purchase for affiliated groups 
as well as individual stores across the nation. 


7. Both plaintiff and defendant have advertised their merchandise 
and in connection therewith have advertised their respective trademarks. 
Defendant spent $40,000 in advertising in the one and one-half years it 
has been in business, of which $23,900 was spent in 1956. Plaintiff spent 
approximately $8,500 for advertising in the fiscal year ending August 
1956. 


8. The gross business done by the defendant in 1956 was $1,650,382. 
The gross business done by the plaintiff for the fiscal year ending August 
1956 was $225,000. 


9. There was no evidence that any customer had actually bought any 
product of the defendant in the mistaken belief that it was a product made 
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by or distributed by the plaintiff. However, as Judge Clark has pointed 
out: “ * * * the test is the likelihood of confusion, not the number of 
specific instances of customer mistake which can be piled up.” Hyde Park 
Clothes v. Hyde Park Fashions, 204 F. 2d 223, 229, 97 USPQ 246, 251 
(43 TMR 934) (2d Cir.) (dissenting opinion), cert. denied, 346 U.S. 827, 
99 USPQ 491 (1953). There was ample proof of considerable confusion in 
the trade resulting from the similarity of the trade names. This evidence 
established that: 


(a) Garments sent by the defendant to stores in Scranton, Pennsyl- 
vania, Lafayette, Indiana, Washington, D.C., and Albany, New York, were 
returned by these stores, in error, to the plaintiff in St. Louis, and charges 
therefor were deducted from payments due the plaintiff for other merchan- 
dise which had been shipped by plaintiff to the respective stores. 


(b) The plaintiff received orders from stores in Marion, Ohio, and 
Denver, Colorado, for items of merchandise manufactured by the defen- 
dant and not manufactured by the plaintiff. 


(c) The plaintiff received complaints from customers for not shipping 
orders to them where plaintiff had never received such orders because the 
orders had apparently been sent to the defendant corporation in New York. 


(d) The defendant corporation received checks from various stores 
for merchandise which had not been shipped by the defendant, but had been 
shipped by the plaintiff; defendant cashed these checks, resulting in the 
necessity for considerable correspondence by plaintiff with the stores to 
secure payment to the plaintiff for merchandise which it had shipped to 
the stores. 


(e) The plaintiff lost at least one account because the buyer of the 
particular store in Baltimore refused to do business with a company where 
there would be confusion in names or where the store might be doing 
business with two companies having names which sounded the same. 


(f) The likelihood of confusion by customers was shown by defen- 
dant’s advertisements. A woman buying a slip trademarked FANCEE FREE 
might well assume that a lounging robe bearing a similar name came from 
the same source. 


10. Within three months after the defendant started in business, plain- 
tiff protested against its doing business in this field with a name that 
sounded similar to that of plaintiff and asked defendant to desist from the 
use of that name. The defendant refused to desist and continues to use 
its name and advertise that name until the present time. 


DISCUSSION 


The defendant contends that the plaintiff is not entitled to the relief 
sought, primarily on the ground that the respective merchandise sold by 
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the companies falls in unrelated fields. The defendant urges that its mer- 
chandise is “outerwear” while the merchandise sold by plaintiff is “under- 
wear” and that the categories are so dissimilar that confusion would not 
exist. The defendant has also asserted by an affirmative defense that 
the plaintiff’s alleged trade name and trademark FANCEE FREE is a descrip- 
tive term which is not susceptible of exclusive use when applied to plain- 
tiff’s goods; and that the words “fancy free” have been used by other man- 
ufacturers so that the word no longer is available as the exclusive property 
of any manufacturer or distributor. 

One essential reason for protecting a trade name or trademark is to 
prevent confusion. The right to a trademark is a limited one in the sense 
that others may use the same name on unrelated goods. Nims, Unfair 
Competition and Trademarks, 667 (4th ed. 1947) ; American Steel Found- 
ries V. Robertson, 269 U.S. 372, 381 (16 TMR 51) (1926). The issue as to 
whether the goods sold by the plaintiff and the goods sold by the defendant 
are related goods is an issue of fact. The evidence shows that articles of 
intimate wearing apparel as sold by the plaintiff are frequently sold in the 
same departments of stores which sell items of lounge wear as sold by the 
defendant. In some instances the same buyer for a department store will 
buy both underwear and lounge wear. Certainly it requires little knowl- 
edge of merchandising practice to understand that a woman purchaser 
or wholesale buyer who had bought FANCEE FREE slips or pajamas, might 
well conclude that a lounge robe or brunch coat bearing a similar trade- 
mark might come from a similar source. Though not in competition with 
each other, these items of feminine apparel are sufficiently related for 
there to be such a likelihood of confusion as to entitle plaintiff to protec- 
tion of its trademark. The Lanham Act’s standard of infringement, not 
being limited to competing goods, applies to: 


“«“#* * * the sale * * * of any goods * * * likely to cause confusion or 
mistake or to deceive purchasers as to the source of origin of such 
goods * * *.” 15 U.S.C. 1114(1)(a) (emphasis supplied) 


Recognizing that a trademark is tied to the nature of the goods specified 
in the registration, the Court concludes that defendant’s goods are so 
related to plaintiff’s as to be within the scope of the trademark. See Pure 
Foods, Inc. v. Minute Maid Corp., 214 F. 2d 792, 102 USPQ 271 (44 TMR 
1408) (5th Cir.) cert. denied, 348 U.S. 888, 103 USPQ 424 (1954); Cf. 
Yale Elec. Corp. v. Robertson, 26 F. 2d 972, 974 (18 TMR 321) (2d Cir. 
1928). 

In addition to a Lanham Act claim, plaintiff’s complaint also asserts 
a claim of unfair competition. Both parties have proceeded on the assump- 
tion that New York law is controlling on this issue, and have not urged 
that a different result would proceed from the application of federal com- 
mon law. Codification of New York law has found expression in a statute 
which first became effective on July 1, 1954. It provides: 
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“Likelihood of injury to business reputation or of dilution of the 
distinctive quality of a trade name or trademark shall be a ground for 
injunctive relief in cases of trademark infringement or unfair com- 
petition, notwithstanding the absence of competition between the 
parties or the absence of confusion as to the source of goods or ser- 
vices.” Gen. Bus. Law 368-c, 3. 


See Peerless Electric Co. v. Peerless Electric, 206 Misc. 965, 135 N.Y.S. 
2d 885, 103 USPQ 283 (44 TMR 1320) (Sup. Ct. 1954). 

Thus in order to get an injunction for infringement of a trade name 
or trademark, plaintiff need not prove that he is in competition with the 
defendant, or that there is confusion as to the source of goods. His cause 
of action for an injunction is established if he shows that the actions of 
the defendant have resulted in a dilution of the distinctive quality of the 
trademark or trade name. This dilution can be established by showing 
confusion in the trade; and the confusion is not necessarily limited to a 
confusion existing among customers. 

A trade name may acquire a secondary meaning as establishing in 
the minds of customers the source of goods; a trade name may also acquire 
a secondary meaning as signifying to a buyer a source of goods which is 
prompt, reliable and accurate in filling orders and rendering bills. For 
another company to come into the field bearing the same name, with the 
result that buyers’ orders are not promptly filled, that returns are directed 
to another company and that confusion results in billing, certainly would 
result in a dilution of the distinctive quality which that trade name had 
acquired. 

Within three months after defendant started in business defendant 
was advised that plaintiff, an established firm using the name FANCEE FREE 
as its trademark and trade name, was selling goods in the related field of 
intimate feminine wearing apparel and that confusion would result if de- 
fendant continued to use the name which it had adopted. Nevertheless, 
defendant elected to continue the use of that name. Thereafter confusion 
did develop. It would seem that proper respect for the rights of others 
would have occasioned some action by the defendant to avoid using a 
name which was already in use in a related field. The defendant urges in 
its defense that the plaintiff has not established that its name has acquired 
a secondary meaning. But this no longer is the test. The test is whether 
the acts of the defendant are fair or unfair according to the principles 
recognized in equity, and not according to the “morals of the market.” 
Oneida Ltd. v. National Silver Co., 25 N.Y.S. 2d 271, 276, 48 USPQ 33, 37 
(31 TMR 64) (Sup. Ct. 1940). See Flint v. Oleet Jewelry Mfg. Co., 133 
F. Supp. 459, 106 USPQ 69 (45 TMR 1178) (S.D.N.Y. 1955). 

Modern advertising and merchandising methods have proved the 
validity of Shakespeare’s statement that “A good name is rather to be 
chosen than great riches.” A good name may, in fact, lead to great riches 
in the marts of trade. The president of defendant testified that the trade- 
mark FANCY FREE was worth more than $3,000 to his firm. A due apprecia- 
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tion for the rights of others might have brought him to the conclusion, on 
reflection, that the trademark was also of considerable value to the plain- 
tiff. And, as the first user of the mark, the plaintiff would have been entitled 
to such value as it may possess and to prevent dilution of that value by 
another. Cf. McLean v. Fleming, 96 U.S. 245, 24 L.Ed. 828 (1877). 


Nor does the fact that plaintiff spells the word “fancee” while the 
defendant spells it “fancy” deprive the plaintiff of a right to recovery. 
See McLean v. Fleming, supra, (MCLANE infringes MCLEAN); Stephano 
Bros. Inc. v. Stamatopoulos, 238 F. 89 (7 TMR 34) (CA 2, 1916) (RaDAMES 
infringes RAMESES) ; 1 Nims, Unfair Competition and Trademarks, 221(1) 
(4th ed. 1947). 

Defendant’s affirmative defense that the words FANCEE FREE constitute 
a descriptive term which is not susceptible to exclusive appropriation as 
a trademark is hardly worthy of discussion. The words FANCEE FREE were 
duly registered as a trademark by the Patent Office which obviously did 
not think that they were a descriptive term. Compare 15 U.S.C. 1052(e) 
with 15 U.S.C. 1052(f). Furthermore the words are in no sense descrip- 
tive of the merchandise but rather are of that fanciful type that cus- 
tomarily are appropriated and used as trademarks. See Douglas Lab. Corp. 
v. Copper Tan, 210 F. 2d 453, 100 USPQ 237 (44 TMR 657) (2d Cir.), 
cert. denied 347 U.S. 989, 101 USPQ 505 (1954). 

The defendant’s argument that the trademark is descriptive is based 
upon his assertion that it is a term “designating free movement.” If this 
is so it would seem that the term is hardly descriptive but rather the very 
antithesis of the purpose for which I would suppose girdles and brassieres 
are made and sold. Defendant’s counterclaim seeking cancellation of the 
plaintiff’s registered trademark on the ground that the registered trade- 
mark is merely descriptive should be dismissed. 

The principle recognized in equity is that one should not use another’s 
name for business purposes if as a result confusion will develop. Albro 
Metal Products Corp. v. Alper, 281 App. Div. 68, 117 N.Y.S. 2d 342, 96 
USPQ 159 (42 TMR 430) (1st Dept. 1952). Cogent authority exists, 
however, in support of the proposition that federal common law is the 
measure of plaintiff’s unfair competition claim. See Maternally Yours, 
Inc. v. Your Maternity Shop, 234 F. 2d 538, 110 USPQ 462 (46 TMR 1509) 
(2d Cir. 1956) (dissenting opinion). But under that standard as well, 
plaintiff’s right to recover has been established, as proof of confusion, 
even without showing competition, is sufficient. See 8S. C. Johnson & Son, 
Ine. v. Johnson, 175 F. 2d 176, 81 USPQ 509 (39 TMR 557) (2d Cir.), cert. 
denied, 338 U.S. 860, 83 USPQ 543 (1949); Developments in the Law 
Trademarks and Unfair Competition, 68 Harv. L. Rev. 813, 844 (1955). 

Plaintiff seeks not only an injunction but also an accounting for 
damages “as well as profits defendant has improperly made as a result 
of its unfair competition and trademark and trade name infringement.” 
The parties stipulated that the determination as to damages and profits 
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would be referred to a master. There was proof presented to the Court 
of damages suffered by plaintiff, such as the cost of circularizing the trade 
to advise them of the existence of two companies having similar names, 
and the loss of money due to payments being made to defendant, and 
discounts taken thereon, for goods shipped by the plaintiff, ete. There was 
no proof presented to the Court of any profits made by the defendant 
as a result of the use of the trademark or trade name. There was no proof 
that defendant used its trade name or trademark to deceive customers into 
buying merchandise in the belief that such merchandise was manufactured 
by the plaintiff. Nor was there any proof that any substantial part of 
defendant’s profits was a result of goods being purchased in such mistaken 
belief. Under such circumstances the issuance of an injunction and decree 
for actual damages sustained might be proper but it would be improper 
to allow plaintiff to recover the profits of defendant. Strauss v. Notaseme 
Hosiery Co., 240 U.S. 179 (6 TMR 103) (1916). Profits are not allowed 
as a right but only “subject to the principles of equity.” 15 U.S.C.A. 1117. 
See Triangle Publications v. Rohrlich, 167 F. 2d 969, 77 USPQ 196 (38 
TMR 516) (C.A. 2, 1948). Similarly, the absence of fraud here precludes 
allowance of counsel fees to plaintiff. See Maternally Yours, Inc. v. Your 
Maternity Shop, supra. 


CoNCLUSION 
The Court concludes: 


(1) That plaintiff has a valid trademark and trade name FANCEE 
FREE and that this trademark and trade name has acquired secondary 
significance as indicating articles of feminine apparel manufactured and 
sold by plaintiff. 


(2) That use by defendant of the trademark and trade name FANcy 
FREE in connection with the sales of articles of feminine apparel has 
caused confusion in the trade and is likely to result in confusion to pur- 
chasers of articles of feminine apparel; and by dilution of the value of 
the trade name and trademark of plaintiff that this use constitutes an 
infringement of the trade name and trademark of plaintiff. 


(3) That the use by the defendant of the trademark and trade name 
FANCY FREE has resulted in damages to plaintiff and that plaintiff has no 
adequate remedy at law. 


(4) That defendant did not adopt the trade name and trademark 
FANCY FREE with any intent to trade on the good will of plaintiff or to de- 
ceive purchasers into purchasing its merchandise in the mistaken belief 
that it was the merchandise of the plaintiff; nor is there any proof that any 
appreciable amount of any merchandise sold by the defendant was bought 
by customers in that mistaken belief, or that the profits of defendant re- 
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sulted from sales of merchandise fraudulently sold on the representation 
that the articles were provided by the plaintiff or in the belief by the 
customers that the articles were articles manufactured by the plaintiff. 


(5) That an injunction should be issued permanently restraining 
the defendant from using the trade name FANCY FREE or the trademark 
FANCY FREE in connection with the sale or distribution of articles of fem- 
inine apparel. 


(6) That judgment should be entered for plaintiff for damages and 
costs, and that the decree to be entered should provide for the appoint- 
ment of a master to take evidence upon and to report with respect to the 
amount of such damages and costs. 

This opinion shall constitute the findings of fact and conclusions of 
law of the Court. 

Submit proposed interlocutory decree in conformity herewith within 
fifteen days from the date of this opinion. 


ABRAMSON ei? al., doing business as CARO JEWELRY 
COMPANY et al. v. CORO, INC. 


No. 16251 — C. A. 5 — February 5, 1957 





REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
To establish infringement plaintiff need only show that name adopted by 
defendants is so similar to its trademark as to be likely to cause confusion among 
reasonably careful purchasers. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
Proof of actual deception is not needed to justify an injunction against use 
of a trademark if it is of such a character or used in such a way as to be likely 
to deceive a prospective purchaser. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
Similarity of sound as well as appearance may be taken into account in weigh- 
ing probability of confusion. 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
Relief by way of injunction in an action for unfair competition is not pre- 
cluded solely by fact that goods or businesses of litigants are not in actual 
competition. 





Action by Coro, Inc. v. A. J. Abramson and Irwin Schwartz, doing 
business as Caro Jewelry Company and Caro for trademark infringement 
and unfair competition. Defendants appeal from judgment for plaintiff 
of District Court for Southern District of Mississippi. Affirmed. 

Case below reported at 46 TMR 1106. 


Jacob D. Guice and W. L. Guice, of Biloxi, Mississippi, for appellants. 
8S. E. Morse, of Gulfport, Mississippi, and Ira M. Millstein, of New York, 
N.Y., for appellee. 


Before Hutcueson, Chief Judge, and Homes and Bora, Circuit Judges. 
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Bora, Circuit Judge. 

The plaintiff, Coro, Inc., brought this action against A. J. Abramson 
and Irwin Schwartz, doing business as Caro Jewelry Company and Caro 
to enjoin them from infringing the trademark coro and from engaging in 
unfair competition and for damages. The defendants denied the charges 
of infringement and unfair-competition. The District Court found all the 
material facts in favor of plaintiff and entered judgment enjoining defen- 
dants from the acts of infringement and unfair competition complained 
of. From that judgment the present appeal has been taken. 

The material facts are in substance as follows: The plaintiff, a New 
York corporation, has since the year 1901 been engaged in the manufac- 
ture, sale, distribution, and promotion of costume jewelry and related 
items. It has manufacturing plants in the United States, Canada, and 
England, maintains sales offices and sales representatives throughout the 
United States and is and has been for many years a leader in the field of 
costume jewelry, selling to retail department stores, jewelry stores and 
specialty stores in every state of the Union and in most countries through- 
out the world. The word coro as a trademark was formulated by joining 
the first two letters of the names of the founders of the business, Cohen 
and Rosenberger, and since 1919, plaintiff has used in connection with the 
sale of its costume jewelry the name and style of coro written both in 
block letters and in script. In 1921 plaintiff registered with the Com- 
missioner of Patents the name coro as a trademark and has used this 
trademark continuously since that date. And subsequent thereto it has 
obtained numerous renewals of its trademark in a number of forms and 
for a variety of jewelry items and ornaments. Plaintiff has throughout 
the years expended substantial sums of money in a broad and varied pro- 
gram of advertising with the objective of promoting the name coro and 
of enhancing the good will attached thereto. Such advertising appears 
throughout the United States including the states of Louisiana and Missis- 
sippi and is conducted through the media of radio, television, national 
fashion magazines, and newspapers. Plaintiff’s products which are sold 
under the name of coro have met with popular approval throughout the 
retail trade and the consuming public, its gross sales for the calendar year 
1955 being approximately $26.000,000. Plaintiff sells its regular line of 
products to a number of stores in Biloxi and Gulfport, Mississippi, and 
in other towns and cities in that immediate vicinity and certain of its 
customers who sell Coro jewelry in Biloxi are within a few blocks of the 
retail jewelry stores owned and operated by the defendants. As a result 
of its extensive sales and advertising and the promotion of its products 
under its trademark, the name coro has come to mean the products of 
plaintiff in the State of Mississippi and the cities of Biloxi and Gulfport 
as well as in all of the United States, and it is the name of coro which 
distinguishes plaintiff’s products from other similar goods. 





1. The complaint asked for damages, but at the trial that prayer was waived. 
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Defendants operate a retail jewelry business in Biloxi under the name 
caro and Caro Jewelry Company. They purchased the store in June 1954 
from David Rosenblum who theretofore had sold coro costume jewelry. 
The defendants do not sell plaintiff’s products but they do sell other and 
competing nationally known makes of costume jewelry of the same type 
in addition to diamonds, silverware and genuine jewelry. After acquiring 
the business of Rosenblum, the defendants adopted the name Caro Jewelry 
Company and have used the name caro in both block and script letters 
closely imitating the script of coro in plaintiff’s trademark in connection 
with the advertisement and sale of their products and with full knowledge 
of the prior and extensive use by plaintiff of its trademark caro in con- 
nection with the manufacture and sale of items of costume jewelry and 
various novelties. Although it appears that the attorney for defendants 
had in early 1954 selected the name caro for the former owner, Rosenblum, 
because it meant “dear” or “beloved” in Italian, the defendant Schwartz 
admitted during the course of his cross-examination that he was not aware 
that the word caro had any meaning in Italian until seven months prior 
to the trial which was had in March, 1956. 

On the basis of these facts, among others which it is unnecessary to 
set forth in detail, the District Judge who saw and heard the witness 
found that the defendants’ use of the name caro for the conduct of their 
jewelry business was an intentional, and not an innocent appropriation 
of the important part of plaintiff’s trademark ; that the name caro as used 
by defendants in their business is a colorable imitation of plaintiff’s reg- 
istered trademark and a deliberate infringement thereof ; that the continued 
and unauthorized use by the defendants of the confusing similar name 
caro has probably already caused and will inevitably cause confusion 
and deception to the consuming public, and will lead the average pur- 
chaser of costume jewelry erroneously to believe that the products adver- 
tised and sold by defendants are either manufactured or sponsored or 
sold by plaintiff or are being advertised and sold with the consent and 
authority of the plaintiff; and, finally, that the reputation built up by 
plaintiff through its many years of successful and extensive operation 
and the expenditure of substantial sums of money for advertising and 
publicity is being unfairly and improperly traded upon by the defendants 
in the conduct of their business. 

Having thus found the facts of this case to be as we have detailed 
them above, the court consistent with its conclusions of law entered a 
judgment enjoining the defendants from: “(1) using the names coro. 
CARO, CARO JEWELRY COMPANY in block or script letters or in any other 
form, and any other name or corporate title simulating plaintiff’s trade- 
marks embodying the word coro in the operation of the business of defen- 
dants or in selling, marketing or otherwise disposing of costume jewelry, 
jewelry, novelty jewelry or any other items of merchandise,” and “(2) 
* * * from any acts of unfair competition and trademark infringement 
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arising out of their unlawful simulation of the trademarks of plaintiff 


embodying the word coro.” 

The defendants on this appeal urge four points of error, which they 
compress into one and their argument runs substantially as follows: That 
the existence of a general resemblance between caro and plaintiff’s trade- 
mark in and of itself, and absent a showing of actual instances of decep- 
tion or confusion, or of damages sustained by plaintiff, or of any actual 
competition between the parties’ respective businesses, was insufficient to 
justify the injunction that was issued below. 

The argument is not persuasive. We take it to be the accepted rule 
that to establish infringement, plaintiff need only show as it did here that 
the name adopted by defendants is so similar to its trademark as to be 
likely to cause confusion among reasonably careful purchasers. The ap- 
plicable statute, 15 U.S.C. § 114(1) requires only that in an action for 
trademark infringement the colorable imitation be “ * * * likely to cause 
confusion or mistake.” And here the evidence clearly supports the court’s 
findings that the manner in which defendants imitated plaintiff’s trade- 
mark will not only inevitably cause confusion and deception to the con- 
suming public, but that defendants by their intentional act of imitation 
have demonstrated their belief that there will be deception. Nor is there 
any merit to appellants’ claim that there has been no showing of actual 
instances of deception or confusion, for no such evidence was required. 
George W. Luft Co. v. Zande Cosmetic Co., 2 Cir., 142 F. 2d 536, 61 USPQ 
424 (34 TMR 190) ; Rice & Hutchins, Inc. v. Vera Shoe Co., 2 Cir., 290 F. 
124 (13 TMR 389). The authorities are legion in holding that proof of 
actual deception is not needed to justify an injunction against the use of 
a trademark if it is of such a character or used in such a way as to be 
likely to deceive a prospective purchaser, and that similarity of sound as 
well as appearance may be taken into account in weighing this probability. 
LaTouraine Coffee Co. v. Lorraine Coffee Co., 2 Cir., 157 F. 2d 115, 70 
USPQ 429 (36 TMR 271); George W. Luft Co. v. Zande Cosmetic Co., 
supra; Esso, Inc. v. Standard Oil Co., 8 Cir., 98 F. 2d 1, 38 USPQ 295 

(28 TMR 386); Green Manufacturing Co. v. Isaac Greenberg & Bros., 
8 Cir., 25 F. 2d 284; 8. S. Kresge Co. v. Champion Spark Plug Co., 6 Cir., 
3 F. 2d 415 (15 TMR 276); Coca-Cola Co. v. Old Dominion Beverage 
Corp., 4 Cir., 271 F. 600 (11 TMR 128). Likewise, appellants can derive 
no comfort from the argument that the injunction was improperly granted 
because there was no proof that Coro, Inc. sustained any damage, for as 
we said in Pure Foods, Inc. v. Minute Maid Corp., 5 Cir., 214 F. 2d 792, 
797, 102 USPQ 271, 274 (44 TMR 1408): “To authorize preventive relief 
through the issuance of an injunction proof of actual damage is not neces- 
sary, but the likelihood of damage is sufficient. [citing authorities].” 
Finally, and as to unfair competition, we think a finding of actual competi- 
tion was implicit in the trial court’s findings of fact which we have out- 
lined above. But even if the contrary conclusion is warranted, relief by 
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way of injunction in an action for unfair competition is not precluded solely 
by the fact that the goods or businesses of the litigants are not in actual 
competition. Cockrell v. Davis (Miss.), 23 So. 2d 256. 

The judgment of the District Court was right and it is affirmed. 


THE CHAMPION PAPER & FIBRE CO. v. NATIONAL 
ASSOCIATION OF MUTUAL INSURANCE AGENTS 


No. 3062-55 — D. C., D. C. — February 6, 1957 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 
The dilution theory has not been adopted by the federal courts. 

REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OR DISSIMILARITY OF GOODS 

No infringement or unfair competition found to exist in an action involving 

plaintiff’s mark which consisted of a picture of a knight in armor on horseback and 

the word CHAMPION, used in connection with paper products since 1925, and defen- 





dant’s use of a similar design with the words MUTUAL INSURANCE, used in connection 
with the sale of insurance; the spheres of activity of the two parties were so foreign 
to each other as to insure against any identification between them. 





Action by The Champion Paper & Fibre Co. v. National Association of 
Mutual Insurance Agents for trademark infringement. Complaint dis- 
missed. 


Clarence M. Fisher, of Washington, D.C., and W. Brown Morton, Sr., and 
Stanton T. Lawrence, of New York, N. Y., for plaintiff. 
Hubert King and James Littlepage, of Washington, D.C., for defendant. 


Houtzorr, District Judge. 

This is an action for an injunction to restrain the infringement of a 
trademark and unfair competition. Defendant moves to dismiss the com- 
plaint at the close of the plaintiff’s case. 

Plaintiff is a manufacturer of paper and paper products and has been 
using continuously since 1925 a trademark containing an arbitrary picture 
of a knight in armor on horseback and the word CHAMPION in connection 
with it. This trademark was registered on March 22, 1927. In 1948 it was 
modified by the addition of a banner on which the word cHAMPION was 
inscribed. The evidence is ample to the effect that this trademark has been 
employed continuously since 1925 in connection with the plaintiff’s prod- 
ucts and its advertising, both direct advertising and advertising in vari- 
ous trade papers and magazines of general circulation; and further that 
a great deal of money has been spent on popularizing the trademark. 

4 The defendant is an association of insurance agents, and during the 
past few years has been using as its trademark a similar reproduction of 
a knight in armor on horseback, although in this instance the banner 
carried by the knight has inscribed upon it the words “Mutual Insurance.” 
Assuming, however, that the two trademarks are similar, the question 
arises whether the defendant’s use infringes the plaintiff’s rights. 
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The statutory rights as to trademarks are now governed by the Lanham 
Act (Act of July 5, 1946), which is found in Title 15 of the United States 
Code. The remedies for infringement of a trademark are provided by Sec- 
tion 1114 of Title 15, which subjects to an action for an injunction any 
person who uses without the consent of the registrant any registered trade- 
mark in connection with the sale, offering for sale, or advertising of any 
goods or services on or in connection with which such use is likely to cause 
confusion or mistake or to deceive purchasers as to the source of origin of 
such goods or services. In other words, the statutory remedy is limited to 
cases in which the infringer of the trademark is likely to cause confusion or 
mistake or to deceive purchasers as to the source of origin of the goods or 
services. Obviously, there is no possibility of any member of the public of 
average intelligence being so misled in this instance. No one is likely to 
think that because the defendant, an association of insurance agents, is 
using a trademark similar to that of the plaintiff, which is a manufacturer 
and dealer in paper products, it is affiliated with the plaintiff, or that the 
plaintiff is engaged also in selling insurance. 

It was pointed out by Judge Minton when he was a United States 
Circuit Judge for the 7th Circuit, in California Fruit Growers Exch. v. 
Sunkist Baking Co., 166 F.2d 971, 76 USPQ 85 (38 TMR 188), that the 
foregoing provision of the Lanham Act has narrowed to some extent the 
rules of law bearing on this point under the preceding statutes. In that 
case it was held that the trademark suNKIsT used on fruit and fruit prod- 
ucts was not infringed by the use of the same name on bread. 

Plaintiff, however, relies upon general equitable principles rather than 
any statutory provisions, and claims a right to recover on the theory of a 
doctrine of so-called dilution, namely, that one who employs the trademark 
of another, even though not on competing goods or services, detracts from 
its value. In support of this contention the plaintiff relies on the case of 
Tiffany & Co. v. Tiffany Productions, Inc., 147 N.Y. Misc. 679, 264 N.Y. 
Supp. 459 (23 TMR 1), a decision of the New York Supreme Court which 
was affirmed on appeal. While that decision may sustain plaintiff’s theory, 
the doctrine has not been adopted by the Federal courts. 

In American Foundries v. Robertson, 269 U.S. 372, 380, the Supreme 
Court in an opinion written by Mr. Justice Sutherland enunciated the fol- 


lowing principles: 


“The mere fact that one person has adopted and used a trade- 
mark on his goods does not prevent the adoption and use of the same 
trademark by others on articles of a different description. There is 
no property in a trademark apart from the business or trade in con- 
nection with which it is employed * * * . ‘The law of trademarks is 
but a part of the broader law of unfair competition.’ * * * the 
general purpose of which is to prevent one person from passing off 
his goods or his business as the goods or business of another.” 


As far as this Court is aware, the Supreme Court has never departed from 
this formulation of the applicable principle of law. 
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Originally this doctrine was limited to a situation in which the in- 
fringer was using the trademark or an imitation of the trademark on 
competing goods or products. Later it was broadened to cover a use of a 
trademark belonging to another by which the infringer impliedly repre- 
sents that what he sells emanates from the owner of the trademark. Such 
use obviously may do much harm to the owner of the trademark, especially 
if the goods sold by the infringer are of an inferior quality. I am not aware 
of any Federal case in which this principle was extended to a situation 
where there can be no implication and no inference can be drawn by any 
member of the public of reasonable intelligence that the infringer is selling 
goods or services that are emanating from the owner of the trademark. 

Judge Learned Hand in Yale Electric Corp. v. Robertson, 26 F.2d 972, 
at pages 973-4 (18 TMR 323), discussed this question in his usual inimitable 
manner. He said: 


“The law of unfair trade comes down very nearly to this—as 
judges have repeated again and again—that one merchant shall not 
divert customers from another by representing what he sells as 
emanating from the second.” 


Then he continues: 


“However, it has of recent years been recognized that a merchant 
may have a sufficient economic interest in the use of his mark outside 
the field of his own exploitation to justify interposition by a court. 
His mark is his authentic seal; by it he vouches for the goods which 
bear it; it carries his name for good or ill. If another uses it, he 
borrows the owner’s reputation, whose quality no longer lies within his 
own control. This is an injury, even though the borrower does not 
tarnish it, or divert any sales by its use; for a reputation, like a face, 
is the symbol of its possessor and creator, and another can use it only 
as a mask.” 


But Judge Hand added a significant qualification. He goes on to say: 


“And so it has come to be recognized that, unless the borrower’s use is 
so foreign to the owner’s as to insure against any identification of the 
two, it is unlawful.” 


This Court is of the opinion that the case at bar involves a situation 
that is within the exception indicated by Judge Hand, namely, that the 
borrower’s use is so foreign to the owner’s as to insure against any iden- 
tification of the two. 

To summarize this discussion, uses of another’s trademark may fali 
into either one of three categories: 


1. The borrower’s use may be in connection with competing goods or 
services. 


2. The borrower’s use may be in connection with non-competing goods 
or services, but under circumstances giving rise to the reasonable pos- 
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sibility of an inference on the part of the public that these goods or services 
emanate from the owner of the trademark. 

3. The borrower’s use may be in connection with non-competing goods 
or services, the use being so foreign to the owner’s as to preclude any iden- 
tification or confusion between the two. 

In the first two cases, an action for an infringement will lie, but not 
in the third case. 

Under the circumstances, the Court is of the opinion that the plaintiff 
has not established any right to recover, and the motion to dismiss will 
be granted. 





WILLIAMSON-DICKIE MANUFACTURING COMPANY v. 
DAVIS MANUFACTURING COMPANY et al. 


No. 15494 — D. C., E. D. Pennsylvania — February 11, 1957 


REGISTRABILITY—PROHIBITED MARKS 
REGISTRABILITY—DESCRIPTIVE TERMS 
The mark DICKIES, used on boys’ clothing, is not deceptively misdescriptive 
since no likelihood exists that anyone would be led to believe that such mark 
identified a maker of false shirt front bosoms known as “dickies.” 
TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 2(e) 
REGISTRABILITY—SURNAMES 
The test of whether a mark is merely a surname under Section 2(e) of the Lan- 
ham Act is whether the purchasing public will attribute surname significance to it. 
The word DICKIE is so frequently used as the diminutive of the given name Richard 
and so infrequently used as a family name that the public would not be likely to 
think of it as a surname and the mark DICKIE’s could not, therefore, be said to be 
merely a surname. 
REMEDIES—INFRINGEMENT—BaASIS OF RELIEF—IN GENERAL 
Actual confusion need not be shown to establish infringement since the court 
ean find confusing similarity from a comparison of the marks in the setting in 
which they are used. 
The mark DICKIE’s used in connection with boys’ play suits, work suits and 
dungarees, is infringed by DICKIE DAVIS used on boys’ tailored garments. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
REMEDIES—INFRINGEMENT—EVIDENCE 
The defendants’ failure to answer plaintiff’s opposition to the former’s appli- 
cation for registration did not constitute an admission in a subsequent infringe- 
ment suit between the parties where the same marks were involved. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ATTORNEY’S FEES 
Upon a finding of confusing similarity between DICKIE’s and DICKIE DAVIS, both 
used on boys’ clothing, the court required the defendants to account to plaintiff for 
the profits attributable to use of the infringing mark but the court refused to award 
counsel fees to the plaintiff in the absence of bad faith or vexatious tactics by the 
defendants. 





Action by Williamson-Dickie Manufacturing Company v. Davis Manu- 
facturing Company, Solomon Davis, Joseph R. Davis, and David Davis 
for trademark infringement. Judgment for plaintiff. 





Vol. 47 T. M.R. WILLIAMSON-DICKIE vy. DAVIS MFG. CO. 





Paul & Paul, of Philadelphia, Pennsylvania, for plaintiff. 
Zachary T. Wobensmith and Maxwell L. Davis, of Philadelphia, Penn- 
sylvania, for defendants. 


KIRKPATRICK, Chief Judge. 

This is an action for trademark infringement brought by one manu- 
facturer of boys’ clothing against another. The plaintiff relies upon 
three trademark registrations, jurisdiction being grounded upon the 
Trademark Act of 1946, and also upon common law trademark rights. 
The defendants deny infringement and trademark rights in the plaintiff 
and, in a counterclaim, ask dismissal as to one of the plaintiff’s registra- 
tions, which has expired, and for a decree that the other two be cancelled 
as invalid and void. The expired registration is for the trademark DICKIE’s 
BEST, issued under the Trademark Act of 1920 and expired January 5, 1948, 
by the provisions of Section 46(b) of the Trademark Act of 1946. The 
other two trademarks are DICKIE’s and DICKIE’ WEARN-FORCED. 

DICKIE’s is the only one of the trademarks as to which the Patent 
Office proceedings need be considered, since that is the one which, if any, 
the defendants infringe. The matter is of some importance because, if 
the registration was regular and valid, the certificate is prima facie evi- 
dence of the registrant’s ownership of the mark and of the registrant’s 
exclusive right to use the mark in commerce in connection with the goods 
specified in the certificate. 15 U.S.C. 1057(b). 

The defendants’ case for cancellation is that the trademark was not 
registerable because it was (a) merely descriptive or deceptively mis- 
descriptive and (b) primarily merely a surname. 

As to (a), I can only say I cannot believe that there is the least 
likelihood that anyone today would be led by the plaintiff’s trademark 
to think that the plaintiff was manufacturing the false shirt bosoms, 
once popular under the name of “dickies.” 

As to (b), it will be noted that the plaintiff in its application for 
registration, in order to avoid the possibility that registration might be 
refused on the ground that DiIcKIE’s was primarily merely a surname, 
included in its original application a statement under oath that the trade- 
mark had been in substantially exclusive and continuous use for a period 
of five years, thus invoking the provisions of Section 2(f). The examiner 
evidently concluded that the word was not primarily merely a surname, 
advised the plaintiff that it was unnecessary to rely on Section 2(f), and 
directed it to file a new declaration with the claim of continuous use 
omitted. The defendants’ contention is that the issuance of the registration 
upon a declaration which omitted facts needful to bring Section 2(f) into 
play was beyond the authority of the Commissioner of Patents and, there- 
fore, void and of no effect. 

I think that the examiner was clearly right in deciding that resort 
to Section 2(f) was unnecessary. DICKIE is, in ordinary usage, primarily 
a nickname or a diminutive of the given name “Richard” rather than a 
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family name or surname although in this particular case there is a Dickie 
family involved. In construing Section 2(e) in Ez parte Rivera Watch 
Corp., 106 USPQ 145, 149 (45 TMR 1123), the Commissioner of Patents 
pointed out in a well reasoned opinion that the important question is 
whether or not “the purchasing public, upon seeing it on the goods, may 
not attribute surname significance to it.’”” The use of DICKIE as a diminutive 
of the given name “Richard” is so general that it seems to me quite safe 
to say that the public would not be likely to attribute surname significance 
to it particularly since it is a rather uncommon family name. The regis- 
tration was regular and valid, and the Commissioner did not exceed his 
power in issuing it. The prayer of the counterclaim as to the trademark 
DICKIE’s is denied. 

The trademark and name used by the defendants for the clothing 
manufactured by them is DICKIE DAVIS. It was selected because one of the 
individual defendants had a son named Richard Davis who was called 
Dickie. Thus the question of a defendant’s right to use of his own name 
is not presented, as it might have been if the plaintiff were objecting to 
the defendants’ use of the “Davis” part of their trademark. In any 
event, there is no reason to doubt that the defendants originally adopted 
the trademark without any intention of palming off their goods as those 
of the plaintiff. 

The plaintiff did not produce any evidence of actual cases of confu- 
sion in the minds of buyers and others resulting from the similarity of 
the trademarks. However, that is unnecessary and it has been held many 
times that the Court can make a finding of confusing similarity from a 
comparison of the mark or names themselves in the setting in which they 
are used by the respective parties. I am of the opinion that the marks are 
confusingly similar and I so find. 

In the nature of things, no general principles relating to this fact 
question of confusion similarity can very well be laid down. The marks 
that come before the courts from time to time are practically all different, 
and yet it would not be unhelpful to compare a few cases in which judg- 
ments have been based upon findings of the likelihood of confusion between 
the trademarks involved. For example, DIANA DEANE was held to infringe 
DIANA (Bunte Bros. v. Standard Chocolates, Inc., 45 F.Supp. 478, 53 
USPQ 668, 32 TMR 349), c. 1. pavips infringed pavw’s (Thaddeus Davids 
Co. v. Davids, 233 U.S. 461, 4 TMR 175), ernest cory infringed cory 
(Coty, Inc. v. Parfums de Grande Luze, 298 F. 865, 14 TMR 185, cer. den. 
266 U.S. 609), HUNYADI LASZLO and HUNYADI MATYAs infringed HUNYADI 
(Sazlehner v. Eisner & Mendelson Company, 179 U.S. 19), and in the 
Third Circuit prx1aANa and DIXIE DEW infringed DIXIE BELLE and DIXIE BEAU 
(Century Distilling Co. v. Continental Distilling Co., 106 F. 2d 486, 42 
USPQ 348, 29 TMR 457). In this court NEW HOLLAND was held to infringe 
HOLLAND (Holland Furnace Co. v. New Holland Machine Co., 24 F. 2d 751). 
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There are, of course, some decisions which are not easy to reconcile 
with the foregoing. However, a great many of the cases cited by the defen- 
dants have to do with the effect upon the issue of confusing similarity 
of the fact that the alleged infringer is manufacturing or selling goods 
claimed not to be in actual competition with those of the trademark owner. 
In the present case, there need be little difficulty on that score. The plain- 
tiff and the defendants are both manufacturing boys’ clothing. True, the 
defendants confine their line almost entirely to what they designate “tail- 
ored” garments—a more expensive and better quality of clothing than 
the play suits, work suits, dungarees, etc., which constitute the larger 
part of the plaintiff’s line. However, there is some overlapping and, even 
if there were not, it was held in National Dryer Manufacturing Corp. v. 
The National Drying Machinery Co., 228 F. 2d 349, 108 USPQ 54 (46 TMR 
314), that the trademark owner will be protected in a field so closely 
allied to his business that he may reasonably be expected to enter into it. 
If the use of a mark by a school for driving instruction infringes it as 
used by a seller of automobile parts or an insurance company (Sears, 
Roebuck and Co. v. Johnson, 219 F. 2d 590, 104 USPQ 280, 45 TMR 461) 
or if hot air hand driers are close enough to large specially constructed 
driers for laundries and industrial plants (National Dryers Manufactur- 
ing Corp. v. The National Drying Machinery Co., supra) or if gin com- 
petes with bourbon whiskey (Century Distilling Co. v. Continental Dis- 
tilling Co., supra), certainly the manufacturer of one kind of boys’ cloth- 
ing cannot escape a charge of infringement because the plaintiff is prin- 
eipally engaged in manufacturing another kind. 

The plaintiff’s case does not need support from what it contends 
amounts to an admission of confusing similarity of the marks by the 
defendants, in the course of proceedings in the Patent Office. I may say, 
however, that I do not agree that the defendants’ failure to answer the 
plaintiff’s opposition when they attempted to register their mark amounts 
to an admission in a suit against them for infringement that the marks 
are confusingly similar. At any rate, in reaching the conclusion stated 
above, I have not given any weight to it. 

An order may be presented for a permanent injunction enjoining the 
defendants from using DICKIE or any other colorable imitation of plain- 
tiff’s trademark DICcKIE’s on or in connection with boys’ clothing; and pro- 
viding that the defendants account to plaintiff for that portion of the 
defendants’ profit attributable to the infringing use of the trademark 
DICKIE DAviIs; that the defendants’ counterclaim for cancellation of the 
plaintiff’s registrations be dismissed; that the defendants’ counterclaim 
for declaratory judgment of invalidity and non-infringement of the plain- 
tiff’s trademark picK1e’s be dismissed; and that the defendants pay costs 
of this action. 

I have not included in the foregoing an order that the defendants pay 
the plaintiff’s counsel fees. The Trademark Act of 1956 does not authorize 








628 THE TRADEMARK REPORTER 





Vol. 47 T. M.R. 








such allowance, and it has been held that the enactment cf that statute 
precludes resort to the patent statute, 35 U.S.C. 285, or the copyright 
statute, 17 U.S.C. 116. Whatever the inherent power of a court of equity, 
apart from statute, to award attorneys’ fees as costs, there is no occasion 
in the present case to exercise such power. There is no evidence indicating 
bad faith or vexatious tactics on the part of the defendants. In fact, the 
defendants’ attorneys are to be commended for entering into a stipulation 
relating to the extent of the plaintiff’s business, advertising expenditures, 
etc., which save the Court much time in the trial of the ease. 


RONSON ART METAL WORKS, INC. v. GIBSON 
LIGHTER MANUFACTURING CO. et al. 


New York Sup. Ct., App. Div., 1st Dept. — February 26, 1957 































REMEDIES—UNFAIR COMPETITION—ScOPE OF RELIEF—ACCOUNTING 

Action for injunction and damages based on unfair competition. From judg- 
ments for plaintiff both parties appeal. Plaintiff, manufacturer of the RONSON 
lighter, the patents for which expired in 1952, sues defendants for copying the 
design of its lighter and for unfair competition. Undisputed that upon the termina- 
tion of the patent defendants were free to duplicate the device but the court held 
the defendants to be guilty of unfair competition in the combined copying of plain- 
tiff’s designs, slogans, legends and advertising art so as to “stimulate confusion” 
and referred the matter to a master to assess damages. Plaintiff limited its proof 
at the reference to proof of defendants’ profits without attempting to establish 
any relation between defendants’ profits and plaintiff’s loss. The award, based on 
the erroneous assumption of defendants’ profits should be reversed and sent back 
for further proof to determine “the fair compensation, if any, to the plaintiff for 
the illegal acts of the defendants” and plaintiff must show loss of profits due to 
defendants’ unfair acts. 





Action by Ronson Art Metal Works, Inc. v. Gibson Inghter Manufac- 
turing Co., George J. Manne, doing business as Gibson Inghter Mfg. Co., 
and Continental Merchandise Co., Inc., for unfair competition. Both parties 
appeal from New York Supreme Court, Special Term, New York County 
from judgment for plaintiff on accounting. Reversed on defendants’ ap- 
peal; plaintiff’s appeal dismissed. 

See also 43 TMR 190, 44 TMR 419. 


Joseph Lorenz and Lorenz, Finn & Giardino, of New York, N.Y., for 
plaintiff. 

Bernard A. Saslow, Harold S. Lynton, Harold A. Azel, and Lynton & 
Saslow, of New York, N.Y., for defendants. 


FRANK, Justice. 

In this action for an injunction and damages, based upon a charge 
of unfair competition, the defendants George J. Manne (doing business 
as Gibson Lighter Mfg. Co.), Continental Merchandise Co., Inc., and 
Gibson Lighter Manufacturing Co., appeal from a final judgment for the 
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plaintiff and against them, in the amounts respectively of $15,744.92, and 
$82,124.48, and $19,591.57. The plaintiff cross-appeals on the ground that 
the sums awarded are insufficient. 

The plaintiff is the manufacturer of the ronson lighter, including 
the automatic feature protected by patents, most of which expired in 1952. 
Upon the expiration date the defendant Manne began manufacturing 
lighters and continued to do so until January, 1953, when he was succeeded 
in this endeavor by the defendant Gibson. The defendant Continental 
imported lighter parts which it assembled and sold to Manne until Gibson 
was organized. Thereafter Continental sold the parts to Gibson which did 
the assembling. 

It is not disputed that upon the termination of the patent rights, the 
defendants were free to duplicate the device. Singer Mfg. Co. v. June 
Mfg. Co., 163 U.S. 169. 

After trial, the court determined that the defendants had competed 
unfairly, and an interlocutory judgment was entered which enjoined the 
defendants and designated a private Referee to determine an amount to 
be awarded to the plaintiff as fair competition for the illegal acts of the 
defendants. 

On appeal from the interlocutory judgment, this court (283 App. Div. 
937, 102 USPQ 136) found the injunction “too general and indefinite” 
and modified it to require the defendants to clearly identify the source 
of manufacture of their product, and prohibited particular slogans which 
the defendants used in their advertising. It is implicit that all findings and 
conclusions of the trial court inconsistent with our decision were thus re- 
versed. In modifying the judgment, this court stated, “we are satisfied 
that there was such a combined copying of plaintiff’s designs, slogans, 
legends and advertising art as to stimulate confusion and constitute unfair 
competition. This is so even though defendants were entitled to copy the 
product design * * * . It is difficult to divine how plaintiff may satisfac- 
torily establish any claim for compensation due to defendants’ unfair 
competition as distinguished from any detriment that might have been 
suffered from the entirely legitimate competition of duplicating plaintiff’s 
product and selling it for less, but we will allow the reference to ascertain 
and report damages to stand in the event plaintiff wishes to pursue it.” 

At the reference, the plaintiff proceeded upon the theory that to 
recover damages, it was only required to prove the defendants’ profits. It 
offered no proof to establish any causal relationship between those profits 
and its own losses, if any, or any other monetary detriment which it might 
have suffered. It was not shown that the defendants’ sales would have gone 
to the plaintiff absent unfair competition, or that its volume was reduced 
by the defendants’ operation. Nor was it demonstrated that the plaintiff 
had incurred additional expense to lessen the force of the defendants’ i]- 
legal acts, as by increased advertising or other publicity. In sum, it relied 
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entirely upon its contention that being in equity, it was only required 
to prove the defendants’ profits. 

The Referee found that the proper measure of compensation to be 
awarded the plaintiff was the entire profits realized by the three appealing 
defendants, from June, 1952, to May 31, 1954. To reach the determination 
the Referee, although taking cognizance of the opinion of this court, 
hurdled the clear import of its language by assuming that the difficulty 
of proof which we envisioned was cured by the simple expedient of an 
accounting to determine the defendants’ profits. The plaintiff was not 
directed to make proof in accordance with our direction that its claim for 
compensation must be based upon “defendants’ unfair competition as dis- 
tinguished from any detriment that might have been suffered from the 
entirely legitimate competition of duplicating plaintiff’s product and selling 
it for less.” 

The plaintiff asserts that Michel Cosmetics v. Tsirkas, 282 N.Y. 195, 45 
USPQ 627 (30 TMR 327); Wescott Chuck Co. v. Oneida Nat. Chuck Co., 
199 N.Y. 247, and Winifred Warren, Inc. v. Turner’s Gowns, 285 N.Y. 62, 
48 USPQ 709 (31 TMR 167), are authority for the proposition that where 
it is difficult to determine the portion of sales attributable to unfair com- 
petition the plaintiff should recover the defendants’ entire profits. It is 
clear, however, from an analysis of the cited cases that the theory of 
accounting for profits was based upon the assumption that the defendant 
had either infringed upon the plaintiff's trademark or name, had passed 
its goods off as the plaintiff’s, or had unfairly competed with the deliberate 
purpose of pre-empting business which would otherwise have gone to the 
plaintiff. The accounting for profits under such circumstances is not in 
lieu of nor an alternate measure of damages, but is a method of computing 
damages. Biltmore Pub. Co. v. Grayson Pub. Co., 272 App. Div. 504, 
507, 74 USPQ 241, 243. In this case, however, we found, as did the trial 
court, that the defendants were guilty of stimulating confusion rather than 
palming off their product as that of the plaintiff. 

It is generally recognized that a defendant’s profits are not awarded 
as a matter of course, nor is there any presumption that a defendant’s 
profits are attributable to the adjudged unfair competition. Straus v. 
Notaseme Co., 240 U.S. 179, 181 (6 TMR 103) ; Biltmore Pub. Co. v. Gray- 
son Pub. Co., supra; Roman Silversmiths v. Hampshire Silver Co., 282 
App. Div. 21, 97 USPQ 578 (43 TMR 1048), affd. 306 N.Y. 894, 101 USPQ 
350; Ludlington Novelty Co. v. Leonard, 127 F. 155, cert. denied 197 U.S. 
620; Penney Co. v. Lee Mercantile Co., 120 F. 2d 949, 50 USPQ 165; Re- 
statement, Torts, § 747, Comment c, pp. 649-650. 

Unfair competition is a form of unlawful business injury. Penney Co. 
v. Lee Mercantile Co., supra, p. 954, 50 USPQ at 170; 87 C. J. S., Trade- 
marks, § 13, p. 241. The incalculable variety of illegal commercial prac- 
tices denominated as unfair competition is proportionate to the unlimited 
ingenuity that overreaching entrepreneurs and trade pirates put to use. 
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Hence, in assessing damages or requiring an accounting therefore, the 
nature and effect of the unfair competition becomes important. The dis- 
position of each case largely “depends upon the precise state of facts dis- 
closed.” Roman Silversmiths v. Hampshire Silver Co., supra, p. 27, 97 
USPQ at 580 (43 TMR 1048). The relief granted should be tailored to 
achieve the nice balance of adequately redressing the wrong without the 
imposition of punishment for the exercise of a legitimate business func- 
tion. Differently stated, it was held in Penney Co. v. Lee Mercantile Co., 
supra, p. 958, 50 USPQ at 174, that: “In a case of unfair competition, the 
court will endeavor to adapt its relief to the general equities of the particu- 
lar situation, as nearly as it is possible to do so.” 

There is an area of unfair competition which does not consist of palm- 
ing off, but of creating confusion. It exists where a merchant or manufac- 
turer mingles the permissible activity of imitating a product in the public 
domain and selling the copy at a lower price, with such improper presenta- 
tion, packaging or advertising of his product as would tend to deceive 
the public. 

The granting of injunctive relief does not necessarily import a require- 
ment that damages must be awarded or an accounting either for profits or 
“damages” directed. Unfair competition has often been restrained without 
monetary reparation, either because the proof failed to establish sufficient 
causal relationships between the prohibited conduct and the profits earned 
by the defendant, or the damages were de minimis, or there was insufficient 
evidence to establish that, absent the unfair competition, the plaintiff would 
have made the sales which the defendant did. Straus v. Notaseme Co., 
240 U.S. 179, 183 (6 TMR 103), supra; Roman Silversmiths v. Hampshire 
Silver Co., 282 App. Div. 21, 97 USPQ 578 (43 TMR 1048) affd. 306 N.Y. 
894, 101 USPQ 350, supra; Biltmore Pub. Co. v. Grayson Pub. Co., 272 
App. Div. 504, 74 USPQ 241, supra; Lerner v. Sportsmaster Co., 4 Misc. 
2d , Breitel, J.; Avon Periodicals v. Ziff-Davis Pub. Co., 282 App. 
Div. 200, 98 USPQ 38 (43 TMR 1157) ; Penney Co. v. Lee Mercantile Co., 
120 F. 2d 949, 958, 50 USPQ 165, 174, supra. 

Mr. Justice Holmes in reversing an award of profits in the Notaseme 
case (pp. 181, 183) expressed his view on this proposition when he said: 
“The liability of the defendant must be derived from unfair competition 
if it exists. * * * But it does not follow that the defendants are chargeable 
with profits as a matter of course. Very possibly the statutory rule for 
wrongful use of a trademark may be extended by analogy to unfair com- 
petition in a proper case. But as the ground of recovery in the latter 
instance is that the defendant has taken some undue advantage of the 
plaintiff’s reputation, or that of his goods, and as the nature and extent of 
the wrong may vary indefinitely, it cannot be assumed in all cases that 
the defendant’s sales were due to that alone. * * * The petitioners prop- 
erly were enjoined from further use of the mark in controversy, but so far 
as the decree charged them with profits it is reversed.” 
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The basic rule of damages in a case of unfair competition is the 
amount which the plaintiff would have made, except for the defendant’s 
wrong. Santa’s Workshop v. Sterling, 2 App. Div. 2d 262, 267, 111 USPQ 
120, 123 (46 TMR 1356); Michel Cosmetics v. Tsirkas, 282 N.Y. 195, 45 
USPQ 627 (30 TMR 327), supra. 

On the record before us, we are not persuaded that an award of the 
defendants’ entire profits, as found by the referee, would be proper in the 
circumstances of this case. The proof failed to establish that the defen- 
dants’ over-all sales were bottomed on the incidents of unfair competition, 
and since the defendants could legitimately duplicate the plaintiff’s product 
and sell it for less, the net proceeds of the defendants’ sales generally 
could not be deemed to constitute a trust in favor of the plaintiff. An 
accounting for profits is not justified in a case of unfair competition where 
the proof that the profits emanating from that source would be speculative. 
Santa’s Workshop v. Sterling, 2 App. Div. 2d 262, 111 USPQ 120 (46 TMR 
1356), supra; Straus v. Notaseme Co., 240 U.S. 179, 181 (6 TMR 103), 
supra; Biltmore Pub. Co. v. Grayson Pub. Co., 272 App. Div. 504, 507, 74 
USPQ 241, 243, supra; Ludington Novelty Co. v. Leonard, 127 F. 155, 157, 
cert. denied 197 U.S. 620, supra; Restatement, Torts, § 747, pp. 649-650. 

We are constrained to remit this case to the Referee to take proof and 
determine the fair compensation, if any, due the plaintiff for the illegal acts 
of the defendants, in accordance with the directions herein contained. 
In so doing, we call attention to the language in Michel Cosmetics v. Tsirkas, 
282 N.Y. 195, 202, 204, 45 USPQ 627, 630 (30 TMR 327), supra, in which 
the Court of Appeals stated: “ ‘When a plaintiff in a trademark or unfair 
competition case seeks to recover damages, the burden is on him to prove 
by competent and sufficient evidence his lost sales, or that he was com- 
pelled to reduce prices as the result of his competitor’s wrongful conduct. 
There is no presumption of law or of fact that a plaintiff would have made 
the sales that the defendant made.’ (Dickinson v. Thum Co., 8 F. 2d 570, 
575.) In this case the evidence may be sufficient to permit the inference 
that the defendants have caused some loss of profits to the plaintiff, but 
is certainly insufficient to justify an inference that the plaintiff would 
have made all the sales actually made by the defendants if the defen- 
dants had not competed with it.” 

The judgment should be reversed and the matter remitted to the Ref- 
eree to take proof and report as to the fair compensation, if any, due the 
plaintiff for the illegal acts of the defendants in accordance with the 
directions herein contained, with costs to defendants-appellants. The cross- 
appeal should be dismissed. 

BoTein, Presiding Justice, Rabin, VALENTE and Bercan, Justices, 
concur. 








& 
& 
a 
4 
8 
| 





Vol. 47 T.M.R. SCHER & FELDMAN y. JUBILEE JRS., INC. 





SCHER & FELDMAN, INC. v. JUBILEE JUNIORS, INC. 
N. Y. Sup. Ct., Spec. Term, N. Y. Co. — February 27, 1957 


REMEDIES—UNFAIR COMPETITION—BasIs OF RELIEF—TRADE AND COMMERCIAL NAMES 

Because source from which summary remedy derives is statute (New York Penal 
Law, Sec. 964) primarily penal in nature, and because determination under civil 
remedy therein permitted is to be made on submitted papers alone without formal 
trial, petitioners must establish their claim by proof that is conclusive as to respon- 
dent’s intent to deceive. 

Selection by respondent of name JUBILEE JUNIORS, INC., so closely similar to 
petitioners’ use of trademark JUBILEE and names for subsidiaries JUBILEE FASHIONS, 
INC. and JUBILEE GIRLS SPORTSWEAR, INC., when hundreds of dissimilar names might 
be selected, carries with it implication that intent is to deceive public by falsely 
indicating apparent use of petitioners’ product; fact that respondent has failed to 
offer any acceptable explanation justifying its adoption of name confirms fact that 
it intended to take advantage of respondent’s prestige and reputation; petitioners 
have sustained burden of proof required to entitle them to summary remedy given 
by Sec. 964 of New York Penal Law. 

Courts have long established principle that common words frequently used as 
names have been enjoined as improper when applied to similar businesses. 


Petition under section 964 of New York Penal Law by Scher & Feld- 
man, Inc. v. Jubilee Juniors, Inc. Petition granted. 


NATHAN, Justice. 
The petitioners apply for an order pursuant to section 964 of the 


Penal Law enjoining the respondent Jubilee Juniors, Inc., from using the 
word JUBILEE as part of its corporate name, the use of which may deceive 
or mislead the public, and for other related relief in connection therewith. 
The petitioners for almost seventeen years have used and owned the regis- 
tration of the JUBILLEE trademark, and for almost nine years have operated 
a wholly-owned subsidiary under the name of Jubilee Fashions, Inc., and 
Jubilee Girls Sportswear, Inc. During the many years the petitioners have 
advertised their line under the JUBILEE mark and their annual business is 
approximately $3,000,000. The respondent was organized and established 
in the summer of 1956 and uses the name JUBILEE on junior coats. Section 
964 of the Penal Law so far as pertinent provides: “No * * * corporation 
shall, with intent to deceive or mislead the public, assume, adopt or use 
* * * 4 corporate * * * name for advertising purposes, or for purposes of 
trade, or for any other purpose, any name * * * or a part of a name * * * 
which may deceive or mislead the public as to the identity of such * * * 
corporation or as to the connection of such * * * corporation with any 
other * * * corporation.” 

Because the source from which the summary remedy derives is a statute 
primarily penal in nature, and because of the fact that a determination 
under the civil remedy therein permitted is to be made on the submitted 
papers alone without formal trial and without “opportunity afforded to the 
respondent for cross-examination and to fully explore the facts” (Indus- 
trial Lithographing Co., Inc. v. Miller, 203 Mise. 299, 95 USPQ 113), the 
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courts have held that petitioners must establish their claim by proof that 
it is “conclusive” as to the respondent’s intent to deceive. Assn. of Cont’g 
Plumbers v. Cont’g Plumbers Ass’n of Brooklyn & Queens, Inc., 302 N.Y. 
495, 89 USPQ 629; Overseas News Agency, Inc., v. Overseas Press, Inc., 
183 Mise. 40, 62 USPQ 510, aff’d 268 App. Div. 856, 63 USPQ 361. The 
selection by the respondent of a name so closely similar to the name of the 
petitioners when hundreds of dissimilar names might be selected, carries 
with it the implication that the intention is to deceive the public by falsely 
indicating an apparent use of petitioners’ products. The respondent has 
failed to offer any acceptable explanation justifying its act in adopting 
the name used, which confirms the fact that it intended to take advantage 
of the large amount of money which the petitioners have expended in ad- 
vertising their product, and that the respondent also seeks to take ad- 
vantage of the prestige enjoyed by the petitioners over the many years. 

Throughout the decisions on this subject one often finds the expres- 
sion “No honest reason can be suggested for appropriating the name of an 
old and long-established company.” The courts have long established the 
principle that common words frequently used as names have been enjoined 
as improper when applied to similar businesses. Columbia Broadcasting 
System v. Columbia of N. Y., 97 N.Y.S.2d 455, 85 USPQ 55 (40 TMR 316) ; 
Metropolitan Opera Ass’n v. Pilot Radio Corp., 68 N.Y.8.2d 789, 72 USPQ 
334 (37 TMR 150); United Dressed Beef Co. of N. Y. v. United Butchers, 
147 Mise. 92. The fields of activity of the petitioners and the respondent 
are so closely related that it is quite apparent that the respondent is seek- 
ing to take unfair advantage of petitioners’ reputation, and an injunction 
is fully justified. 

The petitioners have sustained the burden of proof required to entitle 
them to the summary remedy given by section 964 of the Penal Law. The 
motion is granted. Settle order. 


THE LECTROETCH COMPANY v. THE ELECTROMARK CORP. 
No. 33370 — D. C., N. D. Ohio, E. Div. — March 6, 1957 


REMEDIES—INFRINGEMENT—BaASIS OF RELIEF—IN GENERAL 
If commercial organization chooses to adopt as its emblem term descriptive of 
function of product of firm, then such organization should not complain if competi- 
tors adopt names equally descriptive. 
LECTRO and ELECTRO describe means by which articles are marked or etched. 
Registration of common word gives registrant no monopoly on use of synonyms 
of that word. 
No reasonable mind could assume that LECTROETCH products are made by same 
concern which manufactures ELECTROMARK products. 
REMEDIES—INFRINGEMENT—EVIDENCE 
While it is true that evidence of actual confusion on part of general public 
has some probative value in determining infringement, it has such value only if 
conflicting marks are such that reasonable minds might so confuse them. 
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Action by The Lectroetch Company v. The Electromark Corp. for 
trademark and copyright infringement and unfair competition. Defen- 
dant moves to dismiss trademark and unfair competition causes of action. 
Motion granted as to trademark cause of action, but denied as to unfair 
competition cause of action. 


Edwin E. Donnelly, Jr., of Cleveland, Ohio, for plaintiff. 
Bruce B. Krost, of Cleveland, Ohio, for defendant. 


JoNEs, Chief Judge. 

Defendant moves the court for orders dismissing the First and Third 
causes of action. 

If a commercial organization chooses to adopt as its emblem a term 
descriptive of the function of a product of the firm, then such organization 
should not complain if its competitors adopt names equally descriptive. A 
generic term cannot be monopolized, and LECTRO and ELECTRO are generic 
terms. They describe the means by which articles are marked or etched. 
Again, the registration of a common word gives the registrant no monopoly 
on the use of synonyms of that words. It is obvious that no reasonable mind 
could actually assume that LECTROETCH products are manufactured by the 
same concern that manufactures ELECTROMARK products. A look at page 
293 of the current Cleveland Telephone Directory discloses more than 
thirty separate companies that use the prefix ELECTRO in their names. 

While it is true that evidence of actual confusion on the part of the 
general public has some probative value in determining infringement, it 
has such value only if the conflicting marks are such that reasonable minds 
might so confuse them. It is clear that the marks LECTROETCH and ELECTRO- 
MARK could not reasonably cause confusion as to the manufacturer of arti- 
cles so marked. 

The first cause of action will be dismissed. 

It appears clear that plaintiff’s claim of unfair competition is joined 
with a substantial claim under the copyright laws and thus should be per- 
mitted to stand. The motion as to the third cause of action is denied. 


NAGROM CORPORATION et al. v. 
COCK 'N BULL, INC., et al. 


No. 1637-55 — D. C., D. C. — March 6, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Plaintiff’s use of cocK ’N BULL for a restaurant name in Los Angeles is much 

senior to use of defendant of same name for restaurant in Washington, D. C.; 
plaintiff has acquired national reputation for his restaurant and products sold under 
restaurant name; restaurant is well known to public throughout country; there is 

no competition between restaurants, but since patronage of defendant’s restaurant 
may be derived from assumption that it is a branch of plaintiff’s business, defen- 
dant’s use of name is enjoined. 
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REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Protection of trade name is not limited to district or state where plaintiff 

makes use of it; limitations of protection must be as broad as requirements of 
particular case; when establishment with national reputation has its name infringed 

by purely local establishment of similar kind, there is reasonable prospect of dam- 


age being done. 


Action by Nagrom Corporation and Cock ’N Bull Products v. Cock ’N 

Bull, Inc., A. Edwin Stern, Jr., and John J. Murphy for unfair competition. 

Judgment for plaintiff. 

Joseph P. Tumulty, Jr., of Washington, D.C., and C. Dickerman Williams, 
of New York, N.Y., for plaintiffs. 

Bernard F. Garvey and George Garvey, of Washington, D.C., for defen- 


dants. 
Houtzorr, District Judge. 

This is an action for an injunction to restrain unfair competition, 
namely, the use of the name cock ’N BULL by a restaurant located in this 
District. 

For twenty years the plaintiff Nagrom Corporation has been operating 
a restaurant in Los Angeles known as the cocK ’N BULL. The evidence shows 
that this restaurant has acquired considerable national prominence and a 
great deal of publicity, not only locally but on a nationwide basis. Much 
of this publicity is in periodicals, having nation-wide circulation. In addi- 
tion, Cock ’N Bull Products, an affiliated corporation, has for a number of 
years been selling certain beverages and food products under the trade- 
mark cocK ’N BULL. This trademark has been registered in the Patent 
Office. The two plaintiffs have spent a great deal of money in advertising 
their restaurant and their products. 

A little over two years ago the defendant Cock ’N Bull, Inc., started 
to operate a small restaurant in the business section of Washington, D.C., 
which is also called cock ’N BULL. The defendant Stern is the principal 
officer and stockholder of the defendant corporation. The defendant 
Murphy was originally in that position but has sold his interest to the 
defendant Stern. 

A month ago this Court had occasion to endeavor to summarize the 
applicable principles of law that must govern the disposition of the pres- 
ent case. In Champion Paper & Fibre Co. v. National Association of Mutual 
Insurance Agents, 112 USPQ 285, decided by me February 6, 1957, the 
following principles were formulated. Unfair competition, consisting of 
the use of another person’s trade name may be one of three kinds: first, 
the borrower’s use may be in connection with competing goods or services; 
second, the borrower’s use may be in connection with non-competing goods 
or services, but under circumstances giving rise to the reasonable possibility 
of an inference on the part of the public that these goods and services 
emanated from the owner of the trademark; and third, the borrower’s use 
may be in connection with non-competing goods or services, the use being 
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so foreign to that of the owner as to preclude any identification or confusion 
between the two. 

It was held in that case an action for an injunction lies in the first two 
instances, but not in the third. The case there presented fell in the third 
category. The plaintiff was a manufacturer and dealer in paper products 
using the trademark cHAMPION with a figure of a knight in armour on 
horseback. The defendant was an association of insurance agents that used 
a similar trademark. The Court held that there was absolutely no similar- 
ity between the activities of the plaintiff and defendant and there was no 
likelihood that any confusion between the two would be caused in the mind 
of the public, because the average member of the public would not be likely 
to think that the paper manufacturer had gone into the insurance business. 

In this case we have a somewhat different situation. Here both the 
plaintiff and the defendant are using the same name for a restaurant. Con- 
sequently there is a real possibility of a confusion. The plaintiff’s use is 
much senior to that of the defendant. The plaintiff has acquired a national 
reputation for his restaurant and his products, which are of a kind that 
might well be used in a restaurant. He has spent a great deal of money 
over the years advertising and maintaining that reputation. His restau- 
rant is well known to the public, not only locally but in other parts of the 
country. 

To be sure, there is no competition between the plaintiffs’ and the 
defendants’ restaurants. There is, however, a reasonable possibility that 
members of the public patronizing or planning to patronize the defendants’ 
restaurant may do so on the assumption that the defendants’ restaurant 
is a branch of the plaintiffs’ restaurant or is operating under its aegis. 
The two restaurants are indeed far apart. The protection of a trade name, 
however, is not limited to the district or state where the plaintiff makes 
use of it. The geographical limitations of the protection must be as broad 
as the requirements of the circumstances of the particular case. When an 
establishment with a national reputation has its name infringed by a purely 
local establishment of a similar kind, there is a reasonable prospect of 
damage being done and an adverse effect resulting to the reputation of 
the concern whose name is thus misused. 

Perhaps the leading case on this aspect of the matter is Stork Restau- 
rant v. Sahati, 166 F. 2d 348, 76 USPQ 374 (38 TMR 431), decided by the 
Court of Appeals for the Ninth Circuit. In that case it was held that the 
Stork Restaurant located in New York, but having a national reputation, 
was entitled to an injunction against a use of the name by a small restau- 
rant located on the Pacifie Coast. This principle has been applied in the 
District of Columbia Circuit in Food Fair Stores v. Square Deal Market 
Co., 206 F. 2d 482, 98 USPQ 65 (43 TMR 1164). A concern which orig- 
inated the use of its name in Baltimore, Maryland, but which had extended 
it to other areas, was held entitled to an injunction against an infringing 
use in the District of Columbia. While, obviously, the distance involved 
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in the last mentioned case was much smaller than that involved in the 
Stork Restaurant case, or in the case at bar, the matter is one of degree. 
The same principle was applied in the Food Fair Stores case. 

The defendants rely on the case of El Chico, Inc. v. El Chico Cafe, 
214 F. 2d 721, 102 USPQ 267 (44 TMR 1307), decided by the Fifth Cir- 
cuit, in which it was held that the plaintiff who operated a restaurant in 
New York known as EL CHICO was not entitled to an injunction against the 
use of this name by the defendant who was operating a restaurant in 
Texas. That case, however, is distinguishable because the opinion of the 
court pointed out that there was no proof of any confusion or, at least, 
of probable injury to the plaintiff’s business, and that therefore no relief 
might be granted on the ground of unfair competition. There is evidence 
in this case, however, that there has been confusion on the part of members 
of the public who were under the impression that the Washington restau- 
rant was a branch of the Los Angeles restaurant, or, at any rate, con- 
nected with it. 

In view of the considerations that have been discussed the Court is 
of the opinion that the plaintiff is entitled to an injunction restraining the 
infringing use. 

There has been no showing of any damages and consequently the relief 
that will be granted will be limited to an injunction. The Court will 
grant judgment for the plaintiff against the defendants Cock ’N Bull, and 
Stern; and will dismiss the complaint as against defendant Murphy since 
he has discontinued his connection with the business. 

Counsel may submit proposed findings and conclusions of law and 
proposed judgment. 


GLENCO REFRIGERATION CORPORATION v. RAETONE 
COMMERCIAL REFRIGERATOR CORPORATION, et al. 


No. 21,292 — D. C., E. D. Pa. — March 26, 1957 


CoPpYRIGHTS—PROPER NOTICE 
Action for copyright infringement and defendants’ move to dismiss on the 

ground that plaintiff’s copyright notice failed to comply with the statute requiring 
that the name of the proprietor “accompany” the notice because the name appeared 

on the same page but above and to the right of the notice. Act intends that clear 
notice be given and does not specify degree of proximity. Plaintiff’s notice insured 
reasonable notice and therefore motions are denied. 


Action by Glenco Refrigeration Corporation v. Raetone Commercial 
Refrigerator Corporation and Victory Metal Manufacturing Corporation 
for copyright infringement. Defendants move to dismiss complaint. Mo- 
tions denied. 

Louis Necho, of Philadelphia, Pennsylvania, for plaintiff. 

Caesar & Rivise and A. D. Caesar, of Philadelphia, Pennsylvania, for 
defendants. 
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KraFt, District Judge. 

Both defendants have moved to dismiss this action, which was brought 
by plaintiff for alleged infringement of the latter’s copyright, upon the 
ground that plaintiff’s notice of copyright failed to comply with the provi- 
sions of 17 U.S.C. § 19 which, in the part here pertinent, provides: 


“The notice of copyright required by Section 10 of this title shall 
consist either of the word ‘Copyright,’ the abbreviation ‘Copr.,’ or the 
symbol ©, accompanied by the name of the copyright proprie- 


oo, *=*o” 


The plaintiff’s catalogue was published November 23, 1955 and on the 
title page thereof appears the disputed notice. On the extreme lower left of 
this page, in customary small letters, is the legend— “© 1955 G.R.C. 
Printed in U.S.A.” On the same page about one inch above and three 
inches to the right of this legend, in substantially larger letters, appears: 


“GLENCO 
REFRIGERATION CORP. 
PHILADELPHIA 34, PA.” 


The space between is wholly blank. The substance of defendants’ conten- 
tion is that the name of the plaintiff copyright proprietor, so placed, does 
not “accompany” the symbol © within the meaning of the statute. 

The clear purpose of the statutory mandate is to afford to those who 
might otherwise innocently infringe notice that copyright is claimed and by 
whom. Section 19 does not establish what degree of proximity or propin- 
quity must exist between the two to satisfy the requirement that the 
symbol be “accompanied by” the name. In the absence of express legisla- 
tive direction that one be placed immediately above, below or beside the 
other, it may be fairly concluded that the placement of the symbol and 
the name is left wholly to taste or discretion so long as the purpose of the 
statute is fulfilled by so placing them in relation to each other as to give 
reasonable notice of the claim of copyright and of the claimant’s identity. 
This construction is strongly supported by the following significant lan- 
guage in the limitation proviso of Section 9(c)*: “ * * * all the copies * * * 
shall bear the symbol © accompanied by the name of the copyright pro- 
prietor and the year of first publication placed in such manner and loca- 
tion as to give reasonable notice of claim of copyright.” * 

In the present case the plaintiff’s name was so placed in relation to 
the symbol © as to give reasonable notice of the plaintiff’s copyright and 
identity and so complied with the provisions of Section 19. 


1. As amended Aug. 31, 1954, c. 1161, §3, 68 Stat. 1032 which became effective 
upon the coming into force in the United States of the Universal Copyright Convention, 
which effective date the present parties agree was Sept. 16, 1955. 

2. This subsection was also added by the amendatory Act of Aug. 31, 1954. 

3. Emphasis supplied. 
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The additional reasons assigned by Victory Metal Manufacturing 
Corporation in support of its motion to dismiss depend on issues of fact 
still unresolved and cannot now be considered. 






SASSER, doing business as CINCINNATI SHIPPERS SUPPLY 
CO. et al. v. SENCO PRODUCTS, INC. 


No. 12901 — C. A. 6 — March 26, 1957 









REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE SECRETS 

In suit for patent infringement and unfair competition involving staplers 
court held patents valid and infringed and defendant guilty of unfair competition. 
It appearing from the proof that defendant had hired away a valuable employee 
of plaintiff in order to secure trade secrets comprising account lists and that it 
had used plaintiff’s code designations to identify parts not manufactured by plain- 
tiff without explanation, the finding of the Court that defendant was guilty of 
unfair competition is affirmed. 












Action by Senco Products, Inc. v. Travis M. Sasser, doing business as 

Cincinnati Shippers Supply Co. and Dayton Fastener and Shipping Room 

Suppliers, Inc. for patent infringement and unfair competition. Defen- 

dants appeal from judgment of District Court for Southern District of 

Ohio for plaintiff. Affirmed. 

Frank Zugelter (Sol N. Wolfson on the brief) of Cincinnati, Ohio, for 
appellants. 

Stanley H. Foster and Erastus 8. Allen (Allen & Allen and Arthur Gordon 
on the brief), of Cincinnati, Ohio, for appellee. 













Before Srmons, Chief Judge, and McALLISsTER and Mier, Circuit Judges. 







Per CurIAM. 

Senco Products, Inc., appellee, sued appellants for direct infringement 
of its patents (Re. 23, 756, 2,671,214, 2,687,522] for staplers; for contribu- 
tory infringement; for inducing infringement thereof; and for unfair 
competition. Appellants defended on the ground that the patents in issue 
were invalid; that they had only sold repair parts of the patented de- 
vices; that appellee had been guilty of misuse of its patents by its inten-— 
tional delay in supplying repair parts to users of appellee’s device; and 
that there was no properly admissible evidence to sustain appellee’s claim 
that appellants had been guilty of unfair competition. 

The district court found that appellants were guilty of infringement, 
contributory infringement and unfair competition; and that appellee had 
not misused its patents as alleged. 

On the argument of the case on appeal, in reply to interrogation 
by the court, it was conceded by appellants that the patents in suit were 
valid, so that issue may, at the outset, be eliminated from consideration. 

With the issue of validity of the patents removed from the case, appel- 
lants’ contention that they were not guilty of contributory infringement 
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appeared to be its strongest defense, but that defense fails in view of the 
finding of the district court, which was supported by evidence, that appel- 
lants had sold components of appellee’s patented staplers; and under 
the new Patent Code of 1952, Title 35, U.S.C.A., Sec. 1 et seq., it is pro- 
vided in Section 271(c) : 


“Whoever sells a component of a patented machine, manufacture, 
combination or composition, or a material or apparatus for use in 
practicing a patented process, constituting a material part of the 
invention, knowing the same to be especially made or especially 
adapted for use in an infringement of such patent, and not a staple 
article or commodity of commerce suitable for substantial noninfring- 
ing use, shall be liable as a contributory infringer.” 


It further appears that appellants sold magazine assemblies compris- 
ing all the elements existing in one of the claims of appellee’s patents, which 
constitute infringement thereof under Title 35 U.S.C.A., See. 271(a). 

The proofs further disclose that appellants had hired away from appel- 
lee an important employee who held the position of assistant to appellee’s 
office manager, in order to secure secret trade information consisting of a 
list of appellee’s best accounts, and the prices charged to its customers, 
resulting in undereutting of prices by appellants and the loss of many 
customers and great damage to appellee. The evidence also shows that 
appellants used appellee’s arbitrary name and number designations for 
parts and staples, which they affixed to parts and staples, which were not 
manufactured by appellee, but which appellants sold to the customers of 
appellee without any other indication of their origin. The foregoing 
conduct, repeated on numerous occasions by appellants, amply supported 
the district court’s findings that appellants were guilty of unfair competi- 
tion. See Goodyear Tire and Rubber Co. v. Marbon Corp., 30 F. Supp. 420, 
43 USPQ 272; Ford Motor Co. v. Alltite Motor Products Corp., 117 F. Supp. 
460, 100 USPQ 344 (44 TMR 293) ; Keller v. Chicago Pneumatic Tool Co., 
298 F. 52 (13 TMR 393) (C.C.A. 7). 

Appellants claim that the district court erred in its finding that one 
of appellee’s patents was valid, after counsel for appellee had offered to 
withdraw it on the hearing. It appears that at the time the offer of with- 
drawal was made, appellee had failed to supply proof of infringement ; 
but, thereafter, evidence which was introduced by appellants justified the 
court in retaining the patent in question for consideration on the ques- 
tion of validity of infringement; and, accordingly, no reversible error ap- 
pears in this regard. 

The findings of the district court are sustained by the evidence; and 
no error appearing in its conclusions of law, the judgment of the district 
court is affirmed. 
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THE LECTROETCH COMPANY v. THE 
ELECTROMARK CORPORATION 


No. 33,370 — D. C., N. D. Ohio, E. D. — April 2, 1957 


REMEDIES—INFRINGEMENT—BaSIS OF RELIEF—COLORABLE IMITATIONS 
In suit for trademark infringement and unfair competition plaintiff seeks to 
enjoin use by defendant of ELECTROMARK as confusingly similar to its mark LECTRO- 
ETCH but trademark action is dismissed since both marks are generic terms and 
motion to vacate prior order is therefore denied. 


Action by The Lectroetch Company v. The Electromark Corporation 
for trademark and copyright infringement and unfair competition. Cause 
of action for trademark infringement dismissed at 47 TMR 634. Plain- 
tiff moves to vacate dismissal order. Motion denied. 


Edwin E. Donnelly, Jr., of Cleveland, Ohio, for plaintiff. 
Bruce B. Krost, of Cleveland, Ohio, for defendant. 


Jones, Chief Judge. 

Plaintiff moves the court for an order vacating the order of March 7, 
1957, dismissing the First Cause of Action. 

Any confusion in the minds of the general public as to the origin of 
the equipment manufactured by either plaintiff or defendant arises from 
the fact that terms descriptive of the function of the equipment; i.e., 
to etch or mark by the use of electricity, are used to indicate the manufac- 
turers’ names. A trucking company may adopt as its name THE TRUCKING 
COMPANY and conceivably could acquire property rights in that name, but 
this property right would not be sufficient to permit it to enjoin others 
from using names such as THE SMITH TRUCKING COMPANY or THE BEST 
TRUCKING COMPANY. Since a term descriptive of a function was used, the 
property right is limited in scope to the term actually used. Presumably 
plaintiff Lectroetch could enjoin the use by a competitor of ELECTROETCH 
but the term ELECTROMARK is not at all the same. 

In short, any confusion resulting solely from the similarity of the 
names cannot be regarded as the fault of the defendant. The fault lies in 
the fact that both names are generic terms rather than artificial terms. 
However, if the defendant actually told people that his products were the 
same products as those marketed under the name LECTROETCH, then the sim- 
ilarity of names might lend further support to the allegations of unfair 
competition in the Third Cause of Action. For this reason, the allegations 
of wilful adoption of a similar name can bear repetition in the Third 
Cause of Action. Thus there appears to be no absolute necessity for an 
Amended Complaint. 

Accordingly, the motion will be denied. 
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SLEEPMASTER PRODUCTS COMPANY INC. v. 
AMERICAN AUTO-FELT CORPORATION 


Appl. No. 6228 — C. C. P. A. — February 21, 1957 


COURTS—PLEADING AND PRACTICE 
Where appellant failed to request inclusion in transcript of record to C.C.P.A. 
of exhibits which formed basis for Commissioner’s conclusions as to its mark, court 
has no recourse but to allow Commissioner’s decision with respect to mark to stand, 
and to exclude said mark from further consideration. 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Test applied to determine whether two or more marks are confusingly similar 


is likelihood of confusion in mind of public as to origin of goods; this is a sub- 
jective test; therefore prior decisions are of little value since each case must be 
decided on its own facts. 

Though it is well settled that marks should be considered in their entireties, it 
is equally well established that this rule does not bar separate consideration of 
different features of marks in determining importance to be attached thereto. 

Difference in meaning of marks is not controlling, although it is not to be 
ignored; other factors to be considered are sound of marks and price of goods. 

CANCELLATION PROCEDURE—IN GENERAL 

In a cancellation proceeding, as distinguished from an ex parte proceeding 
where long established, valuable rights are involved, cancellation must be granted 
with due caution and only after careful study of facts. 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS oe 
Where suffix of each of marks is same (MASTER), such similarity alone is not 


determinative of issue of confusing similarity. 

HEALTHMASTER, DREAMMASTER and RESTMASTER are not likely to be confused 
with SLEEPMASTER, all marks being used on mattresses. 

Average purchaser will exercise such care in selection of a mattress as to 
minimize possibility of confusion as to origin of goods. 


Cancellation proceeding No. 5,659 by Sleepmaster Products Company, 
Inc. v. American Auto-Felt Corporation, Registration No. 338,544, issued 
September 8, 1936, Registration No. 342,698, issued January 26, 1937, and 
Registration No. 347,899, issued July 13, 1937. Petitioner appeals from 
decision of Commissioner of Patents dismissing petition. Affirmed. 

Case below reported at 45 TMR 229. 


Beekman Aitken, of New York, N.Y. (G. Cabell Busick, of Washington, 
D.C., of counsel) for petitioner-appellant. 

Oscar W. Giese, of Washington, D.C. (Peter P. Price, of Grand Rapids, 
Michigan, of counsel) for appellee. 


Before JoHNsoN, Chief Judge, and O’CoNNELL, WorRLEY, Ricu, and Jack- 
son (retired), Associate Judges. 


Jounson, Chief Judge. 

This is an appeal in a cancellation proceeding from the decision of the 
Commissioner of Patents, 104 USPQ 35, reversing the decision of the Ex- 
aminer of Interferences and holding appellant’s right to seek cancellation 
of appellee’s registered trademarks RESTMASTER, DREAMMASTER and HEALTH- 
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MASTER, applied to mattresses, to be barred by the equitable defense of 
laches. 

Appellant originally, both before the Examiner of Interferences and 
the Commissioner, asserted rights in and relied on at least four trademarks 
in which it alleged ownership for purposes of this proceeding. 

Appellant, however, in its reasons of appeal, asserts priority of use 
with respect to only two of these marks, SLEEPMASTER and RESTMASTER. We 
will restrict ourselves, accordingly, to a consideration only of these two of 
the various marks of which appellant claims ownership. 

The Commissioner concluded, on the basis of numerous labels, invoices, 
and other documentary evidence introduced on behalf of appellant, that 
RESTMASTER was used by appellant and its predecessor in title as a grade 
mark rather than as a trademark; that the earliest use of said mark which 
was proved by appellant was sometime in 1939, a use subsequent to that 
proved by appellee. Appellant, in the Praecipe for Transcript of Record, 
failed to request inclusion in the certified copy of the transcript of record 
to this court of the numerous documentary exhibits on the basis of which 
the conclusions with respect to the RESTMASTER mark were reached by the 
Commissioner. In the absence of an opportunity to examine these exhibits, 
we have no recourse but to allow the Commissioner’s decision with respect 
to this mark to stand and, therefore, will exclude said mark from further 
consideration. 

The facts with respect to SLEEPMASTER are clear. 

Appellant is the owner of Registration No. 409,026, issued September 
12, 1944 under the provisions of the Trademark Act of 1905, for the trade- 
mark SLEEPMASTER, which mark is used in conjunction with mattresses, 
studio couches, ete. Appellant claims also to be owner by assignment from 
its predecessors in title of Registration No. 327,895, issued September 10, 
1935, for the mark SLEEPMASTER, used in conjunction with the same 
products. Both registrations include assertions of continuous use of the 
mark dating from January 6, 1934. The Commissioner was of the opinion 
that, due to the absence from the Patent Office assignment records of cer- 
tain assignments of the earlier SLEEPMASTER mark, which assignments were 
deemed essential to a valid transfer of title to said mark, appellant could 
not rely on said earlier registration. Appellant was nevertheless accorded 
by the Commissioner, on the basis of the proof adduced, continuous use 
of this mark to identify petitioner’s and its predecessor’s products since 
at least 1935. Appellee, in fact, concedes such early use by appellant in 
its brief. 

Appellee is the owner of Registration Nos. 338,544, issued September 8, 
1936 ; 342,698, issued January 26, 1937, and 347,899, issued July 13, 1937, 
all under the provisions of the Trademark Act of 1905, for HEALTHMASTER, 
DREAMMASTER and RESTMASTER, respectively, applied to mattresses. Each 
of these registrations recites continuous use since March 13, 1936. The 
Commissioner accorded appellee, on the basis of the evidence produced, a 
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date of continuous use from some time in 1936, which date is not contested 
by appellant. 

Thus, there is no question that, as between appellant’s SLEEPMASTER 
and appellee’s HEALTHMASTER, DREAMMASTER and RESTMASTER, appellant 
has priority of use. 

Appellant, deeming itself injured by appellee’s registered marks, filed 
a petition for cancellation thereof on October 17, 1950, approximately 
fourteen years subsequent to the registration dates of appellee’s three 
marks. 

Appellee contended before the Commissioner, as it does before this 
court, that the marks involved are not confusingly similar but that, even 
assuming that they are, appellant is barred by the equitable doctrine of 
laches. Appellee further asserts that, though appellant has priority of 
use in the United States of its mark over that of appellee, it does not have 
such priority as to preclude appellee from asserting its right to registration 
of its three marks, citing the decisions of the Supreme Court in Hanover 
Star Milling Co. v. Metcalf, 240 U.S. 403 (6 TMR 149) (1915) and United 
Drug Co. v. Theodore Rectanus Co., 248 U.S. 90 (9 TMR 1) (1918). 

Appellant, in response to appellee’s defense of laches, claims that 
appellee, through its officers, is guilty of fraud in connection with its marks 
and that therefore the defense of laches cannot be asserted against it. 

The Commissioner was of the opinion that appellee’s marks were not 
confusingly similar to that of appellant. Though with such a finding, it 
was not necessary to consider the question of laches, the Commissioner 
nevertheless felt constrained to consider said question, again holding for 
appellee. From this decision appellant brings this appeal. 

At this juncture, it is necessary to consider the question as to whether 
or not appellee’s marks are confusingly similar to that of appellant, for if, 
in fact, they are not, it will be unnecessary to consider the other questions 
raised in this cancellation proceeding. 

It is well settled that the test applied to determine whether or not two 
or more trademarks are confusingly similar is the likelihood of confusion 
in the mind of the purchasing public as to the origin of the goods. In re 
Malvina D. Myers, etc., 40 C.C.P.A. (Patents) 747, 201 F. 2d 379, 96 USPQ 
238 (43 TMR 284). This is a subjective test. Therefore, prior decisions 
are of little value since each case must be decided on its own particular 
set of facts. L. J. Mueller Furnace Co. v. United Conditioning Corp., 42 
C.C.P.A. (Patents) 932, 222 F. 2d 755, 106 USPQ 112 (45 TMR 1223). 

However, various rules have been developed for the purpose of aiding 
in the determination of the question of confusing similarity. Though it is 
well settled that marks should be considered in their entireties and not 
dissected, it is equally well established that this rule does not bar separate 
consideration of different features of the marks in determining the im- 
portance to be attached thereto. Weco Products Company v. Milton Ray 
Company, 31 C.C.P.A. (Patents) 1214, 143 F. 2d 985, 62 USPQ 312 (34 
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TMR 255). Consideration must be given to similarities and dissimilarities 
of the marks. Younghusband v. Kurlash Co., Inc., 25 C.C.P.A. (Patents) 
886, 94 F. 2d 230, 36 USPQ 323 (28 TMR 132). Difference in meaning 
of the marks is not controlling, although it is not to be ignored. In re 
The American Fork & Hoe Company, 32 C.C.P.A. (Patents) 771, 146 
F. 2d 510, 64 USPQ 233 (35 TMR 21). 

Other factors to be considered are the sound of the marks, Eureka 
Williams Corp. v. Kres-Kno Oil Burner Mfg. Co., Inc., 40 C.C.P.A. (Pat- 
ents) 851, 202 F. 2d 763, 97 USPQ 138 (43 TMR 622), as well as the price 
of the goods (the “discriminatory purchaser” theory), L. J. Mueller Fur- 
nace Co. v. United Conditioning Corp., supra. 

Furthermore, it must be noted that in a cancellation proceeding, as 
distinguished from an ex parte proceeding, where long established, valu- 
able rights are involved, cancellation must be granted with due caution 
and only after a most careful study of all the facts. In re Malvina D. 
Myers, etc., supra. 

In the instant proceeding, the competition is between SLEEPMASTER on 
the one hand and RESTMASTER, DREAMMASTER and HEALTHMASTER on the 
other. 

It is to be noted that the suffix of each of the marks is masTER. This 
similarity alone, however, is not determinative of the issue of confusing 
similarity. Kitchen-Quip, Inc. v. Sunbeam Corp., 42 C.C.P.A. (Patents) 
869, 222 F. 2d 265, 105 USPQ 430 (45 TMR 1108). It is also true that 
the prefixes SLEEP, DREAM and REST are each suggestive, as applied to the 
goods in question, of a common image—sleeping. We take notice as well 
of the fact that the goods to which the marks are attached are sold through 
similar channels to the same class of purchasers. 

Despite these similarities, however, we are of the opinion that each 
of appellee’s marks is not confusingly similar to that of appellant. 

Not only are the marks, when considered in their entireties, phonetically 
distinct, but they are visually distinct as well. Particularly compelling is 
the fact that the goods to which each of the marks is applied are, we feel, 
of such a nature that they would be purchased only after a reasonably 
prudent investigation had been conducted by the purchaser. We are aware 
of the fact that mattresses are not, momentarily speaking, in the class of 
the air-conditioning units of the L. J. Mueller Furnace Co. v. United 
Conditioning Corp. case, supra, in which the “discriminating purchaser” 
theory was applied. We are convinced, however, that high price alone is 
not the determinant, though we are of the opinion that the price of the 
goods in question in the instant case is sufficiently high to bring them 
within the purview of the reasoning of the Mueller case. It is well known 
that a mattress is not the type of article that is frequently purchased by 
a given individual. A single purchase of a mattress may, and usually does, 
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suffice for a great period of time. Sleep, to most, is an important enough 
facet of the daily routine to preclude the possibility of indiscriminate 
purchases of such an item. In view of these considerations we are of the 
opinion that the average purchaser will exercise such care in the selection 
of a mattress as to minimize the possibility of confusion as to the origin 
of the goods. 

The latter consideration, in conjunction with the dissimilarities of the 
marks, leads us to conclude that there is no likelihood of confusion as 
to the origin of the goods to which the marks are affixed. 

In view of our decision as to the question of confusing similarity, it is 
unnecessary to consider the numerous other questions raised in this appeal. 

The decision of the Commissioner is accordingly affirmed. 

JACKSON, Judge, retired, recalled to participate in place of Coxg, 
Judge, absent because of illness. 

WorLEY, Judge, concurs in the conclusion. 


MERCANTILE STORES COMPANY, INC. v. 
THE JOSEPH & FEISS CO. 


No. 34,325 — Commissioner of Patents — February 5, 1957 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
REGISTRABILITY—IN GENERAL 

A trademark registration constitutes prima facie evidence of the validity 
thereof, and of the registrant’s ownership of the mark and of his exclusive right 
to the use thereof on the goods recited in the registration but while it establishes 
a prima facie showing of opposer’s interest, it falls short of establishing a prima 
facie case which would shift the burden of going forward to the applicant. 

Upon a record consisting of opposer’s registrations and applicant’s denial of 
opposer’s continued use of the marks shown therein, such use was assumed to have 
been established by the registrations and, accordingly, a determination of the likeli- 
hood of confusion between the marks was required. 

REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

In an opposition proceeding involving opposer’s registered mark ROYAL KNIGHT 
and design, used on various items of men’s clothing and accessories and applicant’s 
ROYAL LANCER and design, used on men’s suits, no resemblance in sound, appear- 
ance or meaning or identity of probable association by purchasers was found to 
exist which would be likely to cause confusion; however, since the specimens sub- 
mitted with the application showed the words ROYAL LANCER CLOTH, the applicant 
was required to submit evidence showing use of the mark in connection with suits. 


Opposition proceeding by Mercantile Stores Company, Inc. v. The 
Joseph & Feiss Co., application Serial No. 629,734 filed May 15, 1952. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Norman C. Armitage and Walter E. Mueller, of Pendleton, South Carolina, 
for opposer-appellant. 
Ely, Pearne & Gordon, of Cleveland, Ohio, for applicant-appellee. 
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LeEeEps, Assistant Commissioner. 

An application has been filed to register ROYAL LANCER, with a drawing 
of a man holding a lance, for men’s suits, use since April 16, 1952 being 
asserted. 

Registration has been opposed by the registrant of ROYAL KNIGHT, with 
a drawing of a helmet-with-beaver between the two words, for men’s and 
boy’s shirts, and for men’s belts, bathing suits, coats, garters, gloves, 
hosiery, jackets, mufflers, pajamas, lounging robes, suspenders, sweaters, 
spats, shoes, neckties and underwear.” 

At the close of opposer’s trial period, no evidence having been offered, 
applicant moved for judgment under the provisions of Rule 2.132. The 
Examiner of Interferences held that upon consideration of the marks 
and the descriptions of goods set forth in the application and registrations, 
he was of the opinion that the application was properly allowed, and in 
the absence of any evidence in support of opposer’s claim of probable 
damage, other than its registrations, the opposition should be dismissed. 

Opposer has appealed. 

The first question presented is whether or not the showing made by 
opposer, under Trademark Rule 2.132, is sufficient to shift to applicant 
the burden of going forward. 

Opposer has pleaded that it has continuously used and is now using 
the mark on the goods recited in the registrations; it has extensively 
advertised its products under the mark at great expense; it has sold large 
quantities of products under the mark over a long period of time and has 
acquired a high reputation as a seller of high quality clothing; and ap- 
plicant’s mark so resembles opposer’s mark as to be likely, when applied 
to its goods, to cause confusion, mistake and deception of purchasers, 
to render its expensive advertising less effective, and to place opposer’s 
high reputation in the hands of applicant; and opposer will therefore 
be damaged by registration to applicant of its mark. 

Applicant responded by denying each and every one of the foregoing 
averments. 

Opposer failed to go forward with any proofs in support of its plead- 
ing, and it now contends that submission of copies of its registrations 
establishes a “prima facie case” on its behalf. The registrations are prima 
facie evidence of opposer’s ownership of the mark, validity of the registra- 
tions, and opposer’s exclusive right to use the mark on the goods recited 
in the registrations. They establish a “prima facie showing” of opposer’s 
interest but they fall short of establishing a “prima facie case,” which 
would shift to applicant the burden of going forward with proofs. 

The second question is whether or not, under the Federal Rules of 
Civil Procedure, applicant’s denial of opposer’s present use of its mark 


1. Reg. No. 277,303, issued to a predecessor on Nov. 11, 1930, renewed to opposer. 
2. Reg. No. 324,185, issued to a predecessor on May 14, 1935, renewed to opposer. 
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on the goods recited in the registrations placed upon opposer the burden 
of going forward with its proofs. 

The law is well settled that in an opposition proceeding, the issue 
is whether or not the opposer would probably be damaged by the registra- 
tion of applicant’s mark. See: International Braid Co. v. Thomas French 
& Sons, Ltd., 66 USPQ 109 (35 TMR 132) (C.C.P.A., 1945) ; Revere Paint 
Co. v. 20th Century Chemical Co., 66 USPQ 65 (35 TMR 143) (C.C.P.A., 
1945); Arkell Safety Bag Co. v. Safepack Mills, 289 F. 616 (13 TMR 
225) (C.A. D.C., 1923) ; B V D Co. v. Potterf, 43 App. D.C. 33 (5 TMR 155) 
(C.A. D.C., 1915). Obviously, if this opposer is not using its mark on the 
goods recited in the registrations and as set forth in its pleading, it cannot 
be damaged. 

We are mindful of the line of decisions of the Court of Customs and 
Patent Appeals which specifically, or in effect, hold that a registration 
constitutes evidence that the mark is being used on the goods recited therein. 
See: Ely & Walker Dry Goods Co. v. Sears, Roebuck & Co., 33 USPQ 549 
(27 TMR 462) (C.C.P.A., 1937) ; Rosengart v. Ostrex Co., Inc., 57 USPQ 
543 (33 TMR 284) (C.C.P.A., 1943) ; Miles Laboratories, Inc. v. Foley & 
Co., 63 USPQ 64 (34 TMR 335) (C.C.P.A., 1944) ; Charles of the Ritz, Inc. 
v. Elizabeth Arden Sales Corp., 73 USPQ 413 (37 TMR 457) (C.C.P.A., 
1947) ; Penrith-Akers Mfg. Co. v. Ju-C-Orange of America, 86 USPQ 75 
(40 TMR 542) (C.C.P.A., 1950) ; and May Department Stores Co. v. Kenya 
Corp., 110 USPQ 276 (46 TMR 1383) (C.C.P.A., 1956). 

We are also mindful of the decisions of that Court which indicate 
otherwise. See: Model Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., 
9 USPQ 238 (21 TMR 382) (C.C.P.A., 1931) ; Old Monk Olive Oil Co. v. 
Southwestern Coca-Cola Bottling Co., 49 USPQ 192 (31 TMR 203) (C.C. 
P.A., 1941) ; Standard Laboratories, Inc. v. The Procter & Gamble Com- 
pany, 77 USPQ 617 (38 TMR 768) (C.C.P.A., 1948); as well as the 
vigorous dissenting opinion in May Department Stores v. Kenya Corp., 
cited above. See also: Northmont Hosiery Corp. v. True Mfg. Co., 91 
USPQ 3 (41 TMR 951) (D.C.E.D. Wis., 1951), in which the Court held 
that a registration is not evidence of subsequent use of the mark by the 
owner of the registration. 

All that is before us are the registrations and the application for 
registration—the same as that which was before the Examiner of Trade- 
marks when he made the determination that applicant’s mark, when ap- 
plied to its goods, did not so resemble any registered mark as to be likely 
to cause confusion, mistake or deception of purchasers. The ex parte deter- 
mination is made under the provisions of Section 2(d) of the statute and 
is grounded upon the right of the public to be free from confusion, mistake 
and deception in the marketplace, rather than upon the protection of a 
registrant’s rights. For this reason, in ex parte consideration of registra- 
bility of a mark, continued use of all presently registered marks is as- 
sumed. But this tribunal is now asked to consider an ex parte record and 
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make an inter partes determination of probable damage when opposer’s 
present use of its mark stands denied. 

Although the law is not well settled as to whether the opposer has dis- 
charged its burden, in accordance with the most recent majority pronounce- 
ment of the Court of Customs and Patent Appeals, the marks as applied 
to the goods of the parties will be considered. Upon consideration of the 
marks as applied to the goods, there does not appear to be such resemblance 
between ROYAL LANCER and ROYAL KNIGHT—either in appearance, sound, 
connotation or significance, nor does there appear to be such identity of 
probable mental reaction or association on the part of purchasers, as to 
be likely to cause confusion, mistake or deception. The opposition is dis- 
missed, and the decision of the Examiner of Interferences is affirmed. 

In the event applicant should finally prevail, however, registration 
should be withheld pending a showing by applicant that the mark presented 
for registration is used as, and functions as, a trademark for men’s suits. 
The specimen labels submitted with the application show ROYAL LANCER 
CLOTH, and it therefore appears that the labels are intended to identify 
the cloth from which certain of applicant’s suits are made and are probably 
supplemental to the trademark used to identify the suits themselves. 
It may well be that applicant does not sell cloth or fabric except in finished 
garments; nevertheless the usage of the mark on the labels submitted is 
such as to identify and distinguish the fabric used in the finished gar- 
ments, and it is sufficient to give rise to trademark rights in fabric. See: 
Winthrop-Stearns, Inc. v. Milner Products Company, 106 USPQ 382 (45 
TMR 1512) (Com’r, 1955); Ex parte Dan River Mills, Inc., 109 USPQ 
68 (46 TMR 641) (Com’r, 1956); and The 8. K. Wellman Company v. 
U. 8. Electrical Motors, Inc., 110 USPQ 259 (46 TMR 1296) (Com’r, 1956). 
In any event, the labels are of a nature which will inevitably lead pur- 
chasers to the conclusion that the suits bearing the labels are made of 
ROYAL LANCER cloth or fabric; and a further showing will be required 


before issuing a registration on this application for men’s suits. 





G. H. PACKWOOD MANUFACTURING COMPANY v. 
PECK'S PRODUCTS COMPANY 


Canc. No. 6211; Opp. Nos. 33,810-3, 33,618 and 33,221 — 
Commissioner of Patents — February 15, 1956 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
The following marks, used with various forms of soap products, are likely 
to be confused: PEX—PAX; PEXELL—PAXELL; PEXOPE—PAX (soap); PEXOLV—PAX- 
SOLV. 
The following marks are held not likely to be confused: PEXENE—PAX; PEXAN— 
PAX. 
REGISTRABILITY—MISREPRESENTATION 
Registration is refused ex parte where record clearly shows that mark was first 


used subsequent to date stated in application. 
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Cancellation proceeding by G. H. Packwood Manufacturing Company 
v. Peck’s Product Company, Registration No. 564,937 issued October 7, 
1952. 

Opposition proceedings by G. H. Packwood Manufacturing Company 
v. Peck’s Products Company, application Serial Nos. 656,096, 656,098-9, 
656,100-1 filed November 9, 1953. 

Opposition proceeding by Peck’s Products Company v. G. H. Pack- 
wood Manufacturing Company, application Serial No. 645,056 filed April 
10, 1953. 

Both parties appeal from decisions of Examiner of Interferences 
granting cancellation, dismissing opposition Nos. 33,810, 33,812, 33,813 and 
33,618 and sustaining opposition Nos. 33,811 and 33,221. Affirmed as to 
cancellation and opposition Nos. 33,810, 33,811 and 33,812; reversed as to 
opposition Nos. 33,813, 33,618 and 33,221. 


Kingsland, Rogers & Ezell, of St. Louis, Missouri, for G. H. Packwood 
Manufacturing Company. 
Ralph W. Kalish, of St. Louis, Missouri, for Peck’s Products Company. 


Leeps, Assistant Commissioner. 

These proceedings involve a petition for cancelation and five opposi- 
tions filed by G. H. Packwood Manufacturing Company (hereafter called 
Packwood) against Peck’s Products Company (hereafter called Peck) and 
an opposition filed by Peck against Packwood. All were presented on a 
singled record and argued together; so a single opinion will dispose of 
all controversies. 

Packwood owns a registration of pax for a powdered soap product, 
issued on February 19, 1929 (Reg. No. 253,176) and renewed. It also 
asserts use of PAX-ALL, PAX-LANO-SAV, BORAPAX, VELVA-PAX, OFFICE PAX, 
LAUND-R-PAX, and PAx-SOLV. Application to register PAx-SoLv for a skin 
cleanser has been filed and opposed by Peck. 

Peck owns a registration of Pex for soaps and dishwashing detergents, 
issued on October 7, 1952 (Reg. No. 564,937), cancelation of which is sought 
by Packwood ;? and it asserts use of PEXELL for soap powder and powdered 
detergents, PEXENE for a liquid floor conditioner and cleaner, pexoiv for 
a general cleaning compound, pEXOPE for soap powder and powdered deter- 
gents, and PEXxAN for a general cleaning compound. Applications to reg- 
ister each of these marks for the stated goods have been filed by Peck 
and opposed by Packwood.’ 

The Examiner of Interferences granted Packwood’s petition to cancel 
the registration of PEX, sustained its opposition to registration of PEXELL, 
and dismissed its oppositions to registration of PEXENE, PEXOLV, PEXOPE 
and PpEXAN. Peck has appealed in the first two cases mentioned, and Pack- 


1. Opp. No. 33,221. 
2. Canc. No. 6211 
3. Opp. Nos. 33 ‘Bil; 33,812; 33,618; 33,813; and 33,810. 
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make an inter partes determination of probable damage when opposer’s 
present use of its mark stands denied. 

Although the law is not well settled as to whether the opposer has dis- 
charged its burden, in accordance with the most recent majority pronounce- 
ment of the Court of Customs and Patent Appeals, the marks as applied 
to the goods of the parties will be considered. Upon consideration of the 
marks as applied to the goods, there does not appear to be such resemblance 
between ROYAL LANCER and ROYAL KNIGHT—either in appearance, sound, 
connotation or significance, nor does there appear to be such identity of 
probable mental reaction or association on the part of purchasers, as to 
be likely to cause confusion, mistake or deception. The opposition is dis- 
missed, and the decision of the Examiner of Interferences is affirmed. 

In the event applicant should finally prevail, however, registration 
should be withheld pending a showing by applicant that the mark presented 
for registration is used as, and functions as, a trademark for men’s suits. 
The specimen labels submitted with the application show ROYAL LANCER 
CLOTH, and it therefore appears that the labels are intended to identify 
the cloth from which certain of applicant’s suits are made and are probably 
supplemental to the trademark used to identify the suits themselves. 
It may well be that applicant does not sell cloth or fabric except in finished 
garments; nevertheless the usage of the mark on the labels submitted is 
such as to identify and distinguish the fabric used in the finished gar- 
ments, and it is sufficient to give rise to trademark rights in fabric. See: 
Winthrop-Stearns, Inc. v. Milner Products Company, 106 USPQ 382 (45 
TMR 1512) (Com’r, 1955); Ex parte Dan River Mills, Inc., 109 USPQ 
68 (46 TMR 641) (Com’r, 1956); and The 8S. K. Wellman Company v. 
U. 8. Electrical Motors, Inc., 110 USPQ 259 (46 TMR 1296) (Com’r, 1956). 
In any event, the labels are of a nature which will inevitably lead pur- 
chasers to the conclusion that the suits bearing the labels are made of 
ROYAL LANCER cloth or fabric; and a further showing will be required 
before issuing a registration on this application for men’s suits. 


G. H. PACKWOOD MANUFACTURING COMPANY v. 
PECK'S PRODUCTS COMPANY 


Canc. No. 6211; Opp. Nos. 33,810-3, 33,618 and 33,221 — 
Commissioner of Patents — February 15, 1956 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
The following marks, used with various forms of soap products, are likely 
to be confused: PEX—PAX; PEXELL—PAXELL; PEXOPE—PAX (soap); PEXOLV—PAX- 
SOLV. 
The following marks are held not likely to be confused: PEXENE—PAX; PEXAN— 
PAX. 
REGISTRABILITY—MISREPRESENTATION 
Registration is refused ex parte where record clearly shows that mark was first 


used subsequent to date stated in application. 
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Cancellation proceeding by G. H. Packwood Manufacturing Company 
v. Peck’s Product Company, Registration No. 564,937 issued October 7, 
1952. 

Opposition proceedings by G. H. Packwood Manufacturing Company 
v. Peck’s Products Company, application Serial Nos. 656,096, 656,098-9, 
656,100-1 filed November 9, 1953. 

Opposition proceeding by Peck’s Products Company v. G. H. Pack- 
wood Manufacturing Company, application Serial No. 645,056 filed April 
10, 1953. 

Both parties appeal from decisions of Examiner of Interferences 
granting cancellation, dismissing opposition Nos. 33,810, 33,812, 33,813 and 
33,618 and sustaining opposition Nos. 33,811 and 33,221. Affirmed as to 
cancellation and opposition Nos. 33,810, 33,811 and 33,812; reversed as to 
opposition Nos. 33,813, 33,618 and 33,221. 


Kingsland, Rogers & Ezell, of St. Louis, Missouri, for G. H. Packwood 
Manufacturing Company. 
Ralph W. Kalish, of St. Louis, Missouri, for Peck’s Products Company. 


Leeps, Assistant Commissioner. 

These proceedings involve a petition for cancelation and five opposi- 
tions filed by G. H. Packwood Manufacturing Company (hereafter called 
Packwood) against Peck’s Products Company (hereafter called Peck) and 
an opposition filed by Peck against Packwood. All were presented on a 
singled record and argued together; so a single opinion will dispose of 
all controversies. 

Packwood owns a registration of pax for a powdered soap product, 
issued on February 19, 1929 (Reg. No. 253,176) and renewed. It also 
asserts use of PAX-ALL, PAX-LANO-SAV, BORAPAX, VELVA-PAX, OFFICE PAX, 
LAUND-R-PAX, and pax-SOLv. Application to register PAx-soLv for a skin 
cleanser has been filed and opposed by Peck. 

Peck owns a registration of pEx for soaps and dishwashing detergents, 
issued on October 7, 1952 (Reg. No. 564,937), cancelation of which is sought 
by Packwood ;? and it asserts use of PEXELL for soap powder and powdered 
detergents, PEXENE for a liquid floor conditioner and cleaner, pexotv for 
a general cleaning compound, PEXxoPE for soap powder and powdered deter- 
gents, and pexaN for a general cleaning compound. Applications to reg- 
ister each of these marks for the stated goods have been filed by Peck 
and opposed by Packwood.* 

The Examiner of Interferences granted Packwood’s petition to cancel 
the registration of Pex, sustained its opposition to registration of PEXELL, 
and dismissed its oppositions to registration of PEXENE, PEXOLV, PEXOPE 
and PEXAN. Peck has appealed in the first two cases mentioned, and Pack- 


1. Opp. No. 33,221. 
2. Canc. No. 6211. 
3. Opp. Nos. 33,811; 33,812; 33,618; 33,813; and 33,810. 
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wood has appealed in the four other cases. In addition, the Examiner of 
Interferences sustained Peck’s opposition to registration of PAX-SOLV and 
Packwood has appealed. 

The marks primarily involved are: 











Petitioner-Opposer (Packwood) 
PAX—powdered soap product 
PAXALL—general cleaning compound 
PAX-SOLV—skin cleanser 

Respondent-Applicant (Peck) 

PEX—soaps and dishwashing detergents 
PEXELL—soap powder and powdered detergents 
PEXOLV—general cleaning compound 
PEXENE—liquid floor conditioner 

PEXOPE—soap powder and powdered detergents 
PEXAN—general cleaning compound 

















Packwood’s record shows that on November 21, 1925 G. H. Packwood 
Mfg. Co., a partnership, registered its name under the fictitious name stat- 
ute of Missouri. During the same month Packwood had a trademark search 
made for pACK’s in the soap and cleanser field. PAcK’s being the nickname 
of Mr. G. H. Packwood, one of the partners in the business, was adopted 
as the trademark for glass and hand cleaners, and on March 5, 1926 the 
mark was registered under the Missouri statute. At that time Mr. Pack- 
wood was employed as an engineer and handled the cleaner business on the 
side. In the summer of 1926 he resigned his engineering job and devoted 
full time thereafter to the business of making and selling cleaners under 
the mark PACK’s. 

On June 24, 1926 Mr. Packwood filed an application to register in the 
Patent Office a label (copyrighted in 1926) showing pPack’s for a glass 
cleaner, but the application was abandoned for failure to respond to a 
communication requiring certain amendments. 

The partnership was succeeded in July of 1926 by G. H. Packwood 
Manufacturing Company, a Missouri Corporation, and the corporation’s 
application to register pack’s for a hand and skin cleanser filed on De- 
cember 17, 1927 matured into Reg. No. 238,962 on February 14, 1928. 
First use asserted in the application was February of 1926. The registra- 
tion issued under the Trademark Act of 1920, and it expired on February 
14, 1948. 

During 1926 soap dispensers bearing the mark pack’s were sold. It is 
apparent from the record that Packwood’s beginnings were on a modest 
scale, but the record shows continuity of use of PACK’s as a trademark 
for hand cleansers from the early part of 1926 to June of 1928 when the 
spelling of the mark was changed to pax. For a period of time thereafter 
labels, invoices and billheads showed pax in large letters above FORMERLY 


CALLED PACK’s in small letters. 
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On September 5, 1928 Packwood recorded a label showing pAxX—THE 
CRYSTALLIZED SOAP in the Patent Office; and on the same day it filed an 
application to register pax as a trademark for powdered soap products. 
The latter matured into Reg. No. 253,176 on February 19, 1929 and has 
been renewed. In 1941 Packwood obtained a registration of pax for soap 
dispensers (Reg. No. 389,614 based on use since 1932). 

Some advertising of pack’s cleaner was published in a St. Louis news- 
paper in 1926, and subsequently PAX—THE CRYSTALLIZED SOAP was adver- 
tised by direct mail, by coupon redemption, and by screen projection in 
movie theatres, as well as in newspapers. 

Packwood’s business in pax soaps and cleaning products and soap dis- 
pensers increased steadily each year from a volume of $4,000 in the last 
half year of 1928 to more than $1,000,000 in 1946. 

Packwood’s early sales of dispensers and soap products were largely 
to petroleum companies for installation and use in service stations, to 
publie utility companies, theatres and clubs, railroads, and to offices and 
industry for use by employees. In these places the general public used 
pax, but the powdered or crystallized hand soap was offered for sale to 
the public only in service stations. In the middle 1930’s, when the chain 
tax laws became effective, Packwood’s distribution changed, so that jani- 
torial supply and like jobbers became the channel of distribution to service 
stations as well as other users. 

During the early and middle 1930’s Packwood introduced a number of 
different pax products in addition to its hand soaps and dispensers, includ- 
ing PAX-HECTO ink stain remover; PAX-C-MENT cement for installing soap 
dispensers; PAX automobile soap; and OFFICE PAX office soap. 

During the 1940’s, Packwood sold and advertised PAXLANOSAV skin 
cleanser; PAX HYSPEED hand cleaner, PAX FORMULA T-22; PAX CRUSADER, 
PAX CORNTEX and PAX SUPER-X mechanics’ hand cleaner; PAX BORAX cleaner 
for factory, shop or home use; PAX DICTATOR hand cleanser; VELVAPAX 
LIGHT DUTY and PAX office soap; PAX cleansing cream; PAX F-54 oil pit and 
machinery cleaner ; PAX DETERGENT cleaning compound for floors and wood- 
work; PAX ALL-PURPOSE cleaner for all washable surfaces; pax sulfonated 
oil liquid skin cleanser; PAXALL all-purpose soapless cleaner; BORAPAX 
borax hand cleanser; PAX-SOLV waterless skin cleanser; and PAX THREE-X, 
PAX HEL-CAT, PAX TOM-CAT and PAX BIG-CAT liquid degreasers. 

Packwood’s record establishes continuous use of PAXALL on an all- 
purpose soapless cleaner since August 1, 1947; and it establishes continu- 
ous use of PAX-SOLY on a skin cleanser since August 12, 1947. 

Between 1945 and 1954 Packwood spent some $263,000 in advertising 
its products under its pax mark, together with its other marks embodying 
PAX, in trade magazines, by direct mail, by telephone directory listings and 
miscellaneous other media. 

Packwood’s oral testimony is clear and consistent, and it is unusually 
well documented with exhibits. It leaves no doubt but that pax has been 
continuously used by Packwood as a trademark for soap products and 
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cleansers since 1928—both alone and as a prefix or suffix of other marks 
used in conjunction with the pax house mark—and the forerunner and 
phonetic equivalent of the mark, PacK’s was used from early in 1926 to 
1928. 


Peck’s record does not present such a clear case, either of first use 
or continued use of any of the marks involved. Mr. George P. Peck, the 
founder of the business, his wife, his two sons who now operate the busi- 
ness, a brother-in-law, a retired employee, a salesman for Peck, a retired 
commercial photographer, a salesman for a grocery company, a former 
employe of a grocery store, and Peck’s bookkeeper since 1947 were called 
as witnesses. 


Mr. George P. Peck testified that he commenced operating Peck’s 
Products Company in 1922 at which time he sold lubricating oils and 
greases and some soap products, primarily bulk soaps. A corporation was 
formed in 1924, and it succeeded to Mr. Peck’s business, and some time 
after incorporation, Peck entered the package and bar soap field. Although 
Mr. Peck stated that he had used pex as a trademark in 1922, he later 
contradicted the statement and said that he used PEXOLINE on disinfectant 
and PEXELL on soap powder in 1922. The witness, aged 73, testified from 
memory concerning events and dates of thirty years ago with little or 
no documentary evidence to support his recollections and with little or no 
reason for remembering specific dates. 


The testimony of Mrs. Peck is contradictory and in conflict with that 
of other witnesses. It seems odd that she could not remember whether she 
was married in 1923 or 1924, and yet she testified concerning use of PEX 
as a trademark continuously from 1922; she testified that bars of soap were 
stamped Pex as early as 1924 (although the record shows that the stamping 
die was not ordered until December of 1926) ; she could not remember when 
she retired from the business (although other testimony indicates that 
it was in 1947) ; she testified that 20 to 25 percent of the business in 1922 
was soap (although Mr. Peck had testified that it was 50% of the busi- 
ness) ; she identified a catalog as having been issued in 1928 (although it 
carried a 1930 notice of copyright). Such oral testimony is not convincing. 

The salesman’s testimony is likewise characterized by contradictions 
and inconsistencies. He testified that PEXELL and PEX soap were being 
made at the time he went with the company as a bookkeeper in 1923, but 
he did not know how or whether the products were marked at that time. 
He testified that he did not sell any soap until 1926, but he stated that he 
had stacked pEx soap in stores in 1925. He testified that newspaper 
advertising of pEX soap was published in 1927, 1928, 1929, but Peck’s 
counsel was unable to locate any advertising prior to 1930. 

Mr. Peck’s brother-in-law testified that he commenced working for 
Mr. Peck in 1921, but Mr. Peck did not go into business until 1922. His 
testimony concerning use of PEX on soap conflicts with that of other wit- 


nesses, 
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A salesman for a grocery company testified that he sold pex soap in 
1925 and PEXIDE prior to 1925, but all credible evidence indicates that 
PREXIDE was first put on the market in 1929 or 1930. 

A one-time employe of a grocery store testified that when he com- 
menced working full time in 1924, at the age of fourteen, the store carried 
PEX EXTRA FAMILY soap. He did not remember whether or not the name 
was stamped on the bars, but he said he remembered “positively” that the 
earton was stenciled with PEX EXTRA FAMILY soap. He further testified 
that the soap disappeared from the market in the 1930’s. The witness has 
not been engaged in selling groceries since 1941. 

The retired employe, aged 69, testified that he went to work for Peck 
in 1927 cooking, cutting and stamping soap. He positively identified a die 
as the one he used at all times for stamping soap, stating that it was 
the only die in the factory, yet another witness testified that there were 
two, and another testified that there were several of such dies used to 
stamp PEX EXTRA FAMILY on bar soap. He first testified that the mark 
stamped on the soap was PECK’s, but when he was shown the die, he then 
remembered that the word was PEX. 

The impression gained from reading the testimony of the witnesses 
is that they were of the opinion that use of PpEcK’s was use of PEX, and that 
use of words including PEx as a prefix amounted to use of PEXx alone. 

The innumerable conflicts and contradictions in the oral testimony 
require scrutiny of the exhibits to try to ascertain the true facts. The 
earliest records introduced by Peck are a ledger sheet showing an inventory 
on December 31, 1926 of fifty-two bottles of Pex quinine hair tonie and 
some PEXxO cold or vanishing cream, and a journal entry for December 
of 1926 said to show the purchase of a stamping die showing PEX EXTRA 
FAMILY SOAP. There was no indication of any inventory of PEX soap or 
soap products in 1926. 

The earliest exhibit showing PEX in connection with soap is a photo- 
graph properly identified by the photographer as having been taken by 
him in October of 1929 at a food display at the Coliseum in St. Louis. 
(It is noted that Mr. Peck testified that the picture was made in 1926.) 
The photograph shows Peck’s booth which featured a number of cosmetic 
items and PEX EXTRA FAMILY soap. 

The earliest ledger sheets showing sales of products identified by 
PEX are dated 1932. 

The earliest advertisements for PEX EXTRA FAMILY soap are ten in 
number, and they are small ads which appeared in a St. Louis newspaper 
between June 6, 1930 and August 15, 1930. An earlier advertisement by 
Peck appeared in the April, 1927 issue of “Soap,” a trade journal, but it 
advertised “private label soaps of every description,” and raw and basic 
soap materials for sale to the soap industry. 

The St. Louis classified telephone directory for 1925 and 1926 listed 
“Peck’s Products Company” only under “Oils” and not under “Soaps.” 
It first appeared under “Soaps” in 1927, and even then the listing was 
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limited to name, address and telephone number with no indication of 
products offered for sale. 

The record shows Peck’s total sales volume through 1946 but such 
sales figures admittedly include the sale of oils, lubricants, basic soap 
chemicals, bulk soaps and other products and are insufficient to show 
volume of sales under any mark. Whatever the volume of sales under 
the mark PEX may have been in the early days, one witness testified that 
the demand for bar soap disappeared in the 1930’s and that he had not 
seen PEX soap since 1936; another testified that he had not seen Pex soap for 
ten years; and another testified that he had not seen any PEXx soap for a 
long time. The mark did not appear in the 1935, 1936, 1937, 1939, 1941, 
1942, 1944, 1946 or 1947 price lists which are in, evidence. An attempt 
was made to show recent sales of pEx bar soap, but it appears that such sales 
as may have been made were inconsequential; they have been made to rail- 
roads for use as a lubricant to relieve hot boxes; and the evidence is insuffi- 
cient to show that the soap has been marked or identified in any way by 


PEX. 

It appears that in late 1929 or early 1930, Peck put out PEXIDE 
powdered soap which was sold door to door and in some grocery stores; 
and the price lists in evidence indicate that PEXIDE powdered or chipped, 
or flaked soap was being offered for sale to jobbers as late as 1950. It 
apparently has not been sold, however, as a consumer item as it was 


originally. 

There are in the record jobbers price lists for 1930, 1935, 1936, two 
for 1937, 1939, two for 1941, 1942, 1944, 1946, two for 1947, 1948, 1949, 
two for 1950, two for 1951, 1952, 1953 and 1954. A number of these price 
lists are headed “Manufacturers for Jobbers Exclusively,” and many of 
them indicate that Peck will manufacture to purchasers’ specifications. A 
study of the price lists in chronological order shows listings under the 
following marks which are involved here :* 


4. These additional marks relating to PACK’S or PEX appeared on the price lists 
in the years and for the products indicated. 

PECK’sS white laundry, hard green, tar, floating, pumice and other soaps—1930, 1935, 
1937 and 1939. 

PECK’S emulsion base or orchard spray or both—1941, 1942, 1944, 1946 and 1947. 

PEXIDE powdered or chipped or granular soap—1930, 1935, 1936, 1937, 1939, 1941, 
1942, 1944, 1946, 1947, 1948, 1949 and 1950. 

PEXBRITE paste cleaner—1930. 

PEXBRITE self-polishing wax—1935, 1936, 1937, 1939, 1941, 1942, 1944, 1946, 1947, 
1948, 1949, 1950, 1951, 1952, 1953 and 1954. 

PEXOLINE (later spelled PEXOLENE) disinfectant—1930, 1935, 1941, 1942, 1946, 1947, 
1948, 1949, 1950, 1951, 1952, 1953 and 1954. 

PEXTOX fly killer—1930, 1935, 1941, 1942, 1944, 1946 and 1947. 

PEXPINE scrubbing soap, floor soap or floor cleaner—1935, 1936, 1937, 1939, 1941, 
1942, 1944, 1946, 1947, 1948, 1949, 1950, 1951, 1952, 1953 and 1954. 

PEX-O-NITE (sometimes spelled PEXONITE) powdered or flaked or chipped soap— 
1935, 1936, 1937, 1939, 1941, 1942, 1944, 1946, 1947, 1948, 1949 and 1950. 

PEXOPINE disinfectant—1946, 1947, 1948, 1949, 1950, 1951, 1952, 1953 and 1954. 

PECKLAN liquid hand soap—1947. 

PEXWASH carwash—1948, 1949, 1950, 1951, 1952, 1953 and 1954. 


Sah ES A i ice cnc oe recite 
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PEX EXTRA FAMILY soap in 1930, 1948, 1949, 1950, 1951, 1952, and 1953. 
(PEX appears as a trademark for terrazzo seal in the price list of 1935; 
for a theatre spray in the price lists of 1948, 1949, 1950 and 1951; for a 
coal tar disinfectant in the price lists of 1946 and 1947; and for mechanics’ 
soap in the price list of 1944). The registration sought to be canceled 
issued for soaps and dishwashing detergents on the basis of use since 
1926. The evidence is inconclusive as to use on soaps prior to 1929; and 
the record creates an inference of non-use on soaps prior to 1929; and 
the record creates an inference of non-use on soaps between 1930 and 1948, 
with the single exception of possible use on mechanics’ soap in 1944. The 
only testimony concerning first use of pEXx on a detergent indicates that 
it was not earlier than the latter part of 1949. The absence of pex detergent 
from all price lists is not satisfactorily explained. 

PEXELL is listed as a trademark for soap powder in the price lists of 
1930, 1935, 1936, 1937, 1941, 1942, 1944, 1946, 1947, 1948, 1949, 1950 and 
1951. There is no satisfactory explanation of its absence from price lists 
since 1951. 

PEXAN is listed as a trademark for a detergent in the price lists of 
1930, 1939, 1941, 1944, 1946, 1947, 1948, 1949, 1950, 1951, 1952, 1953 and 
1954. 

PEXOPE is listed as a trademark for powdered soap or soap powder in 
the price lists of 1935, 1936, 1937, 1941, 1942, 1944, 1946, 1947, 1948, 1949 
and 1950. There is no satisfactory explanation of its absence from price 
lists since 1950. 

PEXENE is listed as a trademark for a floor conditioner in the price 
lists for 1950, 1951, 1952, 1953 and 1954. 

PEXOLY does not appear as a trademark for any product in any price 
list which is in evidence. The absence of pExOLv from all price lists is not 
satisfactorily explained. There is some testimony that Peck adopted and 
first used PEXOLV as a trademark for a dishwashing compound in 1946, 
some secondary evidence indicating that a mailing piece showing PEXOLV 
dishwashing compound may have been distributed in the spring of 1947, 
and there are copies of two advertisements showing PEXOLV dishwashing 
compound as advertised in “Soap” magazine for July and October of 
1947, together with saNITOLV dishwashing compound. As indicated in the 
last paragraph of footnote 4, sANITOLV appeared in the price lists for 1946 
and 1947, following which it was replaced by exp. The record is not con- 
vincing that the mark was actually used on any goods until 1949 when it 
appears to have been used on a milkstone remover sold to dairies. 

Peck’s officers and employees have known of Packwood and its trade- 
mark pax for more than twenty years. In fact, four of the witnesses who 





PEXSYN detergent—1950, 1951, 1952, 1953 and 1954. 

PECK’S toilet bow] cleaner—1954. 

The following marks are listed in the years indicated for dishwashing compounds: 
SANITOLV—1946 and 1947; Exp—1948, 1949, 1950, 1951, 1952, 1953 and 1954; and 
FLUFF—1953 and 1954. 
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testified on behalf of Peck stated that they had called on Packwood during 
the late 1920’s and 1930’s in an effort to sell their powdered soaps as a 
basic material for further fabrication in the production of hand soaps. 

Peck’s record creates an inference that except for its foray into the 
consumer package field in the late 1920’s and early 1930’s with its Pex 
EXTRA FAMILY soap and its PEXIDE powdered and chipped soap, its soap 
business has, until recent years, been directed to soap blenders and manu- 
facturers where the identity of such trademarks as may have been used are 
lost in the finished product, to jobbers for re-packaging and re-labeling, 
and to the manufacture of “private label” merchandise. In 1951, however, 
a sales corporation called PEX, INCORPORATED, was formed by the majority 
stockholders of Peck for the purpose of promoting the sale of at least 
some of Peck’s products, notably, pex detergent, through janitorial supply 
jobbers for resale to institutional users. It appears that this change in 
distribution brought pax products and Pex products together in trade 
channels for the first time, and so far as the record shows, it brought the 
pEX trademark to the attention of Packwood for the first time. Packwood 
protested Peck’s use of PEX as a trademark for its detergent, but Peck 
countered with a protest that Packwood was infringing its rights. These 
proceedings resulted. 

Packwood has made a strong prima facie case showing continuous and 
substantial use of pax as a trademark for hand cleansers and other clean- 
ing products since 1928, and Peck has failed net only to rebut the prima 
facie case, but it has failed to show earlier, or continued, use of PEX as a 
trademark for soap or soap products. Peck’s record is so characterized 
by conflicts, contradictions and inconsistencies resulting from faulty mem- 
ory, and by exhibits which tend to refute the oral testimony, that it fails 
utterly to carry conviction. 

Pax and pEx look too much alike and sound too much alike, when 
used on soaps and detergents moving in the same channels of trade, to 
avoid confusion, mistake and deception of purchasers; and damage to 
Packwood is, therefore, presumed. The petition to cancel is granted, and 
the decision of the Examiner of Interferences is affirmed. 

PEXELL and PAXALL look too much alike and sound too much alike 
when used on soap powder and soapless cleaner, to avoid confusion, mis- 
take and deception of purchasers. Peck’s record shows prior adoption and 
use of PEXELL but fails satisfactorily to show use since 1951, whereas Pack- 
wood shows continuous use since August 1, 1947. Damage to Packwood is 
likely to result if the registration of PEXELL issues. The opposition of Pack- 
wood (Opp. No. 33,811) is sustained, and the decision of the Examiner of 
Interferences is affirmed. 

PEXOPE, when used on powdered soap or soap powder, looks and sounds 
too much like pax soap to avoid confusion, mistake and deception of pur- 
chasers, and Packwood is likely to be damaged by its registration. It is 
noted that the record fails satisfactorily to show that PExoPE was first used 
in 1926, the date asserted in the application, and it fails satisfactorily to 
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show use by Peck of PExopPE since 1950. The opposition (Opp. No. 33,813) 
is sustained, and the decision of the Examiner of Interferences is reversed. 

No likelihood of confusion, mistake or deception of purchasers is found 
as between PEXENE floor conditioner and pax or any other of Packwood’s 
marks embodying pax. The opposition (Opp. No. 33,812) is dismissed, and 
the decision of the Examiner of Interferences is affirmed. Registration is 
refused ex parte, however, since the record clearly shows that PEXENE 
was first used in 1950, whereas applicant stated in its application under 
oath that use commenced in 1947. 

No likelihood of confusion, mistake or deception of purchasers is 
found as between PEXAN all purpose detergent and Pax or any other of 
Packwood’s marks embodying pax. The opposition (Opp. No. 33,810) 
is dismissed, and the decision of the Examiner of Interferences is affirmed. 
In the event applicant finally prevails in this proceeding, however, registra- 
tion will be withheld pending receipt of an amendment to the application 
changing the identification of goods from “general cleaning compound” 
to “all purpose detergent.” 

PEXOLV, when used on a general cleaning compound, and PAX-SOLV used 
on a skin cleanser, look and sound too much alike to avoid confusion, mis- 
take or deception of purchasers. The record shows continued use by Pack- 
wood of PAX-SOLV since August 12, 1947; and it fails satisfactorily to show 
actual use on any product by Peck until 1949. The opposition filed by 
Packwood (Opp. No. 33,618) is sustained, and the decision of the Exam- 
iner of Interferences is reversed. The opposition filed by Peck (Opp. No. 
33,221) is dismissed, and the decision of the Examiner of Interferences is 
reversed. 


SQUIRREL BRAND COMPANY v. BARNARD NUT CO. INC. 
No. 32,184 — Commissioner of Patents — February 19, 1957 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Applicant seeks to register as a composite mark the word BARNARDS and NUTTEE 
FOODS in connection with a drawing of a squirrel perched upon a bough and holding 
a nut between its paws, for edible nuts. Registration is opposed by the owner of 
a composite mark SQUIRREL BRAND in conjunction with a drawing of a squirrel 
perched upon a bough, holding a nut between its paws for nuts, fruit squares and 
candy. Opposer took testimony and moved for summary judgment on the pleadings 
and testimony which was denied on the basis of there being issues of fact. It 
appearing that a civil action in Florida had been tried with results favorable to 
applicant, the Patent Office proceeding was suspended pending the outcome of the 
civil litigation. The civil litigation being affirmed on appeal the opposition was 
dismissed. The findings of the District Court were that applicant’s use in Florida 
was prior to that of opposer, and while normally the right to register is coextensive 
with the right to use in interstate commerce, this had not been in issue in the civil 
litigation. By the Patent Office proceedings applicant seeks a registration presump- 
tively entitling it to exclusive use throughout the United States and therefore the 
determination of the Court is not binding on the Patent Office. The matter is re- 
manded for further consideration of applicant’s right fo register irrespective of 
the opposition. 
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Opposition proceeding by Squirrel Brand Company v. Barnard Nut 
Co., Inc., application Serial No. 597,869 filed May 22, 1950. Opposer ap- 
peals from decision of Examiner of Interferences dismissing opposition. 
Remanded. 

See also 44 TMR 1114 and 45 TMR 1324. 


Heard, Smith, Porter & Chittick, of Boston, Massachusetts, and Mead, 
Browne, Schuyler & Beveridge, of Washington, D.C., for opposer- 
appellant. 

William A. Le Pore and Ben Paul Noble, of Washington, D.C., for ap- 
plicant-appellee. 


LEEpDs, Assistant Commissioner. 

An application was filed on May 22, 1950, to register as a composite 
mark the word BARNARDS and the words NUTTEE FOODS, substantially be- 
tween which appears a drawing of a squirrel perched upon a bough and 
holding a nut between its forepaws. The goods are identified as shelled 
edible nuts, and use since 1936 is asserted. 

Registration was opposed by the registrant of a drawing of a squirrel 
perched upon a bough and holding a nut between its forepaws, for nuts, 
candy, dates and peanut butter;’ a drawing of a squirrel perched upon 
a bough and holding a nut between its forepaws, with the words SQUIRREL 
BRAND appearing above the drawing and on the bough, for candy;? and 
the words SQUIRREL BRAND for nuts, fruit squares and candy.’ 

Opposer took testimony and filed it in the Patent Office on December 
14, 1953. Immediately prior thereto opposer filed, on December 11, 1953, 
a motion for summary judgment on the ground that an examination of 
the pleadings, opposer’s testimony and the marks as applied to the goods 
showed that opposer was entitled to judgment as a matter of law. The 
motion was resisted by applicant, and was subsequently denied by the 
Examiner of Interferences. Opposer petitioned the Commissioner to “ex- 
ercise his supervisory authority” and grant its motion for summary judg- 
ment. On the ground that it was clear from the pleadings that there were 
genuine issues as to material facts, the petition was denied. 

During the prosecution of the case, it became apparent that a civil 
action instituted by opposer in the District Court for the Southern Dis- 
trict of Florida (Civil Action 4119-M) had been tried with results favor- 
able to applicant. The Examiner of Interferences then issued an order 
to the parties to show cause why the opposition proceeding should not be 
suspended pending final termination of the civil action in accordance 
with the procedure outlined in Townley Clothes, Inc. v. Goldring, Inc., 
100 USPQ 57 (44 TMR 581) (Com’r, 1954). Only opposer submitted 


1. Reg. No. 318,545, issued October 30, 1934, published in accordance with Sec. 
12(c) on July 27, 1948. Renewed. 

2. Reg. No. 106,081, issued October 5, 1915 to a predecessor, renewed to opposer, 
published in accordance with Sec. 12(c) on February 21, 1956. 

3. Reg. No. 76,187, issued December 21, 1909 to a predecessor, renewed to a 
predecessor and renewed a second time to opposer. 
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argument resisting suspension. Thereafter, the Examiner of Interferences 
suspended the opposition proceeding. 

Opposer petitioned the Commissioner to “exercise his supervisory 
authority” and direct the Examiner of Interferences to resume proceedings. 
The petition was denied in an opinion reported at 101 USPQ 340 (44 
TMR 1114) (Com’r, 1954). 

Meanwhile, opposer-plaintiff appealed the adverse decision in the civil 
action to the Court of Appeals for the Fifth Circuit, and on August 9, 
1955, the Court of Appeals affirmed the District Court. 106 USPQ 296 
(45 TMR 1324). 

On October 26, 1955 applicant moved for resumption of the opposi- 
tion proceeding; and on December 15, 1955 the Examiner of Interferences 
issued an order to opposer to show cause why the opposition should not 
be dismissed in view of the decision of the Court of Appeals. In response 
to the order, opposer informed the Examiner of Interferences that it had 
filed a request for reconsideration in the Court of Appeals, which had 
been denied, but the time within which a petition for writ of certiorari 
could be filed had not expired. A petition for writ of certiorari filed by 
opposer-plaintiff was denied on March 26, 1956, 108 USPQ 456. 

On April 5, 1956 the Examiner of Interferences issued another order 
to opposer to show cause why the opposition should not be dismissed. 
Opposer responded to the order, but on May 31, 1956 the Examiner of In- 
terferences held that applicant was entitled to judgment, stating: 


“While the final determination of the civil action between the 
parties is not conclusive upon the question of registrability of the 
applicant’s mark, it is the opinion of the examiner that it does preclude 
any finding of probable damage to the opposer in this proceeding, 
and that the applicant therefore is entitled to interlocutory judgment 
upon the inter partes issue hereof as a matter of law, under the pro- 
visions of Civil Procedure Rule 56. The only statutory ground on 
which the opposer has based its claim of such damage is that the 
applicant’s mark so resembles the previously adopted mark of the 
opposer as to be likely, when applied to the goods of the applicant, to 
cause confusion in trade; and the final decision of said civil action 
in which the identical question was decided adversely to the opposer, 
is conclusive thereon as between the parties. Cf. the Commissioner’s 
decision of May 21, 1954 in this case; Dwinell-Wright Co. v. National 
Fruit Products Co., Inc. (67 USPQ 120); Avedis Zildjian Co. v. The 
Fred Gretsch Mfg. Co. (97 USPQ 41) (48 TMR 641).” 


Opposer has appealed from that decision. 

An examination of the findings of fact entered by the District Court 
(reproduced in the published opinion of the Court of Appeals heretofore 
cited), and approved by the Court of Appeals, indicates that the record 
there established that applicant (defendant) had used its trademark in the 
State of Florida since on or about the year 1934 and had sold and adver- 
tised its products under the mark quite extensively over the southeastern 
area of Florida, whereas opposer (plaintiff) had made insubstantial sales 
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in Florida only since about 1935. The effect of the Court’s decision is to 
say that applicant’s prior use of its mark in the southeastern area of 
Florida is not an infringement of opposer’s (plaintiff’s) rights in its marks. 

Ordinarily, the right to register is coextensive with the right to use in 
interstate commerce. In the civil action, however, neither the question of 
applicant’s right to use its mark in interstate commerce, nor the question 
of the effect of applicant’s expansion of its trade territory into opposer’s 
established interstate market, nor the question of issuance of a registration 
which would give to applicant the statutory presumption of the right to 
exclusive use of its mark on its goods in interstate commerce was before 
the Court. 

In this proceeding applicant seeks a registration from which would flow 
a statutory presumption of its exclusive right to use its mark in interstate 
commerce throughout the United States. The determination of the Court 
in the civil action is not, under these circumstances conclusive upon the 
Patent Office so far as applicant’s right to registration is concerned. 

This matter is remanded to the Examiner of Interferences for con- 
sideration of, and final action upon, the record before the Patent Office, 
and in view of the findings of the Court, for consideration of applicant’s 
right to register irrespective of the opposition.* 


THE KALART COMPANY, INC. v. THE CAMERA-MART, INC. 
No. 6,228 — Commissioner of Patents — February 20, 1957 


CANCELLATION PROCEDURE—IN GENERAL 
CANCELLATION PROCEDURE—EVIDENCE 
Petition for reconsideration of dismissal. Mere fact that registration does not 
specify “for professional use” does not indicate faulty identification of goods. 
Record indicates that products are not the same and channels of trade are different, 
hence damage is not established. Finding of lack of confusion is based on com- 
mercial impression of marks on goods moving in trade. 


Cancellation proceeding by The Kalart Company, Inc. v. The Camera- 
Mart, Inc., Registration No. 581,796 issued November 3, 1953. Registrant 
appealed from decision of Examiner of Interferences sustaining petition. 
Reversed at 47 TMR 420. On petition for reconsideration. Petition denied. 


Frederick E. Hane, of New York, N.Y., for petitioner-appellant. 
Brower, Brill & Gangel, of New York, N.Y., for respondent-appellee. 


Leeps, Assistant Commissioner. 

The petition for reconsideration filed by petitioner, and the reply of 
respondent have been carefully studied, together with the record and the 
decision entered on January 8, 1957, 112 USPQ 147 (47 TMR 420), and 


4. Opposer’s brief on the merits is due thirty days from the date hereof; and 
applicant’s brief is due thirty days after the date of service of opposer’s brief. Oral 
hearing, if desired shall be requested in accordance with the provisions of Rule 2.128(c). 
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the fact statements in the decision and the conclusions based thereon are 
found to be supported by the record. 

Two points made by petitioner, however, justify comment. First, it 
appears from the petition for reconsideration that petitioner’s complaint 
is directed more to the identification of goods in respondent’s registration 
than to the commercial facts. Probability of damage must be resolved 
from the commercial facts, and when it appears, as here, that the products 
of the parties are in fact not the same; that the channels of trade are in 
fact not the same; that the average purchasers are in fact not the same; 
and that the circumstances surrounding the purchase of the respective 
products are in fact not the same, damage to petitioner cannot be inferred 
merely because the registration does not specify “for professional use.” 
The products of respondent are identified in the registration by their 
common commercial names, and the record shows that the products are 
in fact sold to professional users. 

Second, petitioner states: “The Commissioner apparently does not 
question that the marks KALART and CAMART respectively are confusingly 
similar.” The statement is not understood in view of the final conclusion 
in the decision as follows: “The record fails to disclose any facts from 
which it can be concluded that there is any likelihood of confusion, mistake 
or deception of purchasers or that petitioner is otherwise damaged by 
the registration sought to be cancelled.” There is necessarily inherent 
in such a conclusion that respondent’s mark CAMART, when applied to its 
goods, does not so resemble KALART, when applied to petitioner’s goods as 
to be likely to cause confusion, mistake or deception of purchasers, In 
arriving at conclusions in cases such as this, the marks must be considered 
as they appear on the goods moving in the channels of trade—not merely 
as they appear on copies of the registrations. 

The petition for reconsideration is otherwise denied. 


WEATHER-SEAL, INC. v. THE WEATHER-LOCK COMPANY 
No. 33,227 —- Commissioner of Patents — February 26, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR Marks 

The marks WEATHER-LOCK and WEATHER-SEAL, the former used on combination 
storm windows and doors and the latter used on the same goods as well as on 
interchangeable storm windows and window screens, were found to create the same 
commercial impression and, accordingly, the opposition filed by the owner of regis- 
trations for the latter mark was sustained though based only on the notice of oppo- 
sition and copies of the said registrations; the fact that one party’s goods were 
made of metal and the others from wood was of no significance. 


Opposition proceeding by Weather-Seal, Inc. v. The Weather-Lock 
Company, application Serial. No. 617,686 filed August 14, 1951. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 


Affirmed. 
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Ely, Frye & Hamilton, of Akron, Ohio, for opposer-appellee. 
J. William Freeman, of Akron, Ohio, for applicant-appellant. 


Leeps, Assistant Commissioner. 

An application has been filed to register WEATHER-LOCK for combina- 
tion storm windows and doors, use since February 11, 1949 having been 
asserted. 

Registration has been opposed by the registrant of WEATHER-SEAL for 
interchangeable storm windows and window screens: and for combination 
storm and screen windows and doors.” 

The Examiner of Interferences sustained the opposition, and ap- 
plicant has appealed. 

The products of the parties are, for purposes of this proceeding, iden- 
tical. They are items which are infrequently purchased, and the fallibility 
of the recollections of purchasers is a factor to be considered. 

WEATHER-LOCK and WEATHER-SEAL create identical commercial im- 
pressions when applied to the products of the parties. 

Applicant bases its request for reversal of the Examiner of Inter- 
ferences on the grounds that, (1) opposer has failed to prove any facts 
from which damage can be inferred; (2) applicant’s storm windows and 
doors are made of wood and opposer’s are made of metal; and (3) the 
decision of the Commissioner in Nash-Kelvinator Corporation v. Hudson 
Motor Car Company, 95 USPQ 371 (48 TMR 129) (Com’r, 1952) is con- 
trolling here. 

Opposer presented nothing more than its pleading and copies of its 
registrations. Applicant’s responsive pleading denied all ultimate facts 
pleaded with the exception of issuance of the registrations. The inter 
partes question is therefore presented on an ex parte record. Assuming 
that opposer is using its mark on combination storm and screen windows 
and doors, it is believed that purchasers are likely, because of the identity 
of commercial impression and mental or psychological reaction stimulated 
by WEATHER-LOCK and WEATHER-SEAL, to be confused or to make mistakes 
in purchasing the products under ordinary conditions and circumstances. 
The Examiner of Trademarks should have refused registration on this 
ground during the ex parte prosecution of the application. 

The products of the parties are storm windows and doors, irrespective 
of the materials from which they may be made, and applicant’s contention 
that there is no likelihood of confusion or mistake because the goods are 
made of different materials is not entitled to any consideration. 

In the Nash-Kelvinator case, cited above and relied upon by applicant, 
the marks were WEATHER CONTROL and WEATHER EYE used on automobile 
heaters. The Examiner-in-Chief, acting for the Commissioner, specifically 
found that the meanings of the marks were quite different; in other words, 


1. Reg. No. 366,754, issued April 25, 1939. 
2. Reg. No. 407,742, issued June 20, 1944; and Reg. No. 523,350, issued April 
4, 1950. 
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the commercial impression created by applicant’s mark was quite different 
from that created by opposer’s mark. In its brief applicant stated in 
discussing the case that, “The Court found that to hold otherwise would 
be to allow one person to exclusively appropriate the title to the generic 
word ‘weather’.” The decision contains no such statement, nor does it 
contain any language from which such an inference may be drawn. 

In view of the conclusion that applicant’s mark, when applied to its 
goods, is likely to cause confusion or mistake of purchasers, the decision 
of the Examiner of Interferences is affirmed and registration is refused. 


WOHL SHOE COMPANY v. FARRINGTON 
MANUFACTURING COMPANY 


No. 33,582 — Commissioner of Patents —- February 28, 1957 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
REGISTRABILITY—CLASSIFICATION 
Manufacturers of ladies’ shoes are known also to make ladies’ handbags, or to 
have such goods made for them by others, and to sell both products under the same 
mark; therefore, handbags would be a natural line of expansion for a manufacturer 
of ladies’ shoes and in view thereof it is unimportant in determining likelihood of 
confusion with a third party’s use of the same mark on other goods, whether such 
use on handbags preceded the third party’s adoption of the mark, where the fact of 
such expansion is shown to have occurred at least by the time testimony was taken. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
The mark MARQUISE suggests either a noblewoman or a gem cut but not shoes, 
handbags or jewel cases and in view of the identical mental associations, unrelated 
to said products, which would be produced by the word when used thereon and in 
view also of the fact that such goods are not altogether unrelated, it was found that 
average purchasers, buying under the usual conditions of sale, would be likely to 
attribute common origin to the products, and, therefore, the opposition filed by the 
earlier user of the mark on ladies’ shoes, who subsequently applied it to handbags, 
against an application for the mark as used on jewel cases was sustained. 


Opposition proceeding by Wohl Shoe Company v. Farrington Manu- 
facturing Company, application Serial No. 642,401 filed February 13, 1953. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Reversed. 


Alfred W. Petchaft, of St. Louis, Missouri, for opposer-appellant. 
Rowland V. Patrick, of Boston, Massachusetts, for applicant-appellee. 


LeeEps, Assistant Commissioner. 
An application has been filed to register MARQUISE, in a script display, 
for fabric covered metal jewel cases, use since August of 1950 being asserted. 
Registration has been opposed by the registrant of mMarQuise for 
women’s shoes.* 


1. Reg. No. 333,576, issued March 24, 1936, published in accordance with See. 
12(c) on May 25, 1948, affidavits filed in accordance with Secs. 8 and 15, and renewed. 
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The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record shows that since June 25, 1934 it has been using 
MARQUISE, in a script display, as a trademark for ladies’ shoes, and during at 
least a portion of that time it has used, and is presently using, the mark on 
ladies’ handbags. Opposer spends about $75,000 annually in advertising 
its shoes under the mark in women’s high fashion magazines, such as 
“Vogue” and “Harper’s Bazaar,” in newspapers, and by radio and direct 
mail; and retail outlets display point-of-sale advertising material. 

Opposer sells its product to ultimate purchasers primarily in depart- 
ments leased by it in department stores, but such departments are never 
identified by opposer’s name. The only identification of the departments 
is by MARQUISE ORIGINALS and by opposer’s other trademarks. Obviously, 
the average purchasers of opposer’s shoes and handbags are women. 

Opposer’s house counsel identified a dressing table jewel case and a 
traveling jewel case which had been sent to him by the manager of ap- 
plicant’s consumer products division, and these cases are in evidence. 
One of the cases is marked “Fashioned by FARRINGTON, Made in U.S.A.— 
Genuine TEXOL,? and the other has no identifying marking, but both are 
covered with the same leather-like material rather than with “decorative 
fabric,” as that term is commonly used. 

The Examiner of Interferences held that opposer had failed to estab- 
lish prior use of its mark on handbags, and the matter must be decided 
on the basis of opposer’s established prior use of its mark on shoes. Such 
a holding places too much weight on prior use and not enough on normal 
expansion of opposer’s business, with resultant probability of confusion 
and probable damage to opposer. It is common knowledge that ladies’ 
shoe manufacturers make, or have made for them, handbags which they 
sell under the same mark through the same retail outlets to the same average 
purchasers. Handbags are a normal expansion of a shoe manufacturer's 
business, and it is unimportant here whether opposer so expanded its busi- 
ness before or after applicant’s first use of MARQUISE on jewel cases, since 
it unquestionably had so expanded its business before testimony was taken. 
The question, then, is whether or not average purchasers, buying under 
usual conditions and circumstances, are likely to attribute common origin 

to shoes, handbags and jewel cases sold under the mark MARQUISE, displayed 
in almost identical script. 

MARQUISE is a word which is likely to stimulate in the minds of average 

purchasers an association with a noble-woman or a gem cut, or both. It 
suggests neither shoes nor handbags nor jewel cases. 





2. Applicant owns Reg. No. 548,594, issued Sept. 25, 1951 TExo. for “decorative 
or ornamental cases and boxes adapted to contain miscellaneous articles such as cig- 
arettes, playing cards, and jewelry.” Applicant also owns Reg. No. 557,984, issued 
Apr. 22, 1952, FARRINGTON TEXOL for “fabrics coated or impregnated for resistance to 
water and/or mould and sold as artificial leather.” 
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In view of the fact that the marks are identical, stimulating identical 
associations unrelated to the products, and in view of the further fact that 
the products are not altogether unrelated, it is believed that average pur- 
chasers might reasonably attribute common origin to them when sold under 
the identical mark. In any event, opposer’s record is sufficient to have 
shifted to applicant the burden of going forward with proofs to rebut 
opposer’s prima facie case; and since opposer is entitled to the benefit 
of any doubt which may exist, the opposition is sustained, and registration 
is refused. 

The decision of the Examiner of Interferences is reversed. 


GOODALL-SANFORD, INC. v. PASTENE, doing business as 
PASTENE & CO. 


No. 33,668 — Commissioner of Patents — March 4, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
In an opposition proceeding involving applicant’s mark BEACH WALK, used on 
sandals, and opposer’s PALM BEACH, used on fabrics and licensed for use on shoes 
with uppers made from such fabrics, the marks were found not to stimulate the 
same psychological reaction and the opposition therefore was dismissed. 


Opposition proceeding by Goodall-Sanford, Inc. v. Ray J. Pastene, 
doing business as Pastene & Co., application Serial No. 651,286 filed August 
3, 1953. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 


Benjamin Burrows, of New York, N.Y., for opposer-appellant. 
J. E. Trabucco and James J. Trabucco, of San Francisco, California, 
for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register BEACH WALK for sandals, use 
since October 15, 1951 being asserted. 

Registration has been opposed by the registrant of PALM BEACH for 
fabrics.” 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, a copy of opposer’s registration, 
applicant’s application, and a stipulation of facts which shows that both 
parties are using their marks; that opposer’s goods are manufactured into 
wearing apparel, including uppers for shoes; and that customers who man- 
ufacture wearing apparel are licensed by opposer to use its PALM BEACH 
mark on the finished apparel, including shoes. 


1. Reg. No. 108,511, issued to a predecessor on February 15, 1916, renewed Feb- 
ruary 15, 1936 to Goodall Worsted Co., and rerenewed February 15, 1956 to Goodall- 
Sanford, Inc. 
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The marks of the parties neither look alike nor sound alike, and when 
used in connection with the respective products of the parties—even if 
opposer’s PALM BEACH mark is used to identify fabric used in shoe uppers 
—they do not stimulate the same psychological reaction; and purchasers, 
buying under ordinary circumstances and conditions, are not believed 
likely to associate applicant’s mark with opposer’s trademarked product 
or with the producer of such product. There are no facts from which 
confusion or mistake of purchasers is found likely, and there are no facts 
from which damage to opposer can be inferred. 

The decision of the Examiner of Interferences is affirmed. 













SUNBEAM CORPORATION v. DURO METAL PRODUCTS CO. 
No. 34,383 —- Commissioner of Patents — March 4, 1957 






CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
The applicant for the mark WOODMASTER, used on power woodworking tools, 
who counterclaimed for cancellation of opposer’s registration of the mark DRILL- 
MASTER, used on hand operated electric drills, upon the ground that said mark was 
wholly descriptive and that opposer’s interpretation of the effect of said registration 
would impair applicant’s mark was found not to have averred facts from which 
damage to it from such registration could be inferred; if the requisite likelihood 
of confusion was found in the opposition proceeding, it would matter not what 
opposer’s interpretation of its rights might be. Upon amendment, the said counter- 
claim was grounded upon the alleged descriptive nature of opposer’s mark, the 
failure of opposer to use the mark except in a descriptive sense, and the fact that 
such registration might bar registration of applicant’s mark and by threat of pos- 
sible infringement suits inhibit use of the descriptive terms “drill master” or 
“master drills.’ Such amended pleading was also found not to contain any aver- 
ment of damage to applicant for if the opposer prevails as a result of a finding of 
likelihood of confusion, registration of applicant’s mark will be refused in the 
public interest and to protect the opposer’s rights. The mere fact that an oppo- 
sition was filed did not constitute the legal injury necessary to sustain a cancellation 























proceeding. 










Opposition proceeding by Sunbeam Corporation v. Duro Metal Prod- 
ucts Co., application Serial No. 655,302 filed October 26, 1953. Applicant 
counterclaimed to cancel registration. Applicant appeals from decision 
of Examiner of Interferences dismissing counterclaim. Affirmed. 

See also 45 TMR 1516. 
George R. Clark, of Chicago, Illinois, for opposer-appellee. 
Malcolm McCaleb, F. Thrall Brewer, and Horton, Davis & McCaleb, of 
Chicago, Illinois, for applicant-appellant. 










Leeps, Assistant Commissioner. 
An application has been filed to register woopMasTER for powerdriven 


woodworking machinery, use since September 30, 1953 being asserted. 









Vol. 47 T. M.R. SUNBEAM CORP. v. DURO METAL PROD. 


669 





Registration has been opposed by the registrant of pRILLMASTER for 
hand operated electrically-driven drills.’ 

In its responsive pleading applicant alleged invalidity of opposer's 
registration on grounds of descriptiveness and of issuance to others of 
numerous registrations of marks including MASTER as a part, and requested 
that opposer’s registration be canceled. 

Opposer moved to strike those portions of applicant’s pleading pur- 
porting to challenge validity of opposer’s registration and the request 
to cancel. Applicant resisted the motion and on April 22, 1955, it filed 
a paper which it entitled “Amended Counterclaim.” 

The Examiner of Interferences granted opposer’s motion to strike on 
the ground that the averments constituted a “collateral attack” on opposer’s 
registration, and after noting that the affirmative defenses and the 
“amended counterclaim” had been filed more than five years after opposer 
had published its mark in accordance with Section 12(c) of the statute, 
and since none of the grounds set forth in Section 14(c) had been pleaded, 
the “amended counterclaim” was dismissed. Applicant’s request for re- 
consideration was denied, and on August 22, 1955 applicant petitioned the 
Commissioner for review of the action of the Examiner of Interferences 
granting opposer’s motion to strike. The decision (reported in 106 USPQ 
at page 385, 45 TMR at 1516) on the petition was limited to the narrow 
question of whether or not the five-year period prescribed by Section 14 of 
the statute is a bar to the filing of an affirmative action seeking cancellation 
of a registration relied upon in a pleading filed by a party in position of 
plaintiff before expiration of the five-year period. 

Following the decision of the Assistant Commissioner on this question 
an order was entered fixing the time within which opposer should answer, 
move, or otherwise proceed with respect to the “amended counterclaim.” 
Opposer moved to dismiss. The Examiner of Interferences granted the 
motion on the ground that the pleading fails to state a claim upon which 
relief can be granted. Applicant has appealed. 

The opposition pleading is based upon the ground that applicant’s mark 
WOODMASTER, when used on power-driven woodworking machinery, so 
resembles opposer’s mark DRILLMASTER previously registered for hand 
operated electrically-driven drills, as to be likely to cause confusion or 
mistake of purchasers with resulting damage to opposer. Applicant has 
denied all likelihood of confusion or mistake of purchasers and has further 
denied that opposer will be damaged in any way by registration of the 
WOODMASTER mark. 

The affirmative pleading in applicant’s answer merely asserts that 
opposer’s mark DRILLMASTER is “clearly descriptive” of opposer’s product. 
There is no pleading of ultimate facts which, if proved, would support an 
inference of damage to applicant. 


1, Reg. No. 367,025, issued to a predecessor on May 9, 1939 and published in 
accordance with the provisions of Sec. 12(¢) by opposer on Feb. 28, 1950. 
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Applicant’s “amended counterclaim” contains averments that opposer’s 
mark is “wholly descriptive” of opposer’s goods; the common suffix MASTER 
is “public property and cannot be distinctive of origin”; and applicant 
will be damaged “since opposer’s interpretation of said registration, if 
sustained, would greatly impair the value of applicant’s mark upon which 
it has expended large sums of money.” There is no pleading of ultimate 
facts which, if proved, would support an inference of damage to applicant. 
It seems obvious that if opposer’s opposition is sustained on the basis of a 
conclusion that confusion or mistake of purchasers is likely, with resulting 
damage to opposer, opposer’s “interpretation of said registration” (what- 
ever that may mean) becomes immaterial. 

The Examiner of Interferences correctly granted opposer’s motion 
to dismiss for failure to state a claim upon which relief may be granted, 
and his decision is affirmed. 

At the argument on appeal applicant was given leave to submit a 
proposed second counterclaim and opposer was given leave to file its objec- 
tions thereto. The proposed pleading contains averments that opposer’s 
mark DRILLMASTER is “wholly descriptive” of opposer’s goods, has “become 
public property” and “cannot be distinctive of origin of goods so marked” ; 
opposer was not, at the time of its application, using DRILLMASTER as a 
trademark, but used it only as a descriptive term, and the mark has been 
so used by opposer since that time; applicant has been and will be dam- 
aged unless the registration is canceled and “such damage will be greatly 
increased if, as a result of opposer’s opposition, applicant be barred from 
registering its mark”; applicant will be damaged by the registration “in 
that it will be deprived of its right to describe drills” as “drill masters” 
or “master drills”; applicant has not used DRILLMASTER as a trademark 
and has not used any other trademark which is likely to cause confusion 
therewith, but “it does expect to use those words or words of that character 
descriptively of its goods and asserts that it has the right to do so”; and 
if the registration is not canceled, applicant “will be exposed to the danger 
of an infringement suit” and will incur great expense as the result of the 
opposition filed by opposer, and that “such are damages of the character 
referred to in the statutes.” 

It is clear from a study of the proposed pleading that applicant's 
complaint is based solely upon the fact that opposer filed an opposition 
against registration of its mark. No damage, or “legal injury,” in the 
statutory sense is caused an applicant by the filing of an opposition. See: 
Joseph Dixon Crucible Co. v. Richard Best Pencil Co., 99 USPQ 170 (44 
TMR 217) (Com’r, 1953). If the opposer prevails and likelihood of confn- 
sion or mistake of purchasers is found, registration will be refused both in 
the interest of the public and in the interest of protecting opposer’s busi- 
ness symbolized by its mark. 

The proposed pleading contains no ultimate facts which, if proved, 
would support an inference of damage. In other words, it fails to state a 
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claim upon which relief can be granted, and it, therefore, is insufficient 
to institute a cancellation proceeding. 

Applicant’s request for an order filing the proposed pleading and 
requiring opposer to respond thereto is denied; and trial periods in the 
opposition proceeding should be fixed. 


SCHENLEY INDUSTRIES, INC. v. BATTISTONI, doing business 
as ITALIAN AND FRENCH WINE CO. 


No. 33,130 — Commissioner of Patents — March 13, 1957 


REGISTRABILITY—PERSONAL NAMES 
REGISTRABILITY—EVIDENCE 
Applicant seeks to register RoMEO for still wines and registration is opposed 
by the registrant of ROMA. 
tecord shows opposer has used the mark ROMA for many years and has spent 





substantial sums in advertising. Applicant’s mark is also applicant’s baptismal 
name but a baptismal name when used as a trademark is subject to the same con- 
siderations as other types of marks. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Since opposer’s mark ROMA is suggestive of “Rome” and applicant’s mark of 
“Juliet,” confusion is not deemed likely since the marks differ in sound, appearance 
and significance. 
REGISTRATION PROCEDURE—APPLICATION 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Record shows applicant’s date of first use to be erroneous, hence application 
should be amended correcting date of first use and the goods should be set forth as 
“Ttalian Vermouth” rather than “white wine.” 





Opposition proceeding by Schenley Industries, Inc. v. Romeo Battts- 
toni, doing business as Italian and French Wine Co., application Serial 
No. 571,837, filed January 8, 1949. Applicant appeals from decision of 
Examiner of Interferences sustaining opposition. Reversed. 


Mock & Blum, of New York, N.Y., for opposer-appellee. 
Bean, Brooks, Buckley & Bean, of Buffalo, New York, for applicant- 
appellant. 


LEEps, Assistant Commissioner. 

An application has been filed to register romeo for still wines, use 
since September 13, 1948 being asserted. 

Registration has been opposed by the registrant of roma for wines.’ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record shows that it and its predecessors have used the 
trademark ROMA on wines since before the turn of the century, and such 


1. Reg. No. 318,900, issued Nov. 6, 1934 to a predecessor and renewed to opposer; 
Reg. No. 388,756, issued July 8, 1941, to a predecessor; Reg. No. 722,161, issued July 
9, 1946 to a predecessor, published by opposer under the provisions of Sec. 12(c) on 
Jan. 25, 1949; and Reg. No. 439,432, issued June 29, 1948 to a predecessor, published 
by opposer under the provisions of Sec. 12(c) on Dec. 16, 1952. 
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wines have been sold under the mark throughout the country. Hundreds 
of thousands of dollars are spent annually in advertising ROMA wines 
through both sight and sound media, including newspapers, radio and tele- 
vision. There is no question but that opposer enjoys a substantial business 
and goodwill symbolized by its mark. 

It appears from applicant’s application that on September 13, 1948 
he filed an application under the Federal Alcohol Administration Act 
for approval of a label for Italian vermouth produced and bottled by 
Distilleria Bianchi & C., Bra (Torino), Italy, and imported to this country 
by applicant. The certificate of label approval was issued on September 16, 
1948. The label displays prominently at the top the mark RoMEO which 
is, in fact, applicant’s baptismal name. Applicant seems to contend that 
he has a right to use his own name in his own business, but there is nothing 
in this case which remotely suggests to purchasers of Italian vermouth 
bearing the approved label that RoMEo is any particular individual’s name. 
The contention is, under the circumstances present here, without applica- 
tion; and, in any event, when one elects to use his own name as a trade- 
mark, the name is, in effect, severed from the personality of the individual, 
and registrability of the name is subject to the same considerations as 
other types of marks. See: J. B. Williams Co. v. Ernest W. Williams, 
8 USPQ 539 (CCPA, 1931). 

The commercial impressions created by the two marks when applied 
to the products of the parties are not the same. Opposer’s mark ROMA is 
“Rome” in the Italian language, and if it suggests to purchasers anything 
other than opposer’s wine, it most likely suggests “Rome.” Purchasers are 
apt to associate applicant’s mark with “Juliet” as a result of the association 
of the two in the name of the Shakespearean play. 

Furthermore, applicant’s product is Italian vermouth and opposer’s 
products are American wines. Considering the differences in sound and 
appearance of the marks, the differences in their commercial impressions, 
and the differences in goods, it is not believed that purchasers are likely 
to attribute common origin to ROMA wines and ROMEO Italian vermouth. 

The opposition is dismissed, and the decision of the Examiner of Inter- 
ferences is reversed. 

It is clearly apparent from the application file that the asserted date of 
first use of the mark presented is in error, since the application for label 
approval was not filed until September 13, 1948 and was not approved until 
September 16, 1948. Also it is apparent that applicant’s label approval 
was limited to Italian vermouth, and the labels submitted with this ap- 
plication are Italian vermouth labels. While it is true that technically 
Italian vermouth is a highly flavored white wine, nevertheless its common 
commercial name is Italian vermouth, and the application should identify 
the product by its common commercial name. In the event applicant finally 
prevails in this proceeding, registration will be withheld pending receipt 
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of an amendment setting forth the correct dates of first use and first use 
in commerce, and identifying the goods as “Italian vermouth.” 


PHILCO CORPORATION v. CAPITOL RECORDS, INC. 
No. 33414 — Commissioner of Patents — March 29, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
FULL DIMENSIONAL SOUND is not used as trademark where it is used to describe 
recording technique and sound reproduced by such technique. 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Applicant contends that opposer failed to allege that goods of parties are 
similar and therefore has no standing to oppose; opposer pleaded its use of SOUND 
IN FULL DIMENSION in connection with radio-phonographs and applicant’s use of 
FULL DIMENSIONAL SOUND on phonograph records; such pleading is sufficient to show 
relationship of goods. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Pleading of prior use is unnecessary where both parties are using descriptive 
phrases to describe. 
REGISTRABILITY—DESCRIPTIVE TERMS 
In view of descriptive use by both parties, and fact that applicant considers 
opposer’s use of phrase SOUND IN FULL DIMENSION as constituting infringement of 
its “rights” in FULL DIMENSIONAL SOUND even though it has used term not as trade- 
mark but only to describe, there is reasonable prospect of damage to opposer if 
registration should issue; opposition is properly sustained. 
REGISTRABILITY—DISCLAIMERS 
Mark is unregistrable even if descriptive phrase is disclaimed, since deletion 
would leave mark identical with one previously registered. 


Opposition proceeding No. 33,414 by Philco Corporation v. Capitol 
Records, Inc., application Serial No. 653,670 filed September 24, 1953. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 

Howson & Howson, of Washington, D.C., for opposer-appellee. 
Fulton Brylawski, of Washington, D.C., for applicant-appellant. 
Leeps, Assistant Commissioner. 

An application has been filed to register the mark reproduced below 

for phonograph records, use since January 16, 1952 having been asserted : 


@rbs 


FULL 
DIMENSIONAL 
SOUND 
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Applicant owns for the same goods Reg. No. 569,989 showing the same 
mark without the words FULL DIMENSIONAL SOUND. 

Registration has been opposed by the manufacturer of radio-phono- 
graphs which have, since 1953, been described in advertising by such 
phrases as FULL DIMENSION IN REPRODUCTION OF SOUND, SOUND IN FULL 
DIMENSION, FULL DIMENSION PHILCO PHONORAMA, TONE IN FULL DIMENSION 
and others. 

The Examiner of Interferences sustained the opposition and applicant 
has appealed. 

The opposition is directed solely to the appearance of the words FULL 
DIMENSIONAL SOUND (SOUND disclaimed) in the drawing. 

Opposer’s record shows that in 1953 it developed a new radio-phono- 
graph which it introduced under the mark pHoNoRAMA, and for its introduc- 
tory advertising and promotion campaign for the item, it adopted and 
used the descriptive phrase SOUND IN FULL DIMENSION to describe the reality 
of tone. The advertisements first appeared in trade periodicals in June 
and July of 1953. The first consumer advertisements appeared in August 
of 1953. It appears also that in connection with the advertising of its tele- 
vision receivers it has used the phrase DEEP DIMENSION. The record also 
shows that other phonograph manufacturers, in 1953 and 1954, used such 
phrases as 3-DIMENSIONAL TONE, THE XD GIVES AN EXTRA DIMENSION TO SOUND 
3-DIMENSIONAL SOUND, CUSTOMERS HEAR A NEW DIMENSION IN SOUND, TRULY 
3 DIMENSIONAL IN TONE QUALITY, PERFORMANCE AND POWER, GIVING A DIMEN- 
SIONAL SOUND EFFECT, and THIRD DIMENSIONAL EFFECT; and record manu- 
facturers have used such phrases as EXTRA-DIMENSIONAL SOUND, and HI-FI 
RECORDINGS * * * wILL SEEM TO PARTAKE OF AN EXTRA DIMENSION. 

Applicant presented as witnesses an acoustical consulting engineer 
and the owner of a record shop. The substance of the engineer’s testimony 
is that FULL DIMENSIONAL SOUND and SOUND IN FULL DIMENSION have no 
scientific, technical meaning; he has never seen either phrase in any litera- 
ture on sound; neither term describes any scientific qualities or quantities 
of sound; HI-FI, a contraction of HIGH FIDELITY, has no technical significance, 
but it means a HIGH QUALITY SYSTEM OF REPRODUCTION OR SYSTEM OF PRO- 
DUCING SOUND; and that FULL DIMENSIONAL SOUND, although it has no sci- 
entific meaning, suggests “a relatively high quality sound.” 

The substance of the testimony of the record shop owner is that he has 
known of applicant’s use of FULL DIMENSIONAL SOUND since the summer of 
1953; he was familiar with the advertising of 3-p in connection with a 
phonograph sold by Mitchell Phonograph, and such use of 3-p meant to 
him that the instrument would give better reproduction and “take you 
into a new world of sound,” and he thought the use of 3-p (three-dimen- 
sional) “meant to imply that what they would call tone would be of a three 
dimensional * * * character”; he was familiar with advertising of Columbia 
which utilized “dimension” in connection with sound reproduction; ruLu 


1. Issued Feb. 3, 1953. 
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DIMENSIONAL SOUND means to him that the records have a wide frequency 
range and it describes the qualities of the records; and applicant’s rec- 
ords which have the words FULL DIMENSIONAL SOUND on them are different 
from applicant’s other records, “especially at the upper end of the fre- 
quency spectrum”— — —“they have a wider frequency range’— — — 
and “they usually have a better quality of bloom on the sound.” 
Applicant’s exhibits show that since the summer of 1952, it has adver- 
tised its records under the composite mark comprising the letters rps and 
the design with the words FULL DIMENSIONAL SOUND therebeneath, in one 
form or another, and the advertisements include such statements as: 


“For music connoisseurs, Capitol’s FULL DIMENSIONAL SOUND is a 
development of supreme importance.” 

“You will hear—and enjoy—these great works of music as you’ve 
never heard them on records before * * * in the true tonal perspective 
as well as full range of the performance * * * a result made possible 
by Capitol’s FULL DIMENSIONAL SOUND recording technique.” 

“Enjoy Capitol’s FULL DIMENSIONAL souND for Outstanding Per- 
formances Outstanding Reproduction.” 

“No Lost Chords * * * with FULL DIMENSIONAL SOUND.” 

“Hear—The true beauty of these long awaited performances as 
only Capitol’s FULL DIMENSIONAL SOUND can bring it to you.” 

“Great Classics in FULL DIMENSIONAL SOUND.” 

“ * * * recorded in the superlative fidelity of FULL DIMENSIONAL 
SOUND.” 

“New Recordings in FULL DIMENSIONAL SOUND.” 

“In FULL DIMENSIONAL SOUND, Capitol ‘breaks the sound barrier’ of 
old style recording techniques.” 

“You get Hi-Fi and then some in Capitol FULL DIMENSIONAL SOUND 
* * * captures not only the full range, but also the depth and balance of 
the musical performance. 

“FULL DIMENSIONAL SOUND reproduces the full tonal perspective— 
the depth, balance and range of a live performance. 

“A performance on records in FULL DIMENSIONAL SOUND brings you 
music in all the vitality of a live performance.” 

“« * * * recorded with the superb quality of Capitol’s ruLL DIMEN- 
SIONAL SOUND.” 

“« * * * hear for yourself the difference FULL DIMENSIONAL SOUND 
makes in high fidelity reproduction.” 

“Executed by Capitol records in FULL DIMENSIONAL SOUND.” 

“In the superlative high fidelity of FULL DIMENSIONAL SOUND.” 

“A study in High Fidelity presents a new dimension in musical 
listening.” 

“TDistinguished new Capitol records in FULL DIMENSIONAL SOUND 
—the ultimate in hi-fidelity recording.” 

“Albums in FULL DIMENSIONAL SOUND.” 

“Great Artists of Our Time on Capitol records in FULL DIMEN- 
SIONAL SOUND.” 


There are in the record ninety-nine advertising exhibits submitted by 
applicant, and the foregoing are typical of the phrases which are featured 
in all of them. 
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It is clear from the record that applicant has not used the phrase FULL 
DIMENSIONAL SOUND as a trademark or as a part of a trademark to identify 
its phonograph records and distinguish them from products of others. 
It has used the term to describe a recording technique and the sound 
reproduced by such technique. It places the words on its records beneath 
the composite mark to inform potential purchasers that such records are 
made according to the technique, as differentiated from its records made 
by other techniques; and it uses the words in its advertising to advise 
potential purchasers that the recording captures the dimensions of full 
range, depth, balance and clarity. 

The words FULL DIMENSIONAL SOUND as used by applicant form no 
part of its composite mark—they are used to describe the tonal quality 
produced by the records on which they appear. 

Applicant has written a letter to opposer advising it that its “adver- 
tisement of SOUND IN FULL DIMENSION constitutes an infringement” of ap- 
plicant’s rights. 

It seems clear beyond question that both parties are, for all practical 
purposes, doing the same thing. Opposer uses SOUND IN FULL DIMENSION 
to describe the sound produced by its radio-phonograph, and applicant 
uses FULL DIMENSIONAL SOUND to describe a recording technique and the 
sound produced by the records made by the technique. 

Applicant contends that the opposer failed to allege that the goods 
of the parties are similar and therefore had no standing to oppose. Op- 
poser pleaded its use of SOUND IN FULL DIMENSION in connection with 
radio-phonographs and applicant’s use of FULL DIMENSIONAL SOUND on 
phonograph records. Such pleading is sufficient to show the relationship 
of the goods. 

Applicant also contends that there is no pleading by opposer of 
priority of use and it therefore has no standing. Such a pleading is unneces- 
sary when both parties are using descriptive phrases to describe. 

Applicant further contends that opposer failed to allege that it was 
using the phrase at the time of filing its opposition, and it therefore has 
no standing. The record shows that opposer was in fact using the phrase 
at the time, and at least for some time after, the opposition was filed. 

In view of the descriptive use of the respective phrases by the parties, 
and in view of the fact that applicant considers that opposer’s descriptive 
use of SOUND IN FULL DIMENSION constitutes an infringement of its “rights” 
in FULL DIMENSIONAL SOUND, even though it has used the term not as a 
trademark or a part of a trademark but only to describe, there is a reason- 
able prospect of damage to opposer if the registration should issue. The 
Examiner of Interferences properly sustained the opposition, and his deci- 
sion is affirmed. 

The Examiner of Interferences recommended that since the phrase 
FULL DIMENSIONAL SOUND comprises but a single feature of the applicant’s 
composite mark, the Examiner of Trademarks should consider the regis- 
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trability of the applicant’s mark with a disclaimer of the entire phrase. 
In view of the conclusions reached herein, and since the phrase is used 
not as a part of a trademark for phonograph records, but to describe the 
sound reproduced by the records, registration may issue only if the phrase 
is deleted from the drawing; and deletion would leave the mark presented 
identical with that already registered under number 569,989. Registra- 
tion is, therefore, refused. The recommendation of the Examiner of Inter- 
ferences is disapproved. 
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